TRADE MARKS ACT 1994

IN THE MATTER OF

APPLICATION NO 2133080

BY THE FRESH BREATH COMPANY LIMITED
TO REGISTER A TRADE MARK

IN CLASSES3 AND 5

DECISION AND GROUNDS OF DECISION

On 16 May 1997, The Fresh Breath Company Limited of Conan Doyle House, 2 Devonshire
Place, London, W1N 1PA applied under the Trade Marks Act 1994 to register the trade mark
shown at Annex A in Classes 3 and 5. The form of application also indicated that the mark
applied for is a 3-dimensiona mark.

The goods for which registration is sought are as follows:

Class 3 Dentifrices; oral hygiene products; preparations for cleaning and for flavouring
the mouth, breath, teeth and artificial dentures; non-medicated toilet
preparations for the mouth, breath, teeth and artificial dentures; disclosing
tablets and liquids; mouth washes, mouth rinses and gargling preparations.

Class5 Pharmaceutical and medicinal preparations and substances for the mouth,
breath, teeth, artificial dentures, and oral hygiene.

Objection was taken to the application under Sections 3(1)(a) and (b) of the Act because the
mark consists exclusively of the shape of a bottle, not capable of distinguishing and being
devoid of any distinctive character for e.g. bottles used to store goods.

Prior to the hearing which was held on 26 February 1999 the agent submitted independent
evidence in support of the application. This evidence was discussed at a hearing at which the
applicants were represented by Mr Eder of E Eder & Co, their trade mark agents. At the
hearing the objection under Section 3(1)(a) of the Act was waived but the objection under
Section 3(1)(b) of the Act was maintained. Following refusal of the application under Section
37(4) of the Act | am now asked under Section 76 of the Act and Rule 56(2) of the Trade
Marks Rules 1994 to state in writing the grounds of my decision and the materials used in
arriving at it.

Firstly, | must consider the prima facie case for acceptance.



Section 3(1)(b) of the Act is set out below:
3-(1) Thefollowing shall not be registered:
(b) trade marks which are devoid of any distinctive character,

Thetest of distinctiveness was laid down by Mr Justice Jacob in the TREAT case [1996] RPC
281 page 306 lines 2-5 when he said:

“What does devoid of distinctive character mean? | think the phrase requires
consideration of the mark on its own, assuming no use. Isit the sort of word (or other
sign) which cannot do the job of distinguishing without first educating the public that it
isatrade mark?’

The Registrar’s practice in relation to shape marksis set out in Chapter 6 of the Registry’s
Work Manual at Page 58. The appropriate section is reproduced below:

“The appropriate test for prima facie acceptance will be whether because:

1.The shape in question immediately strikes the eye as different and therefore
memorable;

2.and the differences between the applicants’ shape and those used by other traders
are arbitrary and not dictated by function or some other non-trade mark purpose;

the public are likely to assume that the goods or services with reference to which the shape
isto be used recurrently are those of one and the same undertaking.

Shapes, or elements of shapes, which are likely to be taken by the public as serving:
a) afunctional purpose (such asimproving the performance of the goods);
b) as a convenience feature (such as convenient storage);

c¢) apurely decorative or aesthetic purpose (such as novelty shape for goods aimed
at children or the attractive shape of an ornament);

- are unlikely to be regarded by the public as identifying the origin of the goods, at least
until they have been educated to that perception.

Such signs are therefore likely to be open to objection, prima facie, on distinctiveness
grounds, whether or not there are additional grounds of refusal under Section 3(2) of the
Act.”

At the hearing the agent referred to the objection raised in the examination report and
argued that it was invalid because it stated that the grounds of refusal are that the mark is
non-distinctive for bottles used to store goods. | accepted that bottles were not contained
within the specifications filed but stressed that this was an error and maintained that the



grounds of refusal are that the mark is non-distinctive for the goods claimed. The agent
then referred me to the general shape of the bottle and, in particular, to the flange that
appears at the top of the neck of the bottle. It was argued that the flange is a memorable
element which brought distinctiveness to the overall shape. Containers for the goods
contained within the specifications applied for are available in awide variety of shapes and
sizesand | do not accept that the flange feature brings any distinctiveness to the mark. It is
clear that the flange, being placed beneath the cap, simply enables the purchaser to hold the
container firmly to facilitate the removal of the cap. The overall shape of the bottle narrows
above the base to provide a broadly triangular front profile. | see nothing out of the
ordinary in this. Whilst it is clear that a combination of non-distinctive elements can create
adistinctive whole | do not accept that thisis the position with this mark. | do not see that
there is anything in the shape of this bottle that would serve to distinguish the goods of the
applicant from those of other traders.

In the Proctor & Gamble Limited’s application (1996 RPC 281), Walker L J said:

“ Despite the fairly strong language of s. 3(1)(b), “devoid of any distinctive
character” - and Mr Morcom emphasised the word “any” - that provision must in
my judgment be directed to avisible sign or combination of signs which can by

itself readily distinguish one trader’s product - in this case an ordinary, inexpensive
household product - from that of another competing trader. Product A and Product
B may be different in their outward appearance and packaging, but if the differences
become apparent only on close examination and comparison, neither can be said to
be distinctive”

| have also borne in mind the comments made by Aldous L Jin the case of Phillips Electronics
N.V. v Remington Consumer Products before the Court of Appea when he said:

“Infact | am unable to point to any feature or features of the trade mark which could
be other than descriptive of a particular design of head for an electric shaver and which
would enable the trade mark to acquire a distinctive character. The trade mark

contains no feature which has trade mark significance which could become a distinctive
character. In my view the judge was right to conclude that the trade mark was not
registrable because of section (Article) 3(1)(b) in that it was devoid of distinctive
character.”

It ismy view that the shape applied for will not be taken as a trade mark without first
educating the public that it is atrade mark. It follows that this application is debarred from
prima facie acceptance for registration by Section 3(1)(b) of the Act.

However, that is not the end of the matter since | ill have to consider the independent
evidence filed in support of this application. This “evidence” isin the form of three letters and
one Statutory Declaration.

Thefirst letter is from Dr Stemmer who is a practising dentist. Dr Stemmer states that he has
been in practice for over 25 years and that he has been actively involved in the importation,
and sale, of dental productsin the United Kingdom. Dr Stemmer goes on to state that he
perceives the shape applied for to be distinctive. He also ventures an opinion on how his



patients would view the shape but he puts forward no evidence to support thisand | consider
it to be mere speculation. | therefore attach no weight to it.

The second letter is from Mr Chubb who is the managing director of the applicant company.
Mr Chubb refers to research carried out prior to commissioning the design of the bottle in
order to determine if, inter alia, any bottles of a similar shape existed. He states that they
found no examples of any dental product being sold in bottles of such a shape. He then
provides examples of quotations made by (unnamed) UK consumers when describing the
shape of the bottle which are:

“ Unlike any product”
“Very different to any other product”
“Striking and visudly distinctive”

However, | have no information as to how these quotations were obtained, nor am | aware of
the total number of customers contacted or if any of them provided any quotations which held
acontrary view. It is therefore not possible for me to attach much weight to these particular
guotations.

Thethird letter is from Jane Draper who is the managing director of CTS, a company involved
in the supply of ora hygiene supplies to the dental profession. Ms Draper states that since
1981 she has never supplied or seen a dental product having the same, or similar, shape as the
bottle shape applied for.

The Statutory Declaration is by Fiona Marshall who is a dental receptionist. Part of her duties
are to meet sales personnel representing suppliers of dental products. She has studied
promotional and medical literature and considers herself to be well versed in such products.
She declares that she has never seen any product, dental or otherwise, in a bottle of this, or
similar, shape. Attached to her declaration as Exhibit FM1 are copies of pages from the
brochures of dental suppliers. For ease of reference | have attached copies of these at Annex
B. This exhibit consists of three pages from a brochure produced under the MIDENT label
and three pages from a brochure produced by HENRY SCHEIN REXODENT. The pages
contain products relating to cross infection control, oral health products, fluoride treatments
and mouthwashes. It is clear that none of the containers contained within these pages are the
same, or similar, to the mark applied for. However, | have reservations about this evidence.
There is no information as to the total number of products on sale throughout the United
Kingdom and it is clear that the products represented in these pages are not a representation of
all the bottle shapes available for these products. The exhibit does, however, bring another
point to mind. The containers and bottles represented in this evidence are of a variety of
shapes and it is clear that other shapes exist. Faced with such a variety of shapesit is unlikely
that a container shape, unless particularly memorable and distinctive, could serve the purpose
of distinguishing goods of one trader from all others.

This evidence and the unsworn letters emanate from people who have extensive knowledge of
these products. There is no information as to how these sources were selected, nor isthere any
indication that these were the only parties approached. It appears that the evidence is from
either a supplier of the goods or from parties in the business of dentistry who may well



purchase and use the products sold in this particular bottle. The evidence is from parties who
have had considerable exposure to this particular bottle and there is no evidence as to how the
general public perceive the mark applied for.

In the case of Dualit Limited v Rowlett Catering Appliances Limited in the High Court of
Justice Lloyd J said:

“The survey was carried out at three retail premises: Selfridges, Divertimenti and
Jerry’s Home Store. 126 people completed the interview. A number of people were
filtered out at each of two stages, let alone those not present at the particular premises
or not approached. The first filter was to exclude those whose financial means did not
seem to be such as to make them likely or probable purchasers of the Applicant’s
relatively expensive products. Both this process and the choice of premises are
criticised as tending to weight the sample in favour of those more likely to be familiar
with and recognise the Applicant’s product. The significance of thisis that the
Applicant’s product is much more expensive than those of rivals for the domestic
market, and therefore it does not by any means necessarily appeal to so wide a section
of the market. Nevertheless, in terms of recognition required for the acquisition of
distinctive character, it ought to be tested by reference to the market for domestic
toasters generally, not just the market for extremely expensive toasters.

So far as| can tell from the survey questionnaire, if it was strictly applied, the filter by
reference to available income sources was at afairly level, and might not have been
unfair as between the Applicant’s and the Opponent’ s products, or have led to the
survey being unrepresentative as regards customers for toasters generally, butthe way
it isreferred to in the survey isthat only “ AB” respondents were to be proceeded with.
The implications of that were not explored fully in the evidence but it does seem to me
that the choice of premises may well have been designed to eliminate ,and in fact to
have eliminated, those not falling within the “ AB” categories, in socia and economic
terms. Thisis borne out by evidence in Michael Groves statutory declaration of 12
February 1998, paragraph 9. | think thereisforce in the point that in these respects the
survey produced a sample which was characteristic of the sector of the market aimed
at by the applicant, but not a properly representative sample of the market for domestic
toasters generally.”

During the hearing it became clear that the goods are sold to ordinary members of the public
through high street stores. There is no evidence that the relevant public would see the mark
applied for as a badge of origin for these particular goods, nor is there any evidence that the
same public would perceive this particular shape as being so different that it is memorable and
therefore distinctive.

The mark applied for is the 3-dimensional shape of a bottle which, in the primafacie case,
lacks any features of trade mark significance, The independent evidence submitted in support
of this application does not prove that relevant public regard the mark as distinctive or that it
is recognised as a badge of origin for the goods applied for. | do not say the mark is
unregistrable but in the absence of evidence that the mark has acquired a distinctive character |
do not consider it appropriate to grant amonopoly in this particular shape. | therefore
conclude that the sign is debarred from registration by virtue of Section 3(1)(b) of the Act.



In this decision | have considered all the documents filed by the applicant and all the
arguments submitted to me in relation to this application and, for the reasons given, it is
refused under the terms of Section 37(4) of the Act because it fails to qualify under Section
3(1)(b) of the Act.

Dated this 15  day of October 1999

A JPIKE
For the Registrar
The Comptroller General






ANNEX B



This{ .he Exhibit "FM. 1" referred to in the Statutory Declaration of FIONA MARSHALL
declared before me this q _Iit-day of February 1999.

(Solicitor’s Signature) \ O ‘ C : p{%}f‘
(Print Name): 6 ‘ C U /Q/L/A/V‘

(Firm’s Stamp):

KENWRIGHT & COX
SOLICITORS
LLOYDS BANK CHAMBERS
45 CRANBROOK ROAD

ILFORD, ESSEX IG1 4PF,
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TREATMENT

600 ml
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CDY300
CDY600

MWTO050  Tube 50ml Case of 24 g 28.50
MWT100  Tube 100ml Case 0f 24 = « et 44.95

AQWO050 Tube 50m! Case of 24 i 26.50
AQW100 Pump Dispenser 100m| Case of 6 i 12.60

[AQF300 - Dispenser 30m Caseof 12 T 8.95 |

After exhaustive research, Professor Mel Rosenberg has designed the ultimate tongue cleaner,
which is the essential tool required in treating/containing halitosis. Available EXCLUSIVELY from
Mident, DR MEL'S tongue cleaner is ergonomically designed & easy to use. Available in various
colours, this will compliment your range of oral-hygiene products available to your patients.
Individually packed, with instruction leaflet, 12 per pack assorted colours.

[DMT012 Pack of 12 | 18.00 ]

Bad Breath (halitosis) meter, measures volatile sulphur compounds in the breath. These being some

of the worst gasses produced by bacteria in the mouth. An essential piecé of equipment for the
diagnosis, monitoring and treatment of halitosis. ’
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The Periotemp has been designed to assist in the early detection and diagnosis of Periodontal
disease. The Periotemp automatically charts and measures pocket-depth and associated sub-gingiva
temperature, the only detectable and measurable parameters of disease.

| PTM004 R ~ R [ POA. |

The Vivacare True Pressure Sensitive Probe represents a big step forward in periodontal screening,
simplifying diagnostic procedures that are gaining increasing importance in the surgery. Thanks to a
unigue spring mechanism, special markings on the handle and disposable probe head line up when
20gm pressure is applied, enabling you to probe periodontal pockets safely and with total accuracy.
Trial Pack.

[1PP9300 10 Assorted Probe Heads and 1 Handle (WHILE STOCKS LASTY 1295 ]
Tactile Sensor (Rigid Metal)
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Universal Explorer (Flexible Plastic)

LIPP1012 10Probe Heads and 1 Handle © 9,25 ”ﬂPQOOZ 30 Prcbe Heads and S Handles | 26.95 ]
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DENTAL HEALTH

COLGATE
Fluorigard

610 12 Drops 30mix 12 .. . ... 18.60

610113 0.5mg tablets x 200 . . .. 22.80 HENRY SCHEIN

610115 1 0mg tablets x 200 . 22.80 Double Trays

! 611290 Small x 30
— — e I ! 611 291 Smallx 100 ... ..

e | 811292 Mediumx30 .. ...
‘ 611293  Medium x 100

Omni-Gel 611294 Large x 30
0.4% Stannous Fiuoride gel 611295 Largex 100 ....... .. Vel
D

Unflavoured Eid
610 551 230z ... 2.40 £
610561 70z ... ..... . .. .. . 4.99 R
Mint DISCLOSING MATERIALS T
610552 230z ..., .2.40

} 610 562 70z .. 4.99

i

i - Lemon & Lime

i Fluorigard s 610553 230z ... ... . .. . . 2.40

{, Daily Rinse 0.05% 610 563 7oz 4.99

il 610 131 500mi x 12* ............ 3240 U 07 L )

S} Raspberry

5“ . Weekly Rinse 0.2% 610554 230z ........ ... . . 2.40

i ! 61014 180mix12 ..........., 23.88 610564 70z ........ . ... . ... 4.99
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12 Tablets

ORAL-B Disclosing Tablets
613 515 Plaque Check 12 x 12 .
613 52 Surgery pack 100 x 4 tablets
613 53 Bulk pack 1000 tablets .

Mint flavoured 0.4% Stannous fluoride BP in
glycerine base .
610522  100m! ....... .. .. ... .2.85
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N | o
F s o ORAL-B Centrays - f /
I En-De-Kay 612021 Smailx 100 .. .. . . ..22.75 | o
jil8 Fluodrops 60mi x 6 612 022 Medium x 100 . ... .. 22.75 [ B
i+ 611015 e 8.75 612023  Largexi00. .. .. . 22.75 #
il‘ Plaque Test 10mi Disclosing Solution
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MOUTHWASHES 16.4

Bocasan
Sodium Perborate Monohydrate ;
Powder which when mixed with water gives high
release of nascent oxygen. For the treatment of
gingivitis and associated conditions.

636 515 20 Sachets x 12

ries Marker
3mi x 2

Breath Freshener
Mint, metered spray 12mi (Verifresh)
631 501

{ Gum Care Mouthwash

for children, orthodontic patients,
r nursing mothers, patients with
1S, gum recession or xerostomia
who want or need to avoid alcohol.
j cap has marked fill lines for easy
dministration.

e n -

“ipyridinium Chloride Betadine Gargle & Mouthwash

um_ Fluoride 637003  250mix6 ........... 10.95
300mix6 ........... ... 9.90
500mix6 ......... .. .. 14.90

Calypso

Mouthwash Concentrate 3 x 500mi + pump
Calypso comes in 3 fruit flavours and permit
the practitioner to give the patient the
mouthwash of their choice. Calypso is
presented in concentrated form, with dosage
pumps and dissolves immediately in water.

507 021 ) 33.40
507 022 Raspberry . ... .. . .33.40
507 023 Orange ... ... . .. .. 33.40
00mix6 .. ... . .9.99 507 029 Assorted (one of each) . .. 33.40

ColgatéChiorohex 2000
Patients who have a tendency toward
gingivitis or periondontal disease will benefit
from Chiorotex 2000 which has Chlorhexidine
gluconate 0.2%. Also helped will bé patients
suffering from Candida Albicans denture
stomatitis & the sore mouth conditions.
8

Colgate Plax Dental Rinse

Colgate Plax contains Triclosan 0.03% and
PVM/MA copolymer 0.125% with Sodium
fluoride 0.025% and is clinically proven to
reduce plaque. ’

630 725 Classic 250mi x 12 .. .. .. 18.60
630 726 Soft Mint 250mix 12 .. . . . 18.60
630 727 Classic 500mix 12 ... ... 28.95
630 728 Soft Mint 500mi x 12 .. . .. 28.95

Corsodyl Mouthwash

637 01 Original 1 x 300ml ... . ... 1.99
Original 12 x 300ml ... . .. 20.95

637 010 Mint 1 x300mi . ... . . . .. 1.99
Mint 12 x 300mi .. .. . .. 20.95

637 007 Mint1x600ml . ... .. . . . 4.10

Corsodyi Spray

637 00 60ml ... .. .3.48

Corsodyl Gel

63702 .1.20

SCHEIN REXODENT

Fax 0181 235 5010
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B_ENTAL HEALTH

MoOUTHWASHES 16.4

Macleans Active Mouth Guard SS WHITE Mouthwash Tablets®

630825  300mIx6 ........ . . . 7.50 507040  Thymol x 1000 .
. 630 826 600mix6 ... ... . . . . .. 12.50 507 045 Lime x 1500
3M Difflam 630827  Mint300mix6 .. .. . 7.50
637206 S0miSpray ... 4.55 630828  Mint600mix6 .. .. 12.50
837204 300miRinse .......... . 5.35 630829  Junior 300mix 6 ... . 7.50
—

~

Idene Antiseptic Mouthwuﬁg
Minamint Mouthwash Concentrate Contains antimicrobial Hexeﬂdlqg\t
90mi Mint flavoured (1100 doses) | Indicated for mouth infections: M
507 011 ulcers, Sore throat, Gingivitis,

Periodontitis, Oral Thrush.
B Non testh staining
8 Palatable

630 820

Ora
|

3M Breathe Rite
505 550 Smallx10 .............. 4.20
505 551 Medium/lLarge x 10 . ... .. 4.20

200mix12 ....... P

HENRY SCHEIN REXODENT
Mouthwash Tabiets

Thymol

507 0 1x1000 ... ........ . .. 5.99

e 6x1000 .............. 31.50
Spearmint Green

. 507 001 1x1000 .......... ..... 5.99

L 6x1000 ........... ... 31.50

Eludril Mouthwash Listerine

Eludril Mouthwash and Spray contains
Chlorhexidine which has been tested and
proven to be an effective agent:against
bacterial plaque. Eludril mouthwash:contains
Chiorbutol, an analgesic for pain relief.
Anti-fungal properties are active against
Candida Albicans & the mouthwash is
anti-inflammatory for long periods of time. - .

637 2 90mi .., ..1.75

637 201 250ml 3.55

637 202 500mi ..o 6.25 Septodont Mouthwash Tablets

637 205 Spray 5smi ... ..., .. 3.25 507 01 Tkilo ... .. ... .

B Twice daily rinsinty after brushing,,rpg
plague build up more than brushing{'
B No demonstrable adverse effect
oral ecology T3E
®  Freshens breath, enhances patient?
compliance ’g
8 Original and Coolmint flavours 3

»

630 800 500mix6 .........
630 801 200mix6 .........
Listerine Coolmint

630 804 200mix6 ............0
630 806 500mix6 ............7

% HENRY SCHEIN REXODENT

T 0181 2355



