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THE PATENT OFFI CE
Court Room 2,
13-15 Bouverie Street,
London, ECA.

Monday, 10th January, 2000.

Bef or e:
MR SI MON THORLEY QC
(Sitting as the Appointed Person)

In the Matter of The Trade Marks Act 1994
and

In the Matter of United Kingdom Trade Mark Application

No. 2,176,423 "SHOP' (Series of Six) to register a trade nmark in
Classes 3, 4, 5, 6, 8, 9, 11, 12, 14, 15, 16, 17, 18, 20, 21, 22,
23, 24, 25, 26, 27, 28, 29, 30, 31, 32, 33, 34, 36, 37, 39, 41 and
42 in the nanme of Precis (1615) Linmted

and

In the Matter of an Appeal to the Appointed Person from deci sion
of M. J. Hamilton-Jones under Section 76(1) of the Trade Marks
Act 1994 agai nst the Decision dated 21st June, 1999.

(Transcript of the Shorthand Notes of Marten Wl sh Cherer
Limted, Mdway House, 27-29 Cursitor Street, London EC4A 1LT.
Tel ephone Number: 0171-405-5010. Fax No: 0171 405 5026)

MR J.D. McCALL (of WP. Thonpson & Co.) appeared on behalf of the
Appl i cant s/ Appel | ant s.

MR A JAMES (Principal Hearing Officer) appeared as the
Regi strar's Representati ve.

JUDGMENT
(As Approved)
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MR, THORLEY: This is an appeal to the Appointed Person froma

deci sion of M. Hamilton-Jones dated 21st June, 1999. In that
deci sion he refused registration of a series of six marks on a
nunber of grounds.

Fundanental to his decision was his conclusion that none
of the marks were acceptable for registration having regard to
t he provisions of sections 3(1)(b) and (c) of the Trade Marks
Act 1994.

The applicants are a conpany, Precis (1615) Linited, and
the series of marks were applied for in a |arge nunber of
cl asses.

On this appeal the applicants have proceeded only in
relation to the fifth and sixth marks. These marks are
simlar save that in the sixth mark colour is specified. The
Hearing O ficer concluded that the sixth mark represented the
applicant's best case, and M. MCall of WP. Thonpson & Co
agents for the applicants who appeared before nme, accepted
that this was the case. |, therefore, propose to deal, first,
with the sixth mark.

It has been comon ground on the appeal before nme that
registration stands or falls on consideration of section
3(1)(b). In particular, M. Janmes, who appeared on behal f of
the Registry, waived any further objection under section 3(6).

The sixth mark consists of the word "SHOP" in |arge
letters with what is accepted to be a representation of an

exclamation mark following the word "SHOP" but el evated
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sonewhat above it. Underneath are the words THE HOVE SHOPPI NG
CHANNEL, with the word THE in white on a bl ue background, the
remai nder of the mark being in orange and bl ue; the word SHOP
being in orange on a bl ue background and the words HOVE
SHOPPI NG being in blue on an orange background.

Both before the Hearing O ficer and before ne,
M. MCall contended that the conbination of the words and the
presence of the exclamation mark, together with the col our
el enent, rendered the mark distinctive so that registration
shoul d not be prevented under section 3(1)(b). He accepted
that the word SHOP by itself was not distinctive, and that the
words THE HOVE SHOPPI NG CHANNEL were a descriptor of a kind of
busi ness, but he used those latter words as part of his
argunment in contending that their presence pronoted the rest
of the mark -- that is the word SHOP and the exclamation mark
-- into references of trade mark signification

There has been no use of this mark, or there is no
contention of any use of this mark, as at the date of
application. Therefore, | have to consider the prinma facie
case under section 3(1)(b). Section 3(1)(b) provides: "The
followi ng shall not be registered - (b) trade narks which are
devoi d of any distinctive character."

M. MCall subnmitted before nme that the word "any" was
i mportant and that a mere spark of distinctiveness would be
enough. M. James suggested that this was not the correct

interpretation of section 3(1)(b). He contended that it was
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necessary, having regard to the structure of the section, to
regard section 3(1)(b) as posing the question, "Does the trade
mar k have the necessary character to function as a trade

mar k?"

He also referred nme to the decision of Robert Walker LJ
in Proctor & Ganbl e Conpany's Application [1999] RPC 673 at
680, which was cited by M. Hamilton-Jones. His Lordship
stated: "Despite the fairly strong | anguage of
s.3(1)(b), 'devoid of any distinctive character' - and
M. Morcom enphasi sed the word 'any' - that provision rmust in
ny judgnent be directed to a visible sign or conbination of
signs which can by itself readily distinguish one trader's
product - in this case an ordi nary, inexpensive househol d
product - fromthat of another conpeting trader."

When one has regard to section 3(1)(b), it is, in ny
judgrment, necessary to take it in the context of the section
as a whole, and particularly to have regard to the fact that
section 3(1)(b), unlike section 3(1)(a), is conditioned by the
proviso to section 3. A mark which is devoid of any
di stinctive character can, none the less, be registered if as
a result of use it has becone sufficiently distinctive.

Conversely, under section 3(1)(a), a mark which does not
satisfy the requirenents of section 1(1) -- that is a mark
whi ch is capabl e of distinguishing goods or services of one
undert aki ng fromthose of other undertakings -- cannot be

registered even if it has acquired a distinctive character as
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a result of use.

In nmy judgnent, M. MCall is placing too light a
restriction upon section 3(1)(b) when he suggests that a nere
spark of distinctiveness is enough

I am bound by and, with respect, agree with the
reasoni ng of Robert Walker LJ. One nmust have regard to the
mark as a whol e, and ask whether the conbi nation of signs
contained in the trade nark can by itself readily distinguish
the products or services of one trader fromthose of another.

I turn nowto the facts of the present case. 1In his
argunment before me M. MCall expanded upon his grounds of
appeal, but | think it is fair to say that his argunents are
encapsul ated i n paragraphs 4 and 5 of those grounds of appeal,
which read as follows: "It is submtted that the applied for
mark, as a whol e, does have sufficient distinctive character
to qualify for registration. The individual elenents of the
mar k may be consi dered non-distinctive because of their
generic or descriptive nature, but the conbination of the
various elenents in the mark i.e. the word SHOP, the
exclamation mark at a 2 o' clock position to the word SHOP, the
words THE HOVE SHOPPI NG CHANNEL, the col ours blue and orange
and the enphasis on the word THE by showing it in white on a
bl ue background conbine to forma registerable nmark. The
presence of the words ' THE HOVE SHOPPI NG CHANNEL' , determ ne
the nmeaning of the word SHOP within the mark as a whol e,

making it quite clear that what appears above is a title or
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badge of identification, rather than an exhortation to shop

as proposed by the Registrar. The fact that the excl amation
mark appears at a 2 o' clock position to the word SHOP and not
on the sanme line as the letters S, H O and P, as one would
expect in nornmal text, is a vital clue in alerting the viewer
to the fact that SHOP is being used, not in its ordinary
sense, but in a trade nmark sense. Use of otherw se

non-di stinctive synbols can, if shown in unusual ways,

i medi ately pronote an ordinary word into a trade mark. It is
t he unusual ness, or the unexpected manner of use, which
consuners have learned to identify as being fanciful and which
can render what are apparently comonpl ace words into badges
indicating origin. In fact often it takes very little added
matter to render a commonpl ace word into an inmedi ately
recogni sable trade nmark.

"(5) The applied for mark is used to identify a hone
shoppi ng channel which is broadcast on television. There are
only a handful of shopping channels on cable and satellite TV
at the nmonment. The Appellant's shoppi ng channel is sel ected
froma list of channels. It is inmrediately obvious to the
viewer that the word SHOP! THE HOVE SHOPPI NG CHANNEL is a hone
shoppi ng channel identified by the word SHOP! "

I deal first with the contention that the appellant's
shoppi ng channel is selected froma list of channels and that
it is imediately obvious to the viewer that SHOP! THE HOVE

SHOPPI NG CHANNEL is a hone shopping channel identified by the



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

wor d SHOP! I do not believe | can take this into account.
This is not a case where evidence of use is being relied upon.
I have to consider the notional and fair use of this trade
mark and ask nysel f the question whether, on a notional and
fair use upon the goods applied for, this mark has the
necessary capacity to di stinguish?

The argunent put forward correctly exhorts ne to have
regard to this nark as a whole and not to dissect it intoits
i ndi vidual integers. Equally, | cannot ignore that the
primary features of the nmark are the ordinary English words
SHOP! and THE HOVE SHOPPI NG CHANNEL, which M. MCall, quite
correctly, accepted by thensel ves were not distinctive.

In his decision, M. Hamilton-Jones correctly, in ny
view, considered the elenments of the mark and then considered
the mark as a whole. What he said was this: "The mark
consi sts of several elenents. Firstly, there is the word
' Shop' presented in a large typeface and to the top right of
this word is the device that, in ny view, closely resenbles an
exclamation mark. Directly below this word are the words ' The
Hone Shoppi ng Channel' which are presented in a snaller
typef ace. The mark is presented in three colours which are
clainmed as an el ement of the nark.

"I'n my view the words contained in the mark are the nost
proni nent feature of it and the meanings of themare well
known. It seens to nme that the conbination and presentation of

these words is one that indicates that the applicant provides
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or intends to provide a television shoppi ng channel from which
the public can purchase goods and services. The enl argenent
of the word 'Shop' is likely to be taken as an exhortation to
shop via the applicant's home shoppi ng channel. It follows
fromthis, in nmy view, that other traders nay al so wish to use
such a conbination in relation to goods and servi ces which are
sol d or provided by such a tel evision channel, for exanple, on
pronotional material

"However, | nust, of course, consider the nark as a
whol e before deciding whether it is devoid of any distinctive
character. 1In doing so | need to take account of the presence
of the device and col our el enents and whether the conbination
of these and the words result in a distinctive trade mark.

"Turning first to the device elenent, this, as |I have
al ready nentioned, appears to nme to closely resenble an
exclamation mark and | think it extrenmely likely that this is
how it woul d be regarded by anyone | ooking at the mark.
I ndeed, this is how the device was described by M. MCall at
the hearing. An exclamation mark is, of course, conmmonly used
after exclamations. |In the context of this mark, it is ny
view that this sign is being used to enphasise that the
pur pose of the services being provided is to enable people to
shop. | do not consider that the raised position of the
devi ce detracts fromthis.

"As regards the colours contained in the mark, | do not

consider that there is anything particularly distinctive about
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these col ours or about the way in which they are presented.
Advertisenments in pronotional material or for that matter on
tel evision are often in colour. The colours blue and orange
(the white being nere background) are no nore distinctive than
any other two col ours. Further, the colours are presented
nmer e background to the words."

M. Hamilton-Jones went on to cite fromthe passage in
Robert Wal ker LJ's judgnent in the Proctor & Ganbl e case and
concl uded that the domi nance of the word SHOP and the words
THE HOVE SHOPPI NG CHANNEL was too great and that, therefore,
the mark coul d not be registered.

I cannot fault the approach of the Hearing Oficer as a
matter of law. He considered the prom nent features of the
mark but nade sure that he considered the mark as a whole. He
concl uded that the descriptor THE HOVE SHOPPI NG CHANNEL did
not, as M. MCall submitted, serve to elevate the word SHOP
and the exclamation mark into trade mark significance. He
concluded that it was an exhortation to use the channel to
shop. In this respect, | agree with the Hearing Oficer and
not with M. MCall.

To nmy mind, there is insufficient material of a
non-descriptive nature in this trade mark for it to qualify
for registration having regard to the provisions of section
3(1)(b). The test is not that there should be a nmere spark of
di stinctiveness, but even if that were the test, | am doubtful

that this mark contains such a spark
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M. Janes pointed to the fact that this mark as applied
for as a series of marks with the fifth mark where col our does
not feature, and suggested, therefore, that col our was not a
material factor in this mark. | cannot accept that as a
matter of law. If | were satisfied that the sixth mark were
regi sterable and the fifth mark was not, it would be proper to
allow registration of the sixth mark only. 1t does, however,

I think, indicate that the col ours thenselves are not
considered to be particularly distinctive. Indeed, blue,
orange and white are regularly used as col ours.

This leaves only, to ny nmind, the rather odd excl amation
mark, but | amnot satisfied that that, in the context of this
mark, is in any way sufficient to elevate the sign into a
regi sterable trade mark.

For these reasons, | will dismiss the appeal, but before
doing so | shoul d nake some observati ons on some precedents
whi ch were put forward by M. MCall suggesting that there was
a consistent practice in the Registry in relation to word
marks containing the word SHOP in allowi ng registration in
circunstances not dissinmilar to the case before ne. In
particular, he drew attention to three marks registered in
1987, each of which was for the words "SHOP ELECTRIC'. It is
fair to say that there is a disclainmer in all of those narks
for the words SHOP and ELECTRIC, but there is no indication on
the docunents before ne that the marks were registered as a

result of use.
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He al so drew attention to a mark SHOPNET for comnputer
terminals, a mark EuroShop for the conducting of fairs, and
the mark ESHOP for scientific apparatus and instrunents.

It is not for me on this appeal to indicate whether or
not, in nmy view, those marks shoul d have been registered.
do not, in any event, have any information as to the extent to
whi ch there was any evidence of use. On an appeal, ny duty is
to consider the nmark applied for and only the nmark applied
for. If, as a result of a decision of this Tribunal, the
Registry is nminded to alter its practice, that is a matter for
t hem

For the reasons given, | amwholly satisfied that this
mark, w thout evidence of use, should not be registered as it
falls foul of section 3(1)(b). The appeal will, accordingly,
be disnissed. In accordance with the usual practice, there

will be no order as to costs.

MR JAMES. | was not going to ask for any costs.

MR MCALL: Thank you
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