MR HOBBS: It appears fromthe papers before nme that M Hassan
Assali and M Abboudi Rahman col | aborated with one another in
a business relationship over a period of years down to 1995.
It is not entirely clear what the relationship was or how it
operated. It is sufficient for present purposes to say that
on 25th August 1995, there was a neeting in London at which M
M chael Moore, a chartered accountant and a partner in the
firmof Larkings Chartered Accountants of Canterbury, nmet with
M Assali and M Rahman to discuss the formation of a new
conpany to manufacture and market vehicle engine oil recyclers
of a design that was, at that stage, still under devel opnent.

For that purpose, Pinnore (UK) Limted was incorporated
i n Engl and under nunmber 03104101 on 20th Septenber 1995. M
Assal i was the managing director of the conpany. He was al so
a sharehol der, as was M Rahman.

It appears fromthe papers before ne that by about early
1996 the proposed new products were being referred to as
Pinmore recyclers. Pinnore (UK) Limted appears to have been
activated in Septenber 1996. Bank statenments relating to its
account at the Arab Bank Plc, Kensington Hi gh Street Branch,
show that a deposit of £1,000 was nade to the credit of the
conpany's accounts on 5th Septenber 1996. The statenents al so
show that transactions on that account continued down to 30th
April 1997 when the conpany was overdrawn by a figure of
£832. 55.

In a report dated 16th Septenber 1996, M N chol as

Wat ki ns of Fiduciaire |dosuez SA noted that Pinnore oi



recycler and el ectroni c managenent units were being

manuf actured in China and put together in the United Kingdom
bef ore bei ng despatched to agents and custonmers as wor ki ng
units.

An article about the recyclers appeared in the science
and technol ogy section of The Econom st published on 23rd
Novenber 1996.

In a letter dated 27th Novenmber 1996 from Luo Shaozhi of
CMEC Engi neering Machinery Inport and Export Conpany Limted
of Beijing to M Assali, it was confirnmed that the word
PI NMORE was bei ng stanped, or enbossed, on the covers of
recycler units, then under manufacture in China, with the N
reversed, as if in cyrillic form

The Business Tines of India carried an article on 4th
January 1997 reporting on the Pinnore recyclers, It stated
that some 6,000 recycler units had already been sold and that
Pi nnore had hi gh hopes for the future. The figure of 6,000
units may or may not have been entirely accurate. It
neverthel ess appears at that stage a significant nunber of
units had been marketed by Pinnore (UK) Limted.

By January 1997 the business rel ationship between M
Assali and M Rahnman appears to have deteriorated to the point
of open hostility.

On 27th January 1997 M Assali incorporated a new conpany
under the nanme of Pinnmore UK 1997 Limted. He appears to have
done so with a viewto furthering his own interests in the

commercial exploitation of the Pinnore recyclers,



i ndependently of Pinnore (UK) Limted.

Pronmpted by the discovery of that and other matters, M
Rahman brought proceedi ngs against M Assali in the Chancery
Division of the H gh Court in London under the reference CH
1997 R No: 1141.

On 24th March 1997 Ferris J made an order in that action
whi ch was intended to protect and preserve the assets of
Pinmore (UK) Limted from being siphoned off by M Assali for
his own benefit. A copy of that order is annexed as Annex A to
t hi s deci sion.

In an application received at the Trade Marks Registry on
25th March 1997 M Assali applied in his own name to register
PINVORE (with the N reversed) as a trade mark for use in
relation to electronic oil recycler and oil cleaning and
recl amati on equi pnent in Cass 7 and installation, repair and
mai nt enance of electronic oil recycler and oil cleaning and
recl amati on equi pment services in Cass 37.

It appears that at sone stage in April or May 1997 sone
12,000 recycler units | anded at Felixstowe. They had been
manuf actured in China by CMEC Engi neering Machinery |Inport and
Export Conpany Limted "to the order” of Pinnore (UK) Limted,
al though there is sonme uncertainty as to what that m ght
specifically have neant in terns of Pinnore (UK) Limted's
i nvol venent in the transaction. | understand fromthe
evi dence before ne that these units were marked with the word
PINMORE with the N reversed.

When the units arrived at Felixstowe they were inpounded



by Custonms & Excise pursuant to a request for detention which
M Assali had filed on 10th April 1997 as proprietor of the
pendi ng application for registration of the mark Pl NMORE.

Top Hi gh Devel opnent Limted, a conpany in sone way
connected with M Rahman, then brought an action for malicious
fal sehood and trade |ibel against M Assali in the Chancery
Division of the Hi gh Court under reference nunber CH 1997 T
No: 2883. The action was brought on the basis of injury to
the plaintiff's commercial interests in the sale and
di stribution of the inpounded itens.

On 23rd July 1997 Jacob J accepted certain undertaki ngs
fromM Assali and granted certain declaratory relief against
himwith a viewto making it clear that he, M Assali, did not
own rights of the kind or extent that he was publicly
professing to owmn. A copy of the order nade by Jacob J on the
23rd July is annexed as Annex B to this decision.

Pinnore (UK) Limted had been put into liquidation in
June 1997. | understand that M Assali had remmined a
director of the conpany down to the point at which it went
into |iquidation.

In an order dated 30th April 1998 M Inigo Bing, sitting
as stipendiary magistrate in the |Ipswich Magistrates' Court,

di sm ssed a Custons & Excise conplaint for condemation of the
items seized at Felixstowe in 1997. A copy of his order is
annexed as Annex Cto this decision. H s judgnment, pursuant
to which the order was made, is reported at [1998] F.S. R 464.

Meanwhil e, in the Trade Marks Registry, the application



for registration, which M Assali had filed on 27th March
1997, was under opposition as a result of a notice of
opposition filed by Pinnore Investnents Limted of G braltar
and M Rahman on 30th Cctober 1997.

The opponents rai sed various objections to registration,
i ncludi ng an objection under section 3(6) of the Trade Marks
Act 1994 on the basis that the application had been filed in
bad faith and an objection under section 5(4) of the Trade
Mar ks Act on the basis that the use of the mark contenpl ated
by the application for registration would, at the date of
filing, have been actionable in passing off.

M Assali joined issue with the opponents on their
objections to registration. The parties did not wish to be
heard and the opposition proceeded to a determ nation on the
basis of the papers on file.

In a decision issued on 1st Novenber 2000, and amended on
29t h Novenmber 2000, M G W Salthouse, acting as hearing
officer for the Registrar of Trade Marks, rejected the
application for registration and ordered M Assali to pay the
opponents £635 as a contribution towards their costs of the
proceedi ngs before him

In relation to the objection under section 3(6) of the
Act, the hearing officer said:

"In asserting that the application was made in bad faith

the onus rests with the opponent to nake a prima facie

case. In addition to the points already outlined in the

Section 5(4)(a) ground there is also the fact that M



Assali considered hinmself to be a director of Pinnore
(UK) Ltd, a position he held at the date he filed his own
application. Further, it was filed the day after Ferris
J. issued an Order restraining M Assali fromdiverting
busi ness from PUK, which had traded under the Pl NMORE
name. Against this background it is difficult to see
t hat, however much M Assali felt wonged by M Rahman as
a co-director in PUK, he could legitimately file an
application to register the conpany's common | aw nmark and
nanme in his own nane. Therefore, at the relevant date,
the proprietor of the mark in suit was Pinnmore (UK) Ltd."
In relation to the objection under section 5(4) he
said: "It is clear fromthe evidence that the proprietor
of the goodwi || (and hence the unregi stered mark) was
neither M Assali nor M Rahman. |t was Pinnore (UK)
Limted. M Assali's trade under the nane PINMORE (with
or without the reversed "N') was not on his own account
but on account of PUK, of which we was a director. This
is clear fromM Assali's own evidence and is confirned
by the contents of Janes Hall's affidavit and the
affidavit of John D Freeman, who provided services to M
Assal i and says that during 1996 invoices were sent to
PI NMORE LTD, and were paid by that conpany. There is
authority which supports the proposition that a nmenber of
an organi sati on who pronotes a trade only as a nenber of
t he organi sation cannot claimthe benefit of the

organi sation's goodw I|. See Artistic Uphol stery v. Art



Forma (Furniture Ltd) [2000] FSR 311. Consequently, M
Assal i's personal use of the mark woul d have anounted to
passing hinmself off as PUK. The fact that PUK is not an
opponent is not fatal to the opposition because an
opponent does not currently have to be the proprietor of
the earlier right relied upon under Section 5(4)(a). The
opposi tion under Section 5(4)(a) is therefore
successful . "

On 27t h Novenber 2000 M Assali gave notice of appeal to
an Appoi nted Person under section 76 of the 1994 Act. In his
grounds of appeal and orally at the hearing before ne he
mai ntai ned that he was entitled to file the application for
registration that he did when he did. He maintains that the
application was filed with at least the tacit assent of the
liquidators of Pinnore (UK) Limted and he further naintains
that the use of the mark, which is the subject of the
application for registration, by Pinnore (UK) Limted was
nerely use by that conpany under |icence fromhim

| am bound to say, having considered the papers in detai
and listened carefully to the subm ssions which have been nade
to me by M Assali, that | cannot accept that the use of the
mark in suit by Pinmore (UK) Limted was really use under
licence, and | can only say in relation to the suggestion that
t here has been sone formof tacit assent fromthe |iquidators,
that the evidence is not sufficient to substantiate that
proposition.

It appears to nme that the objection under section 3(6)of



the Act is well-founded. |[If authority is needed for the
proposition that a director of a company cannot sinply treat

t he conpany's trade mark assets as if they were his own to use
and di spose of as he pleases, it is provided by the recent
judgnment of Laddie J. in the case of Ball v. The Eden Project
Limted, 11th April 2001.

On the basis of the material before nme | also think the
obj ection under section 5(4) of the Act was rightly upheld by
t he hearing officer on the grounds that he stated in his
deci si on.

For these reasons, the appeal will be dism ssed.

It is normal at this stage to consider the question of
costs. There is nobody here on the other side. You are not
going to submt that they should receive an order for costs
and they thensel ves have not nmade an application for costs.
In the circunstances the appeal will be dismssed with no

order as to costs.



