PATENTSACT 1977

IN THE MATTER OF

applications by Baker Hughes Incorporated

to amend or correct Patent Numbers GB 2291909 B and GB 2302110 B
and opposition thereto by Halliburton Energy ServicesInc

DECISION
I ntroduction

Baker Hughes Incorporated (“Baker Hughes™) applied to the comptroller initially under
section 27 of the Patents Act 1977 (“the Act”) to amend, and subsequently under section
117 of the Act to correct, the specifications of patents nos GB 2291909 B (“the 909
patent”) and GB 2302110 B (“the 110 patent”). The corrections requested under section
117 are textually identical to the amendments requested under section 27. Halliburton
Energy Services Inc (“Halliburton”) opposed the applications, and the parties agreed to
consolidation of the various proceedings.

Following consolidation, confirmation was sought by the Patent Officethat evidencewhich
had been filed in respect of the section 27 proceedings also applied to the section 117
proceedings. Halliburton agreed, but Baker Hughes requested permission to file further
evidence out of time. That request was refused by my decision of 2 January 2001.

The substantive matter came before me at a hearing at which Mr Daniel Alexander,
instructed by Boult Wade Tennant, appeared as counsel for Baker Hughes, the patentee,
and Mr Justin Turner, instructed by AA Thornton & Co, appeared as counsel for
Halliburton, the opponent.

Evidence

Evidence wasfiled on behaf of Halliburton in the form of: two statutory declarations by
Mr Philip Anthony Curtis, apartner in the firm of AA Thornton & Co; an affidavit by Mr
Michael B Vinzant, amechanica engineer employed by Halliburton; and two affidavits by
Mr William M Imwalle, a patent attorney in the United States employed by Halliburton.

Evidence was filed on behalf of Baker Hughes in the form of: a statutory declaration by
Dr David Robert Hardisty, a partner in the firm of Boult Wade Tennant until 1998; a
statutory declaration by Sarah Elizabeth Merrifield, a partner in the firm of Boult Wade
Tennant; two affidavits by Mr Edward G Fiorito, a specialist in United States patent and
trademark law; two affidavits by Professor Steven M Tipton, aprofessor in the department
of mechanical engineering at the University of Tulsain the United States; and an affidavit
by Mr Steve Rosenblatt, a patent attorney in the United States.

The patents

An international application under the Patent Co-operation Treaty was filed by Baker
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Hughes on 14 March 1994 and published as WO 94/21888 (“the PCT application™).
Priority was claimed from US application no 08036345. After undergoing international
search and international preliminary examination at the European Patent Office (“EPO”),
the PCT application entered the national phasein the United Kingdom and was published
asapplication no GB 2291909 A. A further application was divided from it under section
15(4) and was published as GB 2302110 A. Both GB applications were granted on 23
April 1997.

Both patents 909 and 110 are concerned with downhole systems and have similar
descriptions and drawings. Pin and box (ie male and female) tubular components are
assembled to form atubular housing with aninternal bore. The components are shaped to
form an annular chamber in the wall of the housing, which chamber forms part of a
hydraulic control arrangement.

The 909 patent is concerned with the sealing arrangement between the two components
wherethey form the chamber. Aninternal seal isformed between the components adjacent
the bore, and an external seal is formed between them adjacent the outside wall of the
housing. Theindependent claimsof the patent require both sealsto beformed by metal-to-
metal contact between the components.

The 110 patent is concerned with the dimensions of the internal wall of the annular
chamber. The independent claims of the patent require the chamber wall to be sufficiently
thintofacilitateradial penetration to form an openinginit. Such an opening may beformed
by a penetrating tool when it is required to transmit hydraulic pressure to actuate a
replacement component lowered into the downhole system.

Therequests

Both patents 909 and 110 have drawings labelled Figures 1, 2 and 3; Figures 2 and 3 are
described asillustrating the invention. The requested amendment or correction is directed
to removing all statements to the effect that Figure 1 illustrates the prior art. Figure 1 is
described in both patentsasa* sectional el evational view showing theannular chamber with
asealing assembly using resilient seal's, aswasdoneintheprior art”. Deletion of thewords
“aswas done in the prior art” is requested from page 2 of both patents.

In addition, in the 110 patent it is requested that at page 4, line 1 “Figure 1 illustrates the
prior art” be atered to read “Figure 1 illustrates the annular chamber with a sealing
assembly” and at page 6, line 1 “The elimination of the flexible seals, as used in the prior
art, isasignificantimprovement ..” be atered toread “ Theelimination of theflexible sedls
isasignificant improvement ..”. The corresponding passagesin the 909 patent are already
in thisform, as explained below.

Chronology
The initial sequence of eventsin this case, according to the evidence of Mr Rosenblatt, is

asfollows. Mr Rosenblatt filed the US patent application no 08036345 on 24 March 1993
labelling Figure 1 as prior art on the basis of information received from two of the
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inventors, Mr Kurt Hickey and Mr Clifford Beall. Thefirst report from the United States
Patent and Trademark Office (“USPTQ”), which was received by Baker Hughes in June
1994, rai sed obj ection that certain claimswere not patentabl e over the acknowledged prior
art of Figure 1, and in December 1994 aletter was received from the EPO as I nternational
Preliminary Examining Authority which, amongst other things, sought identification of any
document known to reflect the prior art described with regard to Figure 1.

As aconsequence of these events, Mr Rosenblatt made further enquiries about the Figure
1 design, which are explained in somedetail in his affidavit. In response to those enquiries,
Mr Beall inaletter dated 30 March 1995 explainsthat the device shownin Figure 1, which
he describes as a “ step seal design”, was a development of “shear ring, shear deeve or
shear plugdesigns’ (hereafter the* shear ring design™) and wasaprecursor to the metal-to-
metal seal arrangement. Mr Beall goes on in that | etter to describe the sale of aversion of
the step seal design to Shell in March 1993, referring for confirmation to afax dated 15
March 1993 from Mr Steve Shirk, Mr Beall’s supervisor, to Mr Jonathan Price, a
representative of Baker Hughes in Aberdeen. Mr Price, however, states in a declaration
madein the USPTO on 29 April 1995 that the original design of Figure 1 was never shown
to or discussed with Shell. Accordingly Baker Hughes requested amendment of the US
application on 3 May 1995 and instructed foreign associatesin aletter dated 4 May 1995
to amend the PCT application.

The subsequent prosecution history isnot in dispute. New pages 2, 3 and 5 were submitted
by Baker Hughesto the EPO with aletter of 7 June 1995 incorporating amendmentsto the
PCT application. These amendments carried through to the 909 patent application as it
entered the national phase in the United Kingdom. An examination report under section
18(3) issued on 11 March 1996 in respect of the 909 application objecting, among other
things, that the claims related to more than one invention. In response, a divisiona
application (the 110 patent application) was filed on 8 July 1996, but without the above
described amendments made during the international phase. In addition a minor
amendment to the 909 application was made by filing anew page 2 on 8 July 1996, which
omitted the change made to page 2 during the international phase. In other words,
certain amendments made during the international phase of the PCT application werelater
left out of the patents 909 and 110. This caseis in essence about whether they can and
should be put back.

In aletter dated 15 June 1998 accompanying its application to amend under section 27,
Baker Hughes sets out itsreasons for the amendment. These are aong the lines described
by Mr Rosenblatt summarised above. The letter goes on to say that:

“In discussions concerning UK Patent No. 2302110 during 1997, a third party
suggested to Baker Hughes Incorporated that claims 1, 2, 7 and 8 could be read
on to the design of Figure 1. Although Baker Hughes Incorporated makes no
admission that clams 1, 2, 7 and 8 can indeed be read on to the design of Figure
1, for the sake of good order and for consistency with the US case, it isdesired to
amend both UK Patent No. 2291909 and UK Patent No. 2302110 to remove
reference to Figure 1 constituting prior art".

Thereis aso an infringement issue concerning the 909 and 110 patents which, according
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to the evidence of Mr Imwalle, isasfollows. Aninitial warning in respect of both patents
909 and 110 was given by Baker Hughes in a letter to Halliburton dated 9 May 1997.
Halliburton responded on 16 July 1997 giving technical reasons why it felt it infringed
neither patent, and also arguing that:

“Furthermore, independent claim 1, dependent claim 2, dependent claim 7, and
independent claim 8 of the UK ‘110 patent each read on to apparatus shown in
Figure 1. The apparatus shown in Figure 1 isacknowledged to be prior art in the
UK ‘110 patent. Accordingly, these claims are invalid.”

The infringement issue in respect of the 110 patent was pursued by Baker Hughesin a
letter dated 3 June 1998, to which Halliburton responded on 19 June 1998 maintaining the
argument of invalidity in the light of Figure 1. Finally, Baker Hughesin aletter dated 23
July 1998 explained that in the 110 patent Figure 1 had been inadvertently labelled as prior
art and that the patent was in the process of being corrected.

Therequest to amend under section 27
The law
The most relevant parts of the Act are sections 27 and 76. Section 27(1) reads asfollows:

“27.-(1) Subject to the following provisions of this section and to section 76
below, the comptroller may, on an application made by the proprietor of a patent,
allow the specification of the patent to be amended subject to such conditions, if
any, as he thinksfit.”

Section 76 (3) reads:

“(3) No amendment of the specification of a patent shall be allowed under section
27(1), 73 or 75if it-

(@) results in the specification disclosing additional matter, or

(b) extends the protection conferred by the patent.”

The main issues

In essence, Mr Alexander submitted that the requested amendment had effectively been
made (in the PCT application), then by error unmade during the course of the proceedings
inthe United Kingdom; that discretionary factorsfavour allowing the amendment; and that
there is no contravention of section 76. He argued that the amendment did not seek to
extend the scope of protection, this being defined in the claims to which no amendment is
proposed. He recognised, however, that an acknowledgement of prior art may have an
impact on the validity of the claims. He submitted that Baker Hughes had acted promptly,
there had been no lack of candour, there was no evidence that anyone else had been
prejudiced, Baker Hughes' intention was to avoid misleading the public, and if there had
not been amix-up during processi ng, the current application to amend would not have been
necessary. He al so observed that allowing the amendment would not preclude Halliburton
from running the argument in any future proceedings asto whether or not Figure 1isprior
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art.

Mr Turner argued that the reason Baker Hughes wished to amend was not for the public
good, it was a backdoor application to prepare the ground for infringement proceedings.
He submitted that there was a heavy onus on the patentee to justify the amendment which
in this case Baker Hughes had not discharged; in particular, it had omitted to mention the
infringement issue in its origina application to the comptroller to amend. Also, the
amendment to the description would affect how the claims were construed. 1n addition,
Mr Turner argued that the balance of the evidencefiled by Baker Hughes suggeststhat the
Figure 1 arrangement was indeed prior art, which makes favourable exercise of the
comptroller’ s discretion inappropriate.

Section 76 considerations

Section 76 requires that, to be allowable, the proposed amendment must not add matter
to the specification nor extend the protection conferred by the patent. Inthisregard, | shall
consider first a number of authorities to which | was referred at the hearing, and then the
particular circumstances of the patentsin issue.

Mr Alexander took me to three decisions of the EPO Technical Boards of Appeal:
Semens Aktiengesellschaft [1982] 5 OJEPO 183 (T06/81), Fujitsu [1988] 4 EPOR 234
(T22/83) and Toshiba (T1039/93; unreported); and to two judgments of the Court of
Appeal, namely Cartonneriesde Thulinv CTP WhiteKnight Ltd [2001] RPC 6 and Ger ber
Garment Technology Inc v Lectra Systems Ltd and another [1995] FSR 492.

In Semensthe Board alowed afeature to be transferred from the precharacterising to the
characterising part of aclaimin responseto the applicant’ s submission that the feature was
purely in-house state of the art. In Fujitsu the Board stated that an erroneous statement
of prior art in a patent application cannot be held against an applicant and alowed the
deletion of figuresinitially stated to represent prior art. In Toshiba the Board alowed the
deletion of the label “prior art” from certain figures in response to the applicant’s
submission that those figures showed in-house technical knowledge and had been
erroneously labelled. In each of these cases the Board had no evidence before it to
contradict the applicant’ s submission, which was made in order to avoid objection to lack
of inventive step based on the acknowledged prior art.

In Cartonneries, the Court of Appeal confirmed that the addition of areferencetoacertain
prior patent was permissible sinceit did not result in adifferent construction of the claims.
In Gerber, where the patent proprietor sought to resile from arecital of prior art which
would have rendered the claims obvious, the Court of Appeal held that although such a
recital was an admission which carried great weight, that did not estop the patentee nor
debar him from adducing evidence to contradict it.

Mr Alexander concluded that these authorities support first the argument for a common
approach between Europe and the United Kingdom, and, second, that in the absence of
evidence of detrimental reliance on the recital, Baker Hughes should be allowed to resile
fromit.
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Mr Turner distinguished between the principlesunder section 76 that applied pre-grant and
those that applied post-grant. He argued that opposition proceedings before the EPO are
essentially an extension of the pre-grant examination procedure, and that post-grant amuch
greater onus rests on the patentee. He also noted that section 27 isnot one of the sections
specified in section 130(7) as having as nearly as practicable the same effects as the
corresponding provisions of the European Patent Convention.

Mr Turner argued that, contrary to Mr Alexander’ s submission, the proposed amendment
did affect what was effectively claimed, notably in the light of section 125, which states
that:

“an invention for a patent .. shal, unless the context otherwise requires, be that
specifiedinaclaim .. asinterpreted by the description and any drawings .. and the
extent of the protection conferred by a patent .. shall be determined accordingly.”

Mr Turner submitted that it followed that an amendment to the description could affect
what wasto be construed asthe inventive step, and that s mply because thereisno change
to the claims does not mean that the nature of the inventive step is not affected.

Referring to the authorities quoted by Mr Alexander, Mr Turner accepted there were cases
where prior art had been added or taken out without contravening section 76, but argued
that equally there will be cases where section 76 is contravened by such an amendment.
He noted that although it was found in Toshiba that the deletion did not affect the
disclosure of the invention, there was no statement to the effect that if the deletion had
affected the disclosure, it would still have been permissible. He pointed out that making
a distinction between the precharacterising and the characterising parts of aclaim, asin
Semens, isavery European approach, not precisely in line with UK practice. Mr Turner
contrasted the situation in Fujitsu with the present case, pointing out that, whereas in
Fujitsu figures initialy stated to represent prior art were deleted, in the present case the
reguest is not to delete Figure 1 but to change its status so that it is covered by the patent.

On Gerber, Mr Turner noted in particular that in the judgment given by Millett LJ, at page
495 the judge, speaking of the recital of prior art, says that:

“ 1t might have congtituted atrap, and led them [competitors] to infringe or apply
for revocation of the patent; and if they could satisfy the Court that they had done
so in reliance on the recital in the patent, then on ordinary principles the patentee
might well be estopped from resiling from the recital”.

Mr Turner argued that this went to the central issue in the present case.

It seems to me that the EPO decisions quoted by Mr Alexander clearly support the
possibility of amending a recital of prior art provided there is no evidence indicating it
would be wrong to do so. However, Mr Turner rightly points to the fact that section 27
is not one of the sections quoted in section 130(7); and that in any case amendment in
opposition proceedings before the EPO is not the same as post-grant amendment of a
patent in the UK where a greater onus rests on the patentee. It follows that, while |
recognisetherelevance of such EPO Board of Appeal decisions, the guidancethey provide
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must necessarily be treated with some caution when considering amendments post-grant.

In Cartonneries amendment was allowed since the construction of the claimswas judged
not to be affected by it, though in that case the amendment to the recital of prior art was
by way of addition of a reference to a prior patent of undisputed date and therefore, it
seems to me, was much more clear cut than the circumstances of the present case. In
Gerber however, whilst recognising theimportance of therecital, the Court of Appeal held
that the patentee was not debarred from putting in evidence to contradict it. Thisit seems
to me is closer to the circumstances of the present case. | conclude therefore that in
principle amendment of a recital of prior art may be justified post-grant without
contravening section 76, and that the onus rests with the patentee to demonstrate that
justification. Having said that, however, it is important to acknowledge the rider in the
judgment in Gerber that if a competitor could satisfy the court that it had been led to
infringe in reliance on the recital, then the patentee might be estopped from resiling from
the recital. In the present proceedings, some limited evidence has been put in about
possible infringement proceedings; in addition, Halliburton hasreferred in correspondence
with Baker Hughesto the prior art |abel applied to Figure 1 asareason why certain claims
of the 110 patent might beinvalid. However, it ssemsto methisfallsfar short of satisfying
the requirements of the reliance rider envisaged in Gerber. | do not therefore believe that
on these grounds Baker Hughes is estopped from seeking to resile from its recital.

Turning to the texts of the patents, Mr Alexander stressed the importance of adopting a
purposive construction of claims, and in line with this approach identified the inventive
concept of the 909 patent as metal-to-metal sealing, and that of the 110 patent as the wall
which is sufficiently thin to facilitate radial penetration. He argued that the PCT
application also covered these two aspects. first, the metal-to-metal seal generaly
described there; and secondly the feature described in the passage of the PCT application
at page 3, lines 28 and 29 which reads “ Another feature of the apparatus of the present
invention is the configuration of chamber 10. Chamber 10 has a thin-walled section 52.”
Regarding the 110 patent he noted in particular the passage at page 1, line 19 to page 2,
line 4 which he said articulates the heart of the invention and has nothing to do with the
nature of the seal. He construed claim 1 to be wider than metal-to-metal on the basis that
this feature was not explicitly included in claim 1, and was the subject of dependant claims
3 and 5. Regarding the 909 patent he argued that the amendment would not extend the
protection since the claims manifestly require metal-to-metal sealing. He argued that the
amendment did not extend the scope of either patent, since the claims remain unchanged.

Mr Turner began with the PCT application. He noted that in the passage at page 2, lines
1 to 10, two objects are advanced, namely using metal-to-metal seals and eliminating
resilient seals; that thisis confirmed in the summary of the invention at page 2, lines 12 to
21; that Figure 1 is then described as showing “a sealing assembly using resilient sedls, as
was done in the prior art”; that at the top of page 5, in the description of the preferred
embodiment, it is stated that “ The elimination of the flexible seals, as used in the prior art,
isasignificant improvement in reliability ..”, with the following paragraph making another
reference to metal-to-metal seals; and finally that the claimsare limited to metal-to-metal
contact. He contrasted the objects advanced in the PCT application with those quoted by
Mr Alexander from the 110 patent which have nothing to do with the nature of the sedl,
and warned against what he called “creeping amendment”. He concluded that within the
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confines of the PCT application there could be no question that the inventive step is a
movement from resilient to metal-to-metal seals.

Referring to the 909 patent, Mr Turner noted that the description of Figure 1 on page 2
still describes Figure 1 as prior art, and that the amendment made at the top of page 3
which reads “Figure 1 illustrates the annular chamber with a sealing assembly” is not
inconsistent with that description of Figure 1. He pointed out that the claims are limited
to metal-to-metal contact, and that within the confines of this document there could be no
question that the inventive step is a movement from resilient to metal-to-metal seals. He
then argued that the requested deletion of the description of Figure 1 as prior art would
open the way, under a purposive construction, to a wider interpretation of the claims to
includeresilient seals, that isto say the amendment would extend the protection conferred
by the patent contrary to section 76.

Referring to the 110 patent, Mr Turner noted that the description still refers throughout
to Figure 1 as prior art. On the question of how to construe the claims, Mr Turner noted
that Mr Alexander had construed claim 1 to be wider than metal-to-metal on the basisthat
this feature was not explicitly included in claim 1, and was the subject of claims 3 and 5.
Mr Turner argued, however, that claims 3 and 5 provide anarrowing from (implicit) metal-
to-metal contact to metal-to-metal interferencefit. On thispoint he referred me to Joseph
Lucas (Batteries Limited) and another v Gaedor Limited and others[1978] RPC 297. In
this case, Whitford J construed a claim to a case for a storage battery to be limited to car
storage batteries on the grounds that a notional addressee would have understood the
specificationto relateto car storage batteries. Mr Turner concluded that claim 1 of the 110
patent should likewise be construed narrowly, namely as being limited to metal-to-metal
sedls. Mr Alexander on the other hand felt that Lucas supports Baker Hughes' case that
the amendment does not alter the scope of the claims, and pointed out that at page 346
Whitford J had approved the widely quoted opinion of Lord Russell in EMI Ltd v Lissen
Ltd [1938] 56 RPC 23 that it was not justified to take “ stray phrases from the body of the
specification for the purpose of narrowing or widening the boundaries of the monopoly
fixed by the plain words of the claim”.

Mr Turner concluded that at present the 909 patent is explicitly limited to metal-to-metal
sedls and the 110 patent is similarly implicitly limited. The proposed amendment would
bring resilient seals into the ambit of both patents thereby extending the protection and
covering prior art resilient seals.

It seems to me that Mr Turner isright to point to the requirement of section 125 that the
clams must be interpreted by reference to the description and drawings, and | note the
decision in Lucas where in the circumstances the judge placed a narrow interpretation on
a claim having regard to the description. Mr Alexander refers to the warning of Lord
Russdll quoted in Lucas that “stray phrases’ from the description should not be used to
alter the interpretation of the scope of the claim, though | have to say that the amendment
under consideration here appears to be of greater moment than to merit a description of
“stray phrase’.

Bearing the above in mind and looking first at the 909 patent, it seems to me that whether
Figure 1 isdescribed asaprior art assembly using resilient seals, or whether it isdescribed
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amply as an assembly using resilient seals, does not alter the fact that each independent
clam requires metal-to-metal sealing, nor does it make the description in any way
inconsistent with the claims. | therefore find myself in agreement with Mr Alexander that
the amendment does not alter the scope of the claims and therefore does not extend the
protection conferred by the patent. Neither can | seethat the proposed amendment would
add matter to the specification. Accordingly, | do not find section 76 to be contravened
by the amendment proposed to the 909 patent. What the amendment might impact on, as
Mr Alexander acknowledged, is the validity of the claims; for instance, an inventive step
objection could no longer be built using the Figure 1 assembly as the starting point.
However, | do not believe the present proceedings require me to delve further into that
issue.

| turn next to the 110 patent where it seems to me the circumstances are not as
straightforward. The claimsare not explicitly restricted to metal-to-metal sealing and Mr
Alexander argued that they should be construed more widely than this on the grounds that
clams3and 5introducethislimitation. However, | agreewith Mr Turner that the fact that
clams 3 and 5 introduce the feature of ametallic interference fit weakens Mr Alexander’s
argument. Mr Alexander a so pointed to the passagein the PCT application at page 3, lines
28 and 29 which reads “ Another feature of the apparatus of the present invention is the
configurationof chamber 10. Chamber 10 hasathin-walled section 52”. Sincethis passage
is not restricted to metal-to-metal sealing, it arguably provides support for awider claim.
But that is not necessarily the issue here - the question | have to address is whether the
amendment would extend the protection of the claim asgranted. Asin the case of the 909
patent, the amendment would not change the words of the claims. Moreover, it seemsto
me that whether or not the resilient seal arrangement is described as prior art does not in
this case alter how the claims are in fact construed. What it might affect, as with the 909
patent, isthe validity of the claims. Hence again | do not find that the amendment extends
the protection; neither do | consider it to add subject matter. Hence, section 76 is not
contravened by the amendment proposed to the 110 patent.

Discretion

On the issue of discretion, both counsel referred me at the hearing to a number of
authorities with aview to establishing the general principles concerning discretion, and in
particular how the behaviour of the patenteeisto be taken into account by the comptroller
when considering the exercise of discretion.

Mr Alexander argued that discretion should not be refused merely because something has
gone wrong, but that conduct that is essentialy blameworthy would be necessary for
refusal. In support he cited Kimberly-Clark Worldwide Inc v Proctor & Gamble Ltd
[2000] RPC 422, and aso SmithKline & French Laboratories Ltd v Evans Medical Ltd
[1989] FSR 561, both well-known and key authorities on the question of discretion in
amendment proceedings. InKimberly-Clark, the Court of Appeal referred to covetousness
as a ground of refusal. In SmithKline & French, Aldous J, as he then was, refused
discretion in circumstances where the patentees knew about certain prior art but did not
apply to amend for eight years.

Mr Alexander made particular reference to three authorities mentioned in the judgment of
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Aldous Jin SmithKline & French at pages 566 to 569, namely Bristol Myers Company v
Manon Freres Limited [1973] RPC 836, Matbro Limited v Michigan (Great Britain)
Limited [1973] RPC 823, and Autoliv Development A B's Patent [1988] RPC 425. In
Bristol Myers, Whitford J held that a patentee will be refused discretion if he has been
representing to the public that he has a valid claim when he knows his claim cannot be
supported, but distinguished the casein suit, in which he allowed the amendment because
there was no good reason why the patentees ought to have thought they should amend.
In Matbro, Graham J said that mere delay is not, of itself, necessarily sufficient to justify
refusal of amendment, there must have been or be likely to be some detriment to the
respondentsor to the general public caused by such delay before it can be an effective bar
torelief. Finaly, in Autoliv Falconer Jrefused to allow an amendment where the patentees
had knowledge of a prior use and knew that amendment was necessary, but delayed
amending for four years and sent threatening letters to alleged infringers.

Mr Alexander contrasted the circumstances of the present case with the circumstancesin
the above authorities. Henoted in particular that instructionswere given by Baker Hughes
in a letter dated 4 May 1995 to foreign associates to amend the PCT application, and
argued that it isthisdate which isthe relevant date for assessing when action to amend was
origindly initiated, not June 1998 when the current application under section 27 was made.

Mr Turner also took me to Kimberly-Clark, pointing out that the Court of Appeal drew
aclear distinction between pre- and post-grant amendment in the context of discretion. He
drew my attention to page 432 where Aldous LJ, quoting from his own judgment in
SmithKline & French, said that the onus to establish that amendment should be allowed
is upon the patentee and full disclosure must be made of all relevant matters, and that if
thereis afailure to do so, the amendment will be refused. Mr Turner then moved on to
page 435, lines 33 to 43 where the judge held that discretion to refuse amendment is as
wide asit was under the Patents Act 1949. Mr Turner also referred to paragraph 9.33 of
Terrell on the Law of Patents which relates to the need for full disclosure to be made,
noting in particular the quotation there of Graham J in Chevron Research Company’s
Patent [1970] RPC 580, where at page 586 the judge stated that those seeking amendment
should realisethat they have a heavy onusto discharge and can only expect to do soif they
have full evidenceto provetheir case and put the whole story before the court. Mr Turner
contrasted these requirements with the absence of any reference to the infringement issue
in Baker Hughes' letter of 15 June 1998 accompanying the section 27 request. He also
referred me to Union Carbide Corporation (Bailey & O’ Connor’s) Application [1972]
RPC 854 in support of the proposition that discretion should not be permitted merely to
del ete passages which were an embarrassment to the patentee.

Mr Turner referred also to the evidence of Mr Imwalle, noting the long delay between
Halliburton’ sletter of 16 July 1997, which argued that certain claimsof the 110 patent read
on to the Figure 1 design, and Baker Hughes' reply of 3 June 1998 which makes no
reference to the status of Figure 1, despite the fact that the section 27 request was made
soon after on 15 June 1998. It was not until Baker Hughes' |etter of 23 July 1998 that the
issue was mentioned. Thisagain Mr Turner felt constitutes a reason to refuse discretion.

Mr Turner contended that afurther key issue wasthat, for the amendment to be allowed,
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there must not be any doubt that Figure 1 is not prior art. Referring to Mr Rosenblatt’s
evidence, he noted first what he felt were extensive redactionsin some of the exhibits, and
argued that they contributed to a failure to provide al necessary evidence, and as such
justified refusal of discretion. Turning to the substance of that evidence, hereferred to the
letter of 30 March 1995 from Mr Beall and the fax from Mr Shirk which refer to the
shipping of the step seal design of Figure 1 to Shell in March 1993, and pointed out that
thefax wasdated 15 March 1993 which isearlier than 24 March 1993, whichisthe priority
date of the patents. Mr Turner envisaged that there would al so have been discussionswith
Shell even earlier than the date of the fax, but pointed out that there was no evidence to
shed any light on this. He noted that Mr Rosenblatt in paragraphs 17 and 18 of hisaffidavit
describes discussing with Mr Beall the letter of 30 March 1995 and concluding that Mr
Bedl| had been mistaken, that it was the shear ring design not the step seal design of Figure
1 that had been sold before the priority date. Again Mr Turner noted the absence of
evidence to substantiate this conclusion, or to substantiate the statement by Mr Price that
the Figure 1 design was never shown to or discussed with Shell.

On the issue of good faith and Halliburton’s submission that Baker Hughes had not
informed the Patent Office of all the relevant circumstances, Mr Alexander responded that
Baker Hughes had provided afull history of the amendment in the United States, and noted
that Halliburton had made no request for disclosure nor made any challenge to the
redactions before the hearing. He argued that the relevant question is not whether or not
Figure 1 is prior art, but whether there is a proper basis for amending the description of
Figure1in order to avoid misleading the public. If theamendment were alowed, it would
not preclude the same arguments being raise by Halliburton in any future infringement
proceedings.

On this question of discretion, | entirely accept Mr Turner’s submission that there is a
heavier onus on the patentee post-grant. However, | also accept Mr Alexander’s
submission that Baker Hughes has acted with reasonable timeliness in applying for
amendment during theinternational phaseand againinthenational phase. Significant dates
it seems to me are the date on which Baker Hughes applied for the amendment in the
international phase, which was 7 June 1995, and the date on which it opened the question
of infringement with Halliburton, which was 9 May 1997 ie aimost two years later. Its
behaviour in this respect cannot in my view fairly be described as covetous or
blameworthy, or in any sense bracketed with the circumstances in SmithKline & French
and Autoliv where discretion was refused. That said, | think Mr Turner isright to draw
attention to the termsin which Baker Hughes applied for the amendmentsin the UK inits
letter of 15 June 1998. Although thisletter referred to discussionswith athird party which
had rai sed the question of whether certain claimsin the 110 patent could be read on to the
Figure 1 design, it did not refer specifically to potential infringement proceedings against
that third party, which of courseis Halliburton. However, | have to say that thisin itself
isnotinmy view sufficient to merit refusal of discretion; the question of covetousnessdoes
not arise here and, although the original letter is short on detail, again it seems to me that
the conduct of Baker Hughes cannot be compared with that in the cited decisions where
discretion was refused. In short | would not refuse discretion on the grounds of bad faith.

Mr Turner submitted that when considering whether or not discretion is appropriate it is
also necessary to consider both the redactions in the evidence filed by Baker Hughes and
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the failure of Baker Hughes to provide full evidence relevant to what was shown or
discussed with Shell prior to the priority date of the patents. | find myself in agreement
with Mr Turner that as it stands the evidence is not wholly satisfactory, not |east because
the important evidence of Mr Price, inwhich he categorically statesthat the origina design
of Figure 1 was never shown to or discussed with Shell, appearsonly in the form of acopy
of his evidence to the USPTO as an exhibit to the evidence of Mr Rosenblatt. However,
thereisno evidenceto the contrary beforeme. That there been no request by Halliburton
for disclosureisnot to my mind persuasive; asMr Turner argued, it isnot for the opponent
to prompt the applicant for amendment to make its case. But | do note that Halliburton
did not seek to cross-examine any of Baker Hughes witnesses, which they might have
done had they redlly felt there were lacunae to be explored. On balance | find that the
disclosure of the facts given by Baker Hughes in its application and evidence has been
sufficient to discharge the onus on it and hence that there is no reason on this count to
refuse discretion.

Mr Turner also argued as amatter of discretion that if thereisany doubt that Figure 1 may
be prior art, the amendments should not be allowed. At best he said the patentee has
shown it may not be prior art, but that is not good enough. It seemsto me that he has a
point, but it is not as black-and-white as he suggests. If | harbour significant doubts about
the prior art nature of Figure 1, | believe | should not exercise discretion to permit the
proposed amendments, since this would incur a serious risk of the information in the
patentsbeing incorrect and hence of the public beingmisled. Butif, on the evidence before
me, | do not have those significant doubts, | do not believe | should refuse discretion. On
Mr Turner’ sargument, it might bethat a patentee in the present situation would be obliged
to undertake all manner of searches to show that Figure 1 was not prior art. That would
inmy view be unreasonable. Inthe present case, | am satisfied that | should not refuse the
amendments on this count, as to my mind no significant reservations about the prior art
nature of Figure 1 have on the evidence been made ouit.

Conclusion on request to amend under section 27

For the reasons | have given, | find that the amendments proposed to the 909 and 110
patents do not contravene section 76 and that discretion to permit them should not be
refused. | therefore alow the requests to amend both patents.

There is another angle to this case. In the above discussion, the arguments are rightly
presented in the context of a post-grant amendment. However, this is not a
straightforward post-grant amendment. Asl havesaid, Mr Alexander submitted that what
we have here isin fact a situation where the amendment had effectively been made pre-
grant intheinternational phase, then by error unmade during the course of the proceedings
inthe UK, and | am satisfied on the basis of the evidence before me that thisisindeed the
case. In particular, | am satisfied that Baker Hughes had no intention of undoing, in either
of the patents, the amendments made during the international phase. Indeed if there had
not been an administrative mix-up there would have been no need for section 27 action at
all and this hearing would not have taken place. These circumstances reinforce mein the
decision | have already reached to allow the requests under section 27.

Therequest to correct under section 117
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Section 117(1) reads as follows:

“117.-The Comptroller may, subject to any provision of rules, correct any error of
trandationor transcription, clerical error or mistakein any specification of apatent
or application for a patent or any document filed in connection with a patent or
such an application.”

Therelevant ruleisrule 91 of the Patents Rules1995. Rule 91(2) isof particular relevance
and reads as follows:

“(2) Where such arequest [for correction] relatesto a specification, no correction
shdl be made therein unless the correction is obvious in the sense that it is
immediately evident that nothing else would have been intended than what is
offered as the correction.”

Mr Alexander referred me to Dukhovskoi’ s Application [1985] RPC 8 and submitted that
rule 91(2) requires a two stage test. Firdt, it has to be clear that something has gone
wrong, and secondly it must be immediately evident that nothing else would have been
intended than what is offered by way of correction. Regarding the first stage of the test,
Mr Alexander argued that in the present case an alert reader analysing the specifications
of the patents would realise that there were inconsistencies - in the 909 application by the
amendments carried through from the international phase in manuscript, and in the 110
application by an inconsistency between the description and the claims. Asto the second
stage of thetest, Mr Alexander pointed out that in Dukhovskoi, Whitford J, in considering
arequest for correcting an error of trandation, held that it was right to refer outside the
specification itself to the document which had been translated. Mr Alexander argued that
in the present circumstances it is also proper to go outside the specification itself and to
have regard to the documents on the file, including the specification in the form it entered
the national phase and the correspondence; and in the case of the divisional application it
was reasonable to expect the file of the parent to be consulted. He pointed out that this
approach is consistent with that set out in the Patent Office’s Manual of Patent Practice
at paragraph 117.08.

Mr Turner responded that the right question to ask iswhether theoriginal intention to |abel
Figure 1 as prior art was a clerical error. He submitted that if an applicant adds
obj ectionable subject matter, then leavesit out, he cannot use section 117 to get it back in
again. He argued that in the case of the first stage of the test the error has to be obvious
on the face of the document itself, and it is only when this has been satisfied isit allowed
to go beyond the document itself. In the case of the 110 patent, Mr Turner argued that
thereis no conflict between the claims and description. In the case of the 909 patent, Mr
Turner argued that there was no conflict between the description of Figure 1 as prior art
on page 2 and the amended text on page 3 which states that “Figure 1 illustrates the
annular chamber with a sealing assembly”. He aso pointed out that there are other
passages still remaining in the patent which refer to resilient seals as prior designs. He
submitted that the fact that page 3 has been amended in manuscript does not affect the
issue; thereis no conflict within the document. Finally he argued that even if the mistake
were noticed, there was no justification in going to other documents; Dukhovskoi islimited
to the particular circumstances of mistrandation.
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| am satisfied that the approach | have to take involves the two steps set out by Mr
Alexander: first, it hasto be clear that something has gone wrong, and secondly it must be
immediately evident that nothing el se would have been intended than what is offered. | am
also satisfied that thefirst step in this approach should be qualified in the manner described
by Mr Turner, which | understood Mr Alexander not to dispute, namely that it has to be
obvious on the face of the document itself that something has gone wrong.

Inrespect of the 909 patent, Mr Alexander argued that the manuscript amendment that had
been made would alert the reader to the amendment that had not been made. Mr Turner
responded that there is no conflict between the amended and unamended passagesto alert
the reader that something iswrong, and that other statementsto the effect that theresilient
sedlsare prior art remain. | find myself in agreement with Mr Turner on these points. The
document seems to me to be self-consistent as it stands. | note that at page 2, line 2, for
instance, there is a statement that “Prior designs have employed resilient seals on at |east
one side of the chamber”; thisiswholly consi stent with the passage proposed for correction
lower down on the same page at line 25 which refersto “a sealing assembly using resilient
sedls aswas donein the prior art ..”.

In respect of the 110 patent, Mr Alexander argued that an inconsistency between the
description and the claims would alert the skilled reader to an error, athough he did not
go into any detail onthe point. Mr Turner responded that he could see no such conflict and
again | agreewith him. The passagesto be corrected all relateto the prior art status of the
resilient seal designs, whereas the two independent claims of the patent are wholly silent
on the nature of the seal. Again it seems to me that the document is self-consistent as it
stands.

| am not therefore persuaded that in either patent it is clear on the face of the document
itself that something iswrong. It followsthat | do not regard the first requirement of rule
91(2) asmet, and | do not therefore need to pursue the second. | refuse the requests under
section 117.

Conclusion

Taking account of all the evidence and argument before me, | allow the requests to amend
patents 909 and 110 under section 27 but not the requeststo correct them under section
117.

Costs

Mr Alexander submitted that if the opposition were unsuccessful then the opponent,
Halliburton, should pay costs. Mr Turner submitted that the mistake was Baker Hughes
and that the usual order was that it should pay, even if the opposition was unsuccessful.
He also submitted that the fact that Halliburton has been threatened with infringement is
afactor here.

Before reaching a conclusion on the point, | need to refer briefly to the two preliminary
decisionsin these proceedings. First, at apreliminary hearing on 28 January 1999 | gave
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an oral decision which included an award of costsin respect of that hearing. The question
of costs on that count has therefore been fully dealt with and does not enter the present
equation. Secondly, in a decision dated 2 January 2001 | refused a request from Baker
Hughes to file fresh evidence out of time. | deferred consideration of costsin relation to
that decision, but noted that Halliburton did not comment on the point in issue and was
unlikely therefore to have been put to significant costs in the matter. | therefore need to
take account of that decision here.

In the substantive matter |1 have found in favour of Baker Hughes in respect of its
application under section 27 but against it in respect of its application under section 117.
There has clearly been asubstantial amount of overlap in the preparation by both sidesfor
theinitial section 27 and later section 117 applications, but | do not attach any great weight
tothat. Takinginto consideration all of the evidence and submissionsbefore me, including
the circumstances of my decision dated 2 January 2001, but in particular the fact that |
have found for Baker Hughes under one section and for Halliburton under another, | am
inclined to regard the costs question as even. | therefore make no award for costs.

Appeal

Thisbeing adecision other than on amatter of procedure, the timewithinwhich any appeal
may be lodged is six weeks from the date of this decision.

Dated this 9" day of August 2002

SN DENNEHEY
Divisional Director, acting for the comptroller
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