TRADE MARKSACT 1994

INTHE MATTER OF APPLICATION No. 2211183A
BY NETBIZLIMITED
TO REGISTER A TRADE MARK IN CLASSES 29, 30 AND 31

AND

INTHE MATTER OF OPPOSITION THERETO UNDER No. 52154
BY AUNTY G LIMITED



TRADE MARKSACT 1994

INTHE MATTER OF Application No. 2211183A
by Netbiz Limited toregister a Trade Mark in Classes 29, 30 and 31

and

INTHE MATTER OF Opposition No. 52154
by Aunty G Limited

BACKGROUND

1. On 13 October 1999 Nethiz Limited applied to regiger the trade mark auntie G in Classes 9,
35, 38, 41 and 42 of the Regiger.

2. The specifications of goodsand servicesoriginally applied for included, in Class42, the
following:

“E-Commerce of online goods covering— jewellery, fashion itemsand clothing, cards,
furniture, audio/visual productse.g. CD’s, videosetc., food, appliances, perfumes,
medicines, travel products, artsand crafts, tickets.”

3. Insubsequent corregpondence as part of the examination process, the Registrar took the view
that the above specification clearly did not fall within Class42 of the register. Inthe Regigrar's
opinion the appropriate Class was open to some interpretation in that the specification could have
falleninto Class 35, ie. the bringing together, for the benefit of others, of avariety of goods
enabling customersto conveniently view and purchase those goodsetc. ...... , or into the Classes
of the goods specified ie. the specification related to the sale of those goods. Consequently, the
Regidrar, following divison of the application, allowed Application No. 2211183A to proceed
to advertisement in the Trade Marks Journal for the following specifications of goodsin Classes
29, 30 and 31:

Class 29:

Meat, fish, poultry, game; meat extracts, seafoods, fruit and vegetables, al being
preserved, dried, cooked or processed; preparations made from all the aforesaid goods,
jellies jams, egg products, milk foods, dairy products (foods); cheeses, curds, sweetened
curds, savoury curds,; fruit yoghurt; savoury yoghurt; vegetable yoghurt, savoury
vegetable yoghurt; desserts made from dairy products, soups, sweet spreads; savoury
soreads; salads, fillings, snack foods; protei naceous substances, dips; lentils, beans,
pulses, edible oilsand fats, preserves, pickles, food preparations made from the aforesaid
goods, prepared meals and congtituentsfor meals, all supplied by e-commerce means.



Class 30:

Coffee, tea, cocoa, and coffee subgtitutes, spiced tea, herbal tea; drinking chocolate;
coffee essence, coffee extracts, mixtures of coffee and chicory, chicory and chicory
mixtures, al for use as coffee subgtitutes; all being foods, sugar, rice, pasta, tapioca, sago,
flour, cerealsand cereal preparations, bread, biscuits, cakes, pastries, pastry and
confectionery; fillings, sweet spreads, savoury spreads, condiments, sweet chutney,
savoury chutney; honey; treacle, yeast, baking powder; salt, mustard, pepper, vinegar,
spices, snack foods, prepared mealsand congtituentsfor meal's; chocol ate; saucesfor
pasta, rice and curry; salad dressings, mayonnaise, sauces, dips, all supplied by e-
commerce means.

Class 31;

Fruits, vegetables and herbs, extractsand other preparations made from these; all
supplied by e-commerce means.

4. On 15 February 2001 Aunty G Limited filed aNotice of Oppostion. Insummary, the
Statement of Case set out the following grounds:

(i) Theapplication did not contain a satement of the goodsor servicesinrelation to
which it was sought to register the mark, because the application was made in Classes9,
35, 38, 41 and 42 and the subsequent addition of Classes 29, 30 and 31 extendsthe goods
covered by the application and therefore offends againgt Section 39(2) of the Act.

(i) Under Section 3(6) of the Act because the application was made in bad faith because
the applicant did not have the intention of selling food and drinks under the mark at the
time of filing, but only to sell third partiesfood products by E-commerce means.
Therefore, the applicant did not have the bona fide intention to use the mark on goods
included in Classes 29, 30 and 31 at the time the application wasfiled and when filing a
request for the additional Classes

5. The applicant filed a Counterstatement denying the grounds of opposition. The applicant
datesthat at the time of filing the application it had the intention of selling food and drink
labelled with the mark AUNTIE G and also to sll third partiesfood products by E-commerce

means.

6. The opponent hasfiled evidence and both sides have asked for an award of cogtsin their

favour.

7. The matter came to be heard on 18 February 2003 when the applicant for regisration was
represented by Mr Tritton of Counsel ingtructed by M Dean and the opponent was represented by
Mr Malynicz of Counsel ingtructed by Trademark Consultants Co.



Opponent’s Evidence

8. Thisconggtsof awitness satement by Simon Malvin Waltersdated 22 August 2001. Mr
Waltersgatesthat heisan associate of Trade Mark Consultants Co (the applicant’ s professonal
advisorsin thisoppodtion).

9. Mr Waltersattaches as Exhibits SMW1 to SMW?7 to his statement, the following documents
in support of the pointsraised by the applicant inits Counterstatement:

Exhibit SMW

1 The Patent Officefilefor UK Trade Mark Application No. 2211183.

2 Pages from the Opponent’ sweb ste dated 30th August 2000.

3 Letter dated 6™ September 2000 from the Opponent’ strade mark attorney.

4 Opponent’s original Form TM7 and Grounds for Opposition dated 7™
September 2000.

5 Correspondence between the Applicant’ strade mark attorneysand Trade
MarksRegidry.

6 Pages from the Patent Office web dte:
a) Classfication of goodsand services

b) Adding aclassor classesto an application
) Change of practice on “Retail Services'.
d) Classfication of On-line and I nternet services and associated
goods.

7 Trade marks owned by the Opponent and Applicant from the Marquesa
Search Systems Limited database.

10. Mr Walters makes no specific commentsin relation to the individual documents comprising
the exhibits.

11. | now turnto the decison.
DECISION
12. Section 39 of the Act readsasfollows:

“39.-(1) The applicant may at any time withdraw hisapplication or restrict the goods or
services covered by the application.



If the application has been published, the withdrawal or regtriction shall also be
published.

(2) Inother respects, an application may be amended, at the request of the applicant,
only by correcting-

(@) the name or address of the applicant,
(b) errorsof wording or of copying, or
(c) obviousmigtakes,

and then only where the correction does not substantially affect the identity of the
trade mark or extend the goods or services covered by the application.

(3) Provison shall be made by rulesfor the publication of any amendment which affects
the representation of the trade mark, or the goods or services covered by the application,
and for the making of objections by any person claiming to be affected by it.”

13. Rule 8(4) of the Trade Marks Rules 2000 (which isidentical in effect to Rule 8(3) of the
1994 Rules) isalso relevant and it Sates

“8(4) If the specification contained in the application listsitems by referenceto aclassin
Schedule 3 in which they do not fall, the applicant may request, by filing Form TM3A,
that his application be amended to include the appropriate classfor those items, and upon
the payment of such classfee asmay be appropriate the registrar shall amend his
application accordingly.”

14. At the hearing it was common ground that the relevant part of Section 39 to these
proceedings was Section 39(2)(c) and the proviso to Section 39(2). The opponent contends that
the amendment to the applicant’s specification was“impermissible” asit did not result from an
obvious mistake and al so because the correction extended the goodsor services covered by the
application.

15. For the opponent, Mr Malynicz pointed out that the relevant part of the original application
was specifically placed in Class 42, a service class, and wasfor a gpecific type of service, namely
e-commerce. He submitted that, taking into account that it was placed in Class 42, the
application referred to a service and not goods. While Mr Malynicz conceded that the relevant
part of the specification in the formit was applied for was not appropriate to Class 42, he argued
that the Regigtrar should treat the Class number in the application for regigration as part of the
application and in hisview thismeansthat, asawhole, the congruction or interpretation of the
gpecification must be limited to that of aservice. Mr Malynicz went on to submit that the
relevant service meant by the original specification wasthe provison of linksto third party web



stesto purchaseitems. In support he drew attention to extracts taken from the applicant’s web
gte (Exhibit SMW2 to Mr Walter’ switness satement) which contai nsinformation about Indian
Food and in particular, the following satements on the web ste:

“Where on earth can | buy all thisfood?’

“With our supplier you can buy all the ingredientsyou need exclusively through auntie
G. Sojud click on http://www.sveetmart.co.uk and order today!”

16. Turning to the applicant’s amended specificationsin Classes 29, 30 and 31, Mr Malynicz
contendsthat the addition of the words “all supplied by e-commerce means’ has no practical
effect asthe specificationsare gill for foodstuffsand not services. Accordingly, asthe original
gpecification did not list food but rather referred to a service, the net effect isto extend the goods
or services covered by the application asfiled.

17. On behalf of the applicant Mr Tritton pointed out that when the application was made (13
October 1999) it wasnot possibleto obtain registration for retail servicesand that the Trade
Marks Registry objected to the application under Section 3(1)(a) as”e-commerce’ was not
recognised asa service. In Mr Tritton’s submisson the applicant’ sintention wasto trade in the
goods specified in Class 42 of the application and an error of wording was made in relation to the
relevant part of the specification. InMr Tritton’sview the Registry was correct, on the basi sthat
there was no service of “e-commerce” of on line goods (including food), to interpret the
gpecification as meaning that the applicant was applying to trade in the goods themsel ves and, as
the productsin Classes 29, 30 and 31 are all subsets of food, there has been no extension of
goods.

18. Mr Tritton went on to contend that, in effect, there isno difference between “ E-commerce of
online goods covering ........ food” (the specification originally applied for) and food “.... all
supplied by e-commerce means’.

19. Both partiesdrew my attention to the decison of the Court of Appeal in Altenic Ltd’s Trade
Mark Application [2002] RPC 34, where it was held that the Regigtrar’s decison to allow
amendment of a specification for valvesin Class 7 to valvesin Class 11 was ultraviresasthe
mistake was not an obvious one and accordingly, the amendment did not fall within Section 39
of the Act. Thisdecison makesit clear that the soecification applied for, must be consdered as
awhole and with reference to the Class number(s) specified in the application. Nevertheless, in
relation to the applicationin suit | find the following extract from the decision, at page 68,
paragraph 41(e), of Mummery LJ to be of particular ass stance:

“That amendment of the application, at the request of the applicant, was not permissible,
becauseit did not fall within any of the three typesof correction allowed under section
39(2)(a), (b) or (c). It could not be said to be a case of an *obvious migake’, asvalves
do fall within Class7. The postion might well be different if none of the particular
goods expresdy described in the “ Specification of goods’ column fell within goods
contained in the Class number given in the “Class number” column of Form TM3. Such
a case might reasonably be described as one of an “obvious mistake” in the selection of



the Class number and the Class number could accordingly be corrected. Eveninthose
circumstances, however, the amendment of the application could only be made under
section 39(2) and not smply by virtue of a determination of a question under section 34
of the 1994 Act.”

20. Theissue between the partiesiswhether the converson of the specification applied for in
Class42 in relation to “e-commerce of on line goods covering ...... food” to the specificationsin
Clases 29, 30 and 31, fallswithin Section 39 of the Act and in particular Section 39(2)(c) and
the proviso to Section 39(2).

21. Section 39(2)(c) requiresthe correction of the specification to result from an “obvious
mistake”. Onthispoint, | have no doubt that the relevant part of the specification applied for in
Class 42 could not have fallen within and was not appropriate to that Class. Thisisnot really
contended by the opponent whose main submisson isthat the relevant part of the applicant’s
specification cannot | egitimately be extended outs de the services classes and into goods classes.
Inmy view, bearing in mind the comments of Mummary LJ. in Altenic (see paragraph 19 of this
decison), it followsthat where the classfication number and written description arein conflict,
that there isan “obvious mistake” in the application. Thus, the applicant clearsthefirg hurdle.

22. | now go onto consder the effect of the proviso to Section 39(2) which requiresthat any
correction to the specification does not extend the goods or services covered by the application.

23. The class specified by the applicant and the relevant description of the specification are, in
conflict. In Mr Malynicz submissons, asthe matter must be consdered in totality, this means
that the applicant isnot entitled to amend the specification to goods classesas Class42 isa
service and services must be construed narrowly.

24. While take Mr Malynicz' spoint that the class number and wording of the specification
must be congdered intotality, it seemsto me that hisproposed digtinction, indeed demarcation,
between goods and services classesis somewhat arbitrary. My own knowledge and experience
tellsme that in the market place there is often a cons derabl e overlap between goods and services
and they are often both provided by the same business or economically linked undertaking. The
link between goods and servicesis often a strong one, while it does not follow automatically that
servicesare closely or even remotely connected with each other.

25. Inmy view the position in the present application must be consdered on itsown particular
merits. In effect, | amrequired to interpret the specification applied for on the bass of its
content, which includesthe class number and description. However, it seemsto me that when
the classnumber and description are intotal conflict, asin the present case, it may be necessary
to give greater weight to the description of the applicant’ s activitiesin the specification asthisis
likely to be the primary identifier of the applicant’sbusinessor intended business. A class
number which isintotal conflict with such a description seemslikely, on arelative bass, to bea
lessaccurate or indeed migtaken indicator. In general, where there isconflict, words seem more
likely to be atrue indication of activitiesor intentionsthan a codification number.



26. | now go to theinterpretation of the relevant description in the original specification—* E-
Commerce of online goods covering ..... food”.

27. At the hearing Mr Malynicz contended that the type of service inferred from thisdescription
was one whereby the applicant’sweb ste provided linksto third party web stesto facilitate the
purchase of third party goods and in support, he drew attention to Exhibit SMW2 to Mr Walter’s
witness statement (see paragraph 15 of thisdecisgon). Inresponse Mr Triton submitted that the
description amounted to trading in goods (food) by e-commerce means and that thiswasthe
position reflected in the amended specificationsin Classes 29, 30 and 31.

28. Collins English Dictionary (5" Edition) defines commerce as“the activity embracing all
forms of the purchase and sale of goodsand services’. The same dictionary defines Ecommerce
as “bud nesstransactions conducted on the internet”. These definitionsare wide and relatively
imprecise and go to explain the Registrar’ s practice of not accepting the term “ E-commerce” as
such, without further clarification from an applicant asto the nature of their trade or business. In
relation to the oppogtionin suit | take the view that the original description in the relevant
specification can best be interpreted as meaning that the applicant’ sintention wasto seek a
monopoly for businesstransactionsrelating to food conducted on the internet. Whilethisis
vague initsnature and extent it seemsto me that the opponent’ sinterpretation of the applicant’s
activitiesie. aweb ste providing linksto third party web stes, is, inall the circumstances,
unduly prescriptive. Furthermore, | find the selected extracts from the applicant’ sweb ste
(Exhibit SMW2 to Mr Walter’ switness atement) to be of little or no assstance. They are not
conclusive asto the nature and extent of the applicant’s busness or future businessintentions.
Asto the applicant’ s businessintentions, the Counterstatement clearly statesthat at the time of
filing the application the applicant had the intention of selling food labelled with the mark

auntie G.

29. Inlight of the above the key question iswhether the relevant part of the specification applied
for has, through correction by the applicant and Regigtrar, extended the goods or services
covered by the application. In my view the answver must be no, given the very wide definition
encompassed by the term*“ Ecommerce” and thus* E-commerce of online goods, covering ....
food”. Infact, the corrected specifications have narrowed and more precisely defined the
applicant’ sactivitiesor intended activities. It seemsto me clear that “ E-Commerce of online
goodscovering ..... food” includestrading in foodstuffsie. atrade in goods. The fact that this
trade is conducted via el ectronic media does not diminish the fact that busnessin the nature of a
trade in goodsis being conducted.

30. Inconcluson, taking into account the wording of the relevant part of original specification
and the class number specified in their totality, | have reached the decison that the corrected
gpecificationsfall within the requirements of Section 39 of the Act. The oppostion onthis
ground fails.

31. | now turnto the Section 3(6) ground. Section 3(6) of the Act reads asfollows:

“3(6) A trade mark shall not be registered if or to the extent that the application is made
in bad faith.”



32. Inrelation to the bad faith ground the opponent contendsthat the applicant had no intention
of selling food and drink under the auntie G mark at the time of application. In support the
applicant hasfiled evidence relating to the applicant’ sweb sSte (referred to earlier inthis
decison) and an extract from a Companies House Directory to show that the applicant’s main
activity iswholesaling in relation to food.

33. Section 32 of the Act, which dealswith bas ¢ application requirements, isrelevant. Sub
section (3) reads.

“The application shall gate that the trade mark isbeing used, by the applicant or with his
consent, inrelation to those goods or services, or that he hasa bonafide intention that it
should be s0 used.”

34. InGromax Plasticulture Ltd v Don & Low Nonwovens Ltd [1999] RPC 367, Lindsay J
congdered the meaning of “bad faith” in Section 3(6) of the Act and sated (at page 379):

"I shall not attempt to define bad faith in thiscontext. Plainly it includes dishonesty and,
as | would hold, includes also some dealingswhich fall short of the sandards of
acceptable commercia behaviour observed by reasonabl e and experienced men in the
particular areabeing examined. Parliament haswisely not attempted to explain in detail
what isor isnot bad faith in this context; how far adealing must so fall-short in order to
amount to bad faith isa matter best |eft to be adjudged not by some paraphrase by the
courts (which leadsto the danger of the courtsthen construing not the Act but the
paraphrase) but by reference to the words of the Act and upon aregard to all material
surrounding circumstances.”

35. Inarecent unreported decision of the Appointed Person: Inthe matter of Application No.
2031741 by Eicher Limited — Royal Enfield Motor Unitsto register amark in Class12 and in the
matter of Opposition thereto under No. 45356 by David Matthew Scott Holder T/A Velocette
Motorcycle Company and in the matter of Application No. 9188 by David Matthew Scott Holder
T/A Volvette Motorcyle Company for adeclaration of invalidity in respect of Trade Mark No.
15614064 in the name of Eicher Limited — Royal Enfield Motor Unitsto register amark in Class
12 and in the matter of Oppostion thereto under No. 45356 by David Matthew Scott Holder T/A
Vel ocette Motorcycle Company and in the matter of Application No. 9188 by David Matthew
Scott Holder T/A Velocette Motorcycle Company for a declaration of invalidity in respect of
Trade Mark No. 15614064 in the name of Eicher Limited — Royal Enfield Motor Units,
paragraph 31, Simon Thorley QC in relation to Section 3(6) dated that:

“ An allegation that a trade mark has been applied for in bad faith is a serious allegation.
It isan allegation of a form of commercial fraud. A plea of fraud should not lightly be
made (see Lord Denning M.R. in Associated Leisure v Associated Newspapers (1970) 2
QB 450 at 456) and if made should be distinctly alleged and distinctly proved. It isnot
permissible to leave fraud to be inferred fromthe facts (see Davy v Garrett (1878) 7 Ch.
D. 473 at 489. In my judgment precisely the same considerations apply to an allegation



of lack of bad faith made under Section 3(6). It should not be made unlessit isdistinctly
proved and thiswill rarely be possible by a process of inference.”

36. | have little doubt that applying for atrade mark without the intention to use the mark on all
the goods specified amount to bad faith, especially given that the application form for the
regigtration of atrade mark requiresa sgnature by or on behalf of the applicant agreeing that:

“The trade mark is being used by the applicant or with hisor her consent, in relation to
the goods or services stated, or thereisa bona fide intention that it will be so used.”

37. | amfortified inthisview by the following comment on Section 3(6) from the publication
‘Noteson the Trade Marks Act 1994’ (which was prepared for the use of Parliament during the
passage of the Bill) and bad faith might be found “where the applicant has no bonafide intention
to use the mark, or intended to useit, but not for the whole range of goodsand serviceslised in
the application.” Furthermore, in the case of the Demon Ale Trade Mark Application [2000]
RPC 345, the Appointed Person, Mr Geoffrey Hobbs QC, held that where the applicant wasa
person who could not truthfully claim to have a bona fide intention to use the mark applied for as
atrade mark for beer, the fact that hisapplication included aclaimto that effect was sufficient to
judtify itsrejection under Section 3(6).

38. Whileit isclear that bad faith can arise where there isno actual dishonesty, bad faithis
neverthel ess a serious allegation and there isa clear onus on the opponent to satisfy the Registrar
that the ground of oppositionismade out. Furthermore, an objection under Section 3(6) isa
difficult oneto substantiate. It isdifficult for the opponent to prove a negative; that the applicant
did not have an intention to use.

39. Itisclear fromthe Act that thereisno requirement for amark to have been used prior to
application and it issufficient that an applicant has a bona fide intention to use the mark. The
applicant for the mark in suit has not demonstrated use of the mark prior to the date of
application. However, the applicant rebutsthe allegation that the mark was applied for in bad
faith and satesthat there isan intention to use the mark in relation to the goods. | would only
add that it isnot uncommon for an applicant to secure regigtration of atrade mark before
finalisng and implementing trading plans. The opponent’ s evidence does not demongtrate the
claimthat the opponent has no intention to trade in the goods specified.

40. While | acknowledge the difficultiesfaced by the opponent in attempting to prove a
negative, the opponent’s evidence cannot asss itsclaimin the face of the rebuttal and
explanations of the applicant. As<ated earlier, the onusrests with the opponent and on the
evidence before me the opponent has not shown and | feel unableto infer that, the application
was made in bad faith in respect of all or some of the goods for which registration is sought.
Certainly, on a primafacie bassand after taking into account the goods, the specifications do not
appear to me to be unduly wide or unrealigtic in their scope or potential application.

41. The oppostion under Section 3(6) fails.
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COSTS

42. Asthe oppostion hasfailed the applicant isentitled to a contribution towardsitscods. |
therefore order the opponent to pay the applicant the sum of £1,500. Thissumisto be paid
within seven days of the final determination of thiscaseif any appeal againg thisdecisonis
unsuccessful .

Dated this02 day of April 2003

John MacGillivray
For the Registrar
the Comptroller-General
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