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TRADE MARKSACT 1994
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by Pfizer ProductsInctoregister atrade mark in Class5

and
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By F Hoffman — La Roche AG

BACKGROUND

1. On 8 August 2001 Pfizer Products Inc applied to register the trade mark EVARISE in
Class5 of the register for a gpecification of — “Pharmaceutical and veterinary preparations
and substances’.

2. The application was accepted by the Regigtrar and published in the Trade Marks Journal.

3. On 3 January 2002 Forreser Ketley & Co on behaf of F Hoffman —La Roche AG filed a
Notice of Oppostion under Section 5(2)(b) of the Act on the ground that the mark applied for
isamilar to the following earlier international trade mark owned by the opponent and isto be
regisered for identical or amilar goods and there exists a likelihood of confusion on the part
of the public:

NUMBER MARK DATE OF GOODS
PROTECTIONIN THE
UK
692134 EVONISE 18 NOVEMBER 1997 Class5
Pharmaceutical,
veterinary and
sanitary preparations.

4. The applicant through itsagent, Gill Gennings & Every, filed a countersatement denying
the grounds of oppostion.

5. The partiesdid not file evidence and neither party requested a hearing. However, both
parties forwarded written submissonsto asss the hearing officer and both have asked for an
award of cogsin their favour.

Opponent’s Submissions

6. The opponent’ swritten submissons are attached to aletter dated 14 February 2003 from
its agents in these proceedings, Forrester Ketley & Co.




7. The opponent points out that the respective marks comprise three syllables, are of the
same length (seven letters), commence with the letters EV and end with the lettersISE. In
the view of the opponent the marks would be pronounced in the same manner.

8. The opponent goes on to Sate that identity of goods exists and in normal and fair use of
the mark e.g. through prescription of the pharmaceuticals by doctors, factors such as difficult
to read hand-writing and phonetic Smilarities could lead to confusion. In support o this
contention, the opponent draws attention to the decison of the Regigrar’s Hearing Officer
Mr Allan James of 13 March 1998 in Oppostion Number 45064 relating to an application for
the mark PROSY NAP in Class 5 (BL/O/055/98) and in particular the following extracts.

“.... If alowance ismade for normal and fair use of the marks—where it cannot be
assumed that the marks would be seen together, and which would include use of the
wordsin other forms, such asin handwritten form on a doctor’ s prescription — the
difference between the marks may not be nearly so apparent. Inthese circumstances |
think there ispotential for visual confuson” (page 11, lines8 to 12)

and

“.... | bear inmind that both marks are invented words which are more likely to be
confused through imperfect recollection than familiar dictionary words. | also bear in
mind that the goodswithin the applicants specification are unlikely to be available
‘over the counter’. However, evenif thisisright, it ispossble for professonal
medical gaff to be confused in the right circumstances’ (pages 11, lines 20 to 24).

Applicant’ s submissions

9. The applicant’ swritten submissons are attached to aletter dated 18 February 2003 from
itsagentsin these proceedings, Gill Jennings & Every.

10. The applicant submitsthat the immediate and overwhelming impression of the two
marksisdifferent and the marks appear dissmilar in their overall visual, phonetic and
conceptual effect. The applicant goeson to criticise the opponent’ s approach of breaking
down the marks by reference to specific elements as such a mechanical assessment is
mideading. In the applicant’sview the correct approach isnot to dissect a mark but to
concentrate on the whole and overall impresson created thereby.

11. The applicant gatesthat the element | SE, which appearsin both marks, is not digtinctive
of any trader in the pharmaceutical field and in support attaches a “review of the regiser”
showing numerous marks terminating with ISE. The applicant adds that beginnings of marks
are more important then the endings of marks.

12. Next, the applicant turnsto the prefixes of the respective marks and satesthat EVAR
and EVON are entirely dissmilar and contends that, as a whole, the marks are different on a
phonetic bass.

13. Turning to the goods at issue and their channels of trade, the applicant submitsthat the usual
tests should apply to pharmaceutical goods and that a“ likelihood of confuson” should be
demondrated rather than just a possbility thereof. On the issue of doctors hand-written



prescriptions, the applicant contends that most doctors now prescribe using computer printers,
that it isinequitable to postulate a user of a mark being unprofessonal and that the mere
poss bility of poor handwriting does not equate to a likelihood of confusion.

14. The applicant goeson to consder “imperfect recollection” and submitsthat, given the
differencesin the marks, the degree required in this case would be beyond that of the reasonably
informed consumer. Furthermore, the applicant contends that marks comprisng of “invented
words’ are the norm in the pharmaceutical field and that nothing has been put forward by the
opponent to demonstrate the digtinctiveness of its mark and the resulting penumbra of protection.

15. Thiscompletes my summary of the submissonsreceived in thiscase and | now turn to the
decison.

DECISION
16. Section 5(2) of the Act reads asfollows
“5.-(2) A trade mark shall not be registered if because -

@ it isidentical with an earlier trade mark and isto be registered for goods or
servicesamilar to those for which the earlier trade mark is protected, or

(b) it issamilar to an earlier trade mark and isto be regisered for goods or
servicesidentical with or smilar to those for which the earlier trade mark
is protected,

there exigsalikelihood of confuson on the part of the public, which includesthe
likelihood of association with the earlier trade mark.”

17. Anearlier right isdefined in Section 6, the relevant parts of which gate:
“6.-(1) InthisAct an"earlier trade mark" means -

@ aregigered trade mark, international trade mark (UK) or Community
trade mark which has a date of application for regidration earlier than
that of the trade mark in gquestion, taking account (where appropriate)
of the priorities claimed in respect of the trade marks,”

18. | take into account the guidance provided by the European Court of Jugtice (ECJ) in Sabel
BV v Puma AG [1998] RPC 199, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc [1999]
RPC 117, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. [2000] F.S.R. 77 and
Marca Mode CV v Adidas AG [2000] E.T.M.R. 723.

It is clear from these cases that:

@ the likelihood of confusion must be appreciated globally, taking account
of all relevant factors, Sabel BV v Puma AG, page 224;



(b) the matter must be judged through the eyes of the average consumer of the
goodg/servicesin question; Sabel BV v. Puma AG, page 224, who is
deemed to be reasonably well informed and reasonably circumspect and
observant - but who rarely has the chance to make direct comparisons
between marks and must ingead rely upon the imperfect picture of them
he has kept in hismind; Lloyd Schuhfabrik Meyer & Co. GmbH v. Klijsen
Handel B.V. page 84, paragraph 27;

(©) the average consumer normally perceives a mark as a whole and does not
proceed to analyse itsvarious details, Sabel BV v. Puma AG, page 224;

(d) the visual, aural and conceptual smilarities of the marks must therefore be
assesed by reference to the overall impressions created by the marks
bearing in mind their digtinctive and dominant components, Sabel BV v.
Puma AG, page 224;

(e alesser degree of amilarity between the marks may be offset by a greater
degree of amilarity between the goods, and vice versa; Canon Kabushiki
Kaisha v. Metro-Goldwyn-Mayer Inc, page 132, paragraph 17;

)] thereisagreater likelihood of confuson where the earlier trade mark has
a highly digtinctive character, either per se or because of the use that has
been made of it; Sabel BV v. Puma AG, page 224;

(9 account should be taken of the inherent characterigtics of the mark,
including the fact that it does or does not contain an element descriptive of
the goods or servicesfor which it was regisered; Lloyd, paragraph 29.

(h) mere asociation, in the sense that the later mark bringsthe earlier mark to
mind, isnot sufficient for the purposes of Section 5(2); Sabel BV v. Puma
AG, page 224,

0] but if the association between the marks causes the public to wrongly
believe that the respective goods come from the same or economically
linked undertakings, there isalikelihood of confusion within the meaning
of the section; Canon Kabushiki Kaisha v. Metro-Goldwyn-Mayer Inc,
page 333, paragraph 29.”

19. In essence the test under Section 5(2) iswhether there are smilaritiesin marks and goods
which would combine to create a likelihood of confuson. In my condderation of whether there
are smilarities saufficient to show alikelihood of confuson | am guided by the recent judgements
of the European Court of Justice mentioned above. The likelihood of confuson must be
appreciated globally and | need to address the degree of visual, aural and conceptual smilarity
between the marks, eval uating the importance to be attached to those different elementstaking
into account the degree of amilarity in the goodsin question and how they are marketed.
Furthermore, | must compare the mark applied for and the opponent’s registrations on the bas's
of their inherent characteristics assuming normal and fair use of the marks.



20. Turning firg to a consgderation of the respective goods covered by the specifications of the
application in suit and the opponent’s earlier mark it isobviousthat they both cover identical
goodsin Class5.

21. 1 now go on to compare the mark in suit with the opponent’s earlier mark. Both marks
comprise invented words and as pointed out by the opponent, the marks EVARISE and
EVONISE are both seven letter marks which commence with the letters EV and end with the
letters | SE. However, asthe applicant points out and the guiding authorities also make clear |
must compare the marks asawhole and | must be careful not to over analyse the marks asthe
real test ishow markswould be perceived by cusomersin the normal course and circumstances
of trade. | would only add that the opponent’s mark is an inherently digtinctive mark deserving a
good penumbra of protection.

22. Firgly, | turnto avisual comparison of the repective marks. Both marks are of the same
length (seven letters) and share the firgs two lettersand the last three letters. They differ in their
their third and fourth letters. Asmentioned earlier in my decison smilarity must be considered
inthe light of overall impresson. Onthisbass, given that the differing lettersare in the middle
of the markswhere their visual impact isrelatively less apparent than it would be at the
beginning or termination of the marks, and after bearing in mind the potential for imperfect
recollection, the repective marksin totality possess obviousvisual smilarity and thereis

cons derable scope for visual confusion.

23. Inrelationto aural use the marks share the same first syllable EV and smilar terminations
which would share the | SE sound. While clear aural amilaritiesexis | believe the opponent’s
case for aural smilarity to be less srong than the visual one.

24. Next, | turnto a conceptual comparison of the marks. Asboth marks consg of invented
words then, notwithgtanding visual and aural smilarity, | do not believe there is much in the way
of conceptual amilarity and | do not consder the marksto be conceptually smilar overal.
However, asthe marks comprise invented wordsthey are not likely to be distinguished in the
way dictionary wordswith Smilar appearances but differing meanings would be and imperfect
recollection of the marks may well be afactor.

25. Inassessing the degree of amilarity between the respective marks and whether it is
aufficient to giveriseto alikelihood of confuson | must also consder inrelation to the goods at
issue, who the average cusomer is and make appropriate allowance for imperfect recollection.

26. The specifications of the applicant and opponent cover awide range of Class5 goods. They
include prescription only products and also goods which could be purchased over the counter e.g.
at a supermarket or high street chemist, sometimes through self selection. The average cusomer
may therefore be either an ordinary member of the public or amedical professonal. Inrelation
to purchases made by the public | do not believe that there are any specia circumstances which
suggest that the average cusomer pays a particularly high level or low level of attention in the
purchase of the goods. They are not casua “bags of sweets’ cases but neither are they expensve
and sophigticated purchases. Turning to the podtion where a medical practitioner isinvolved in
the selection and prescription of the products, | would add that | do not believe that thiswould
result in any greater likelihood of confuson. | amfortified in thisview by the comments of
Professor Annand, acting as the Appointed Person in the cases of OropranySeropram (O/208/02)
and Allergan’ s Application (O/293/02) when she gated:



“For my own part, | do not believe that different sandardsexist or are necessary to exist.
The tegt of likelihood of confusion isflexible enough to allow each case to be judged
according to itsown peculiar facts. Relevant condderations may include those
mentioned by the Firg Board of Appeal in TEMPOVATE/EMOVATE, EUMOVATE,
supra, namely that some medicinal products are administered over the counter without
prescriptions, some consumers resort to self-prescription and professonals are often
overworked and may write prescriptionsin hardly legible handwriting (although drugs
may be prescription only, professonals may be on hand to asss choice with OTC
products and pharmacists usually check illegible prescriptions).”

CONCLUSION

27. Onaglobal appreciation, taking into account all the relevant factors, | have come to the
following conclusons

(i) therespective marksare visually smilar and to alesser degree aurally smilar;

(i)  the customer for the goodsis not necessarily a specialised or sophigticated
customer and the goods are not necessarily purchased with great care or consderation.

28. Condgdering the postioninitstotality | believe that there isalikelihood of confuson on the
part of the public. Inreaching thisconcluson | have bourne in mind that an average customer
rarely hasthe chance to make direct comparisons between marks, but must ingead rely upon the
imperfect picture of them he has kept in hismind.

29. The oppostion under Section 5(2)(b) is successful.
COSTS

30. The opponent has been successful and isentitled to a contribution towards cogts. | order the
applicant to pay the opponent the sum of £500, which takesinto account that no evidence was
filed in this case and no hearing took place. Thissumisto be paid within seven days of the
expiry of the appeal period or within seven days of the final determination of thiscase if any
appeal againg thisdecison isunsuccessful.

Dated this 08 day of April 2003

John MacGillivray
For the Registrar
the Comptroller-General



