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0O-201-04

TRADE MARKS REG STRY Room A2
Har nrswor t h House
13- 15 Bouverie Street
London, ECAY 8DP

Monday, 24th May 2004
Bef or e:

MR GECFFREY HOBBS QC
(Sitting as the Appoi nted Person)

In the Matter of the TRADE MARKS ACT 1994
and

In the Matter of International Trade Mark Registration 758503
ZURI CH PRI VATE BANKI NG and the request by
ZURI CH VERSI CHERUNGS- GELSELLSCHAFT to protect a Trade Mark in
Cl asses 16 and 36

(Comput er - ai ded Transcript of the Stenograph Notes of
Marten Wal sh Cherer Ltd., Mdway House,
27/29 Cursitor Street, London, EC4AA 1LT.

Tel ephone No: 0207 405 5010. Fax No: 0207 405 5026.)

MR, B. MARSH (of Messrs. WIson Gunn M Caw) appeared on behal f of
t he Applicant.

THE OPPONENT di d not appear and was not represented.

MR ALLEN JAMES appeared on behalf of The Trade Marks Registry
vi a videolink.

DECI SI ON
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THE APPO NTED PERSON.  On 15th May 2001, Zurich

Ver si cherungs- Gesel | schaft applied on the basis of
International Registration No. 758503 for protection of the
designati on ZURI CH PRI VATE BANKING as a trade nark for use in
relation to “paper, cardboard and goods nade thereof, included
in this class; printed natter; bookbinding nateri al
stationery; all the above goods are from Switzerland”, in
class 16, and “insurance underwiting; financial affairs” in
class 36. The applicant did not attenpt to establish by
evi dence that the designation had acquired a distinctive
character through use in the United Kingdom prior to the date
of the application for registration

The request for protection was refused under
sections 3(1)(b) and 3(1)(c) of the Trade Marks Act 1994 for
the reasons given in a witten decision issued by
M. Charles Hamilton on behalf of the Registrar of
Trade Marks on 15th Cctober 2003.

In paragraphs 11 and 15 of his decision, the hearing
of ficer specifically confirmed that his deliberations were
directed to the registrability of the designation
ZURI CH PRI VATE BANKING in its totality. He took the view
that Zurich is well known as a financial centre, that the
average consumer would be likely to perceive and renenber the
designation as an indication of the geographical origin of

t he goods and services concerned and that he or she woul d not



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

be likely to perceive and renenber

it as an indication of

trade origin. He was not persuaded otherw se by the fact

that the word ZURI CH had been accepted for

respect of the sanme or simlar goods and services in

Switzerland and in the Community Trade Marks O fice.

As noted in his decision

the basis that the word ZURI CH had been shown to the

registration in

the Swi ss acceptance was on

sati sfaction of the Swiss registration authorities to have

acquired a distinctive character through use;

and the

acceptance in the Conmunity Trade Marks O fice was based on

sone evidence or other as to distinctiveness,

relation to Switzerl and.

even if only in

The hearing officer was equal |y unpersuaded by the

exi stence of earlier acceptances in the United Ki ngdom of

marks in which the word ZURICH was a pronminent feature. In

this connection,

wel | - known principle that applications for

al ways be considered on their own nerits.

he adhered to the |ong established and

regi strati on mnust

Havi ng hel d that the designation was excluded from

registration for descriptiveness under section 3(1)(c), he

went on to hold that

for lack of distinctiveness under section 3(1)(b).

The applicant gave notice of appeal to an

it was al so excluded fromregistration

Appoi nt ed Person under section 76 of the Act contending, in

subst ance,

that the hearing officer

had erred,

first,

by not
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concentrating on the designati on ZURI CH PRI VATE BANKI NG as a
whol e when exanmining it for registrability; and, secondly, by
not giving due weight to other acceptances of the same or

anal ogous designations for registration in respect of the sane

or anal ogous goods and services in the UK and el sewhere. These

contentions were devel oped in argunment before ne.

As to the first of them it is of course correct that
desi gnati ons nmust be exam ned wi t hout excision or
di smenbernent, but the hearing officer did not say or do
otherwi se in his assessnent of the designation
ZURI CH PRI VATE BANKI NG It does not follow fromthe
proposition that there should be no excision or di snenbernment
that all elenments of a designation nust be taken to
contribute equally to the perceptions and recollections that
it would be likely to trigger in the mnd of the average
consuner. It may or nmay not be the case that neani ng and
significance are evenly dispersed throughout the el enents
of a mark. In observing that the word ZURI CH was the cl osest
that the present designation got to individualising or
| ocalising the nessage it conveyed and al so in observing that
Zurich was well known as an international financial centre,
the hearing officer was sinply stating the obvi ous and cannot
be criticised for doing so

So far as the second ground of appeal is concerned, it

is necessary to bear in nmind that the Registrar is not only
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permitted but required to apply the provisions of the

Trade Marks Act 1994 with full regard for circunstances
prevailing in the United Kingdom |In addition, it is clearly
recogni sed and accepted in Community |aw that the neaning and
significance of a designation nmay vary from one nenber state
to another as a result of linguistic, cultural and soci al

di fferences between their popul ations.

Finally, it nust be appreciated that all assertions of
i nconsi stency between acceptances and refusals within a
national Registry and all assertions of inconsistency between
acceptances and refusals in different registries are, by
their very nature, question-begging as to the correctness of
each of the various acceptances and refusals that are brought
into contention.

However, the position as between different nationa
registries and the Community Trade Marks Office is that they
are not conpetent to adjudicate on the correctness of each
other's determinations and, as a corollary of that, not
required to treat each other's deterninations as binding upon
themin the i ndependent exercise of their own powers. That
is not to say that each of themshould or will sinply ignore
determi nations of the others. The general principle is that
each of them should give determ nations of the others such

weight (if any) as they might fairly and properly be said to

bear in the decision-taking processes they are required to under
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been affirned in paragraphs 59 to 65 of the recent judgnent of
t he European Court of Justice in case C 218/ 01 Henkel KG&A v.
Deut sches Patent-und Markenant 12th February 2004. More
particularly, at the national level in the United Kingdom it
cannot be right that the Registrar should be deflected from
reachi ng the decision he considers to be correct in a given case
by the decision reached in anot her case on another occasion

| see no basis on which the hearing officer could rightly be
said to have departed fromthese principles in the present case
and even if he had, | would still want to know why it was said
that his decision to refuse registration was wong on the
nerits. As to that, the applicant wishes to nmaintain that a
different view on registrability should be adopted on appeal
However, the decision under appeal would need to have been
flawed by reason of a clear error of assessment or serious
procedural irregularity before | could be justified in setting
it aside on appeal. | do not think it was flawed in either of

t hese respects.

For these reasons, shortly stated, the appeal will be dism ssed.

MR JAMES: Thank you, sir.
THE APPO NTED PERSON:. | think that concludes this afternoon's

busi ness. Thank you very nuch
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MR, JAMES:. Sir, you have not nentioned anythi ng about costs as
of yet.

THE APPQO NTED PERSON: Does anybody want to apply for costs?

MR JAMES: No. | wanted to nmake it clear that we were not going
to apply for costs.

THE APPO NTED PERSON:  All right. | wondered what the
Regi strar's position mght be. | inferred fromyour silence
that you were not applying but the record will show that to
be the case.

MR JAMES: Thank you, sir.

THE APPO NTED PERSON:  Thank you very nuch.



