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U-2ZU3-U4

THE PATENT OFFI CE
Tri bunal Room 2
Har mswor t h House
13- 15 Bouverie Street
London ECAY 3DP

Friday, 30th April 2004
Bef or e:

MR GECFFREY HOBBS QC
(Sitting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
- and-

In the Matter of Trade Mark Regi stration No: 1516333 in the
narme of TRADELI NK (LONDON) LTD

- and-

In the Matter of Revocation No: 80806 by
EAST END FOODS PLC

Appeal fromthe decision of M. M Foley, acting on behal f of
the Registrar, dated 10th February 2004.

(Transcript of the Shorthand Notes of Marten Wal sh Cherer Ltd.,
M dway House, 27-29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

MR, S. KINSEY (of Messrs WIdbore G bbons) appeared as Agent on
behal f of the Registered Proprietor/Appellant.

MR M SHAW (of Messrs Forrester Ketley & Co.) appeared as Agent
on behal f of the Opponent/ Respondent.
DECI SI ON
(Approved by the Appointed Person)
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THE APPQO NTED PERSON: In view of the conclusion | am about to

cone to, | think the |ess said about the substantive nerits
of the issues between the parties the better

| amclear in my owmn nind that the hearing officer's
decision is correct within the paranmeters in which it was
witten. Indeed, | do not understand that to be disputed
by the appellant on this appeal

Unfortunately, what appears to have happened
around and about the exchange of correspondence, consisting of
the letter of 27th August 2002 fromthe Trade Marks Registry and
the reply of 24th Septenber 2002 on behalf of the registered
proprietor (with, | believe, a tel ephone conversation between
the registered proprietor and the Registry, in between tinmes) is
that there devel oped a m sunderstanding on the part of the
regi stered proprietor as to what he had proved and what was
sufficient to prove it for the purpose of defending his
registration fromattack on the ground of non-use.

The m sunderstanding relates to sone sanple products
which were admttedly filed with the Registry by the registered
proprietor. These were exanples of products in conmercial
circulation and distribution at the tine of the correspondence.

On the basis of the materials | have seen, they
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are likely to have carried indications as to when they were
produced in terns of batch nunbers and will alnost certainly
have carried use-before-dates indicative of the period in which
they were likely to have been released for distribution and sale
to consuners. However, the sanples were wthdrawn by the

regi stered proprietor and replaced with docunents which | acked
the information as to batch nunbers and use-before-dates that
woul d, | believe, have been discernible fromthe products
originally subnmitted for consideration. The products were

wi thdrawn by the registered proprietor in the mistaken beli ef
that they were not pernitted or not required for the defence of
his registration.

It appears to nme that if the physical sanples had been
before the hearing officer when he cane to take his decision
there is a chance, | call it a real chance, but | do not put it
any higher than that, that he would have assinmilated themwth
the statenents in narrative formin the witness statenent of M.
Raj esh Doshi and reached a different or nodified view of the
regi stered proprietor’s trading activities conpared with the
vi ew whi ch he took in the decision under appeal

| see no reason to blame the Registry for the
m sunder standi ng that | have referred to. Equally, | see no
reason to blane the registered proprietor

The net effect of this, it seens to nme, is that there
has been a procedural irregularity of material significance in
relation to the determi nation of the inter partes proceedi ngs.
| think that is sufficient to warrant the conclusion that the
hearing officer's decision should be set aside in all respects
i ncluding costs and that the inter partes proceedi ngs should be
remtted to the Registry for further consideration. My intention

is that the matter should be restored for directions and at
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that point it will be appropriate for the registered proprietor
to apply to the Registrar for | eave to adduce further evidence.
| recognise that there is a need to know what the

sanpl es that were misguidedly withdrawn fromthe Registry nm ght
have denonstrated and confirnmed in terns of their packagi ng and
presentation. It does not necessarily follow that any evi dence
which is allowed in should extend to broader issues concerning
the conmerci alisation of the relevant nmark during the rel evant
period. However, | do not intend to pre-enpt the Registrar's

deci sion on any application that nay be made for the filing of
further evidence.

The upshot of this norning's proceedings is that the
appeal will be allowed and the revocation application will be
remtted to the Registry for further processing in
accordance with directions to be given by the Registrar
hereafter.

Based on what | have heard this norning, | think this is a
case where the parties would be well advised to try and resol ve
their differences by agreenent and if they cannot reach

agreenent, it is a case where a nmediator may assist themto
achi eve what they cannot achi eve by di scussi on between

t hensel ves.
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I would now like to hear the parties in relation to the
costs of this hearing.
SHAW | think, sir, nost of the points have al ready been
made. You yourself have comented several times and you put
it succinctly towards the end in relation to Tradelink
"Your side could have done so nuch nore, so much sooner."
That is exactly what we have submitted in the witten

correspondence and al so orally today.

THE APPQO NTED PERSON: What sort of costs can you tell nme you may

have incurred, just in round nunbers?
SHAW If you could give ne a couple of mnutes to | ook
through the files | could give you a rough idea. Of the top

of my head | do not know. Do you want to know that now?

THE APPO NTED PERSON: W go by scales. Generally speaking the

scales in this tribunal are nuch the sanme as the scales

bel ow.

SHAW | may not have the rel evant papers here. | do not see
that the actual costs that have been incurred by the
respondents are necessarily any higher than one would
normal |y have expected in respect of an appeal, but that is
not quite the point. The point is they should not have
incurred any costs in an appeal at all and for that reason we

think that an award of costs beyond the scale to make the
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point, if you like, would be appropriate. | think we have
little else to add to that.

KINSEY: As to an award of costs beyond the scale, | say that
is appropriate in circunstances where there has been

unr easonabl e behavi our on the part of the registered
proprietor/appellant. In this case we have not been
unreasonable. W have sinply not understood the procedures.
We have not broken rules or created delaying tactics so we do
not think an award outside the scale would be right and an
award within the scale appears to be the appropriate course
here.

APPO NTED PERSON: As | indicated during the course of the
exchanges this norning, | consider that the respondent to
this appeal is conpletely blaneless in relation to the
situation which has devel oped.

I think that the justice of the case requires that it
should, within reasonable linmts, be protected fromthe
burden of costs in respect of this aspect of these
proceedi ngs. Costs are not neant to be punitive. Even when
they are awarded off the scale, they are intended to be
conpensatory.

Looking at the situation in the round, | think that the
appropriate order would be to require the regi stered proprietor
to pay the respondent £1400 in respect of its costs of this

appeal within 14 days of today.
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If it is not already clear fromwhat | have said, the
costs of the Registry proceedings to date and any proceedi ngs
in the Registry that may take place hereafter, will be
entirely at the discretion of the Registrar.

That concl udes this norning' s business.



