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0O-282-04

THE PATENT OFFI CE
Har nrswor t h House
13-15 Bouverie Street,
London, ECAY 8DP

Wednesday, 15th Septenber 2004
Bef or e:

MR GECFFREY HOBBS QC
(The Appoi nted Person)

In the Matter of the Trade Marks Act 1994
and

In the Matter of International Trade Mark Regi stration
No. M795588 in the name of TVRDIK
M ROSLAV

and

In the Matter of Application No. 16038 for a
Decl aration of Invalidity in relation
thereto by FRATELLI GUZZIN S.P. A

Appeal of Applicant fromthe Decision of M. Graham Attfield,
acting on behal f of the Registrar, dated 4th June 2004.

(Transcript of the Shorthand Notes of Marten Wal sh Cherer Ltd
M dway House, 27/29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

THE APPLI CANT did not attend and was not represented.

THE REQ STERED PROPRI ETOR did not attend and was not
represent ed.

THE REQ STRAR was not represented.

DECI SI ON
(As approved)
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MR HOBBS QC. Fratelli Guzzini SpA ('FGS') is the proprietor of

the trade mark registration identified in Annex A and Tvrdik
Mroslav is the proprietor of the later trade mark
registration identified in Annex B

On 5th January 2004 FGS applied for a declaration that
the later trade mark was registered invalidly, in breach of
the rights to which it was entitled by virtue of registration
and use of its earlier trade mark. The objection based upon
prior registration was rai sed under section 5(2)(b) of the
Trade Marks Act 1994. The objection based upon prior use was
rai sed under section 5(4)(a) of the Act.

A short witness statenent relating to use of the
earlier trade nmark was filed on behalf of FGS. No evidence
was filed in defence of the later registration. However, the
later registration benefited fromthe rebuttable presunption
of validity contained in section 72 of the Act. It was
t herefore necessary for the Registrar to exam ne the
objections to registration for acceptability on their nerits.
This was done by reference to the papers on file w thout
recourse to a hearing.

On 4th June 2004, M. G aham Attfield issued a decision
on behalf of the Registrar in which he held that the later
regi stration was not invalid on the grounds put forward by
FGS. He considered that the evidence on file was

insufficient to substantiate any el enents of the objection
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rai sed under section 5(4)(a). In particular, he observed
that the evidence did not denonstrate that FGS had acquired a
goodwi I I or reputation through use of its earlier trade nmark
in the United Kingdom

On this view of the natter the protection afforded to
the earlier trade mark under section 5(2)(b) of the Act
depended on the degree of distinctiveness it possessed
i ndependently of any use that might have been made of it.
However, the hearing officer did not say in his decision what
degree of distinctiveness he was prepared to ascribe to the
earlier trade mark. He also saw no need to consider the
degree of sinmlarity between the goods covered by the earlier
and later registrations in order to determ ne the outcone of
the objection. |In the result, the objection was dism ssed
entirely upon the basis that the trade marks in issue were
not sufficiently simlar to bring about consequences of the
ki nd proscribed by section 5(2)(b).

The hearing officer arrived at that conclusion on the
basis of the followi ng observations (in which FGS is referred
to as 'the applicant'):

"17. The applicant has argued that Internationa

regi stration M/95588 is incorrectly represented on the

trade narks register, that it is represented as the

word ' GUZZANTI' rather than the word ' GUZZNTI .

However, the representation as a word was not that
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deci ded upon by the UK trade marks registry but the

of ficial representation placed upon it by the Wrld
Intell ectual Property Oganisation (WPO. In the
graphi cal representation the second letter 'Z and the
following two curved lines, those prior to the letter
"T', are seen as a stylisation of the letters 'ZAN
and as such the representation of the graphical mark
as the word ' GUZZANTI' is correct. Therefore, the
applicant's trade mark is 'GJZZIN"' and that of the

regi stered proprietor is ' GJZZANTI ' .

"18. The trade marks differ only in as far as the |ast
three, applicant's trade nark, or four, registered
proprietor's trade mark, characters are different, in
one these are the letters "IN' and in the other the
letters "ANTI', and as such the trade marks have a
smal | degree of visual simlarity. This is reinforced
by the applicant's mark being in a standard, |ower
case, sans serif style typeface and that of the

regi stered proprietor being in a stylised script form

"19. Fromthe phonetic perspective the trade marks
have differing syllabic constructions, albeit both
having three syllables. The first being in the form

QU ZZI -NI (phonetically GOO ZEE-NEE) and the second in
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the form GJ ZZAN-TI (phonetically GOO ZAN-TEE). Wth
the only common syl lable being the first, the overal
aural inpression is that the trade marks can be

di stingui shed one fromthe other. Therefore fromthe
phonetic point of view, | regard these narks as

dissimlar.

"20. Both trade marks give the inpression of being
surnanes, al though neither appears in the London

Resi denti al Phone Book, and as such do not relay a
conmon concept that would attract consuners' attention

and thereby inply a conceptual sinilarity.

"21. Overall, on taking the visual, aural and
conceptual analysis into account | consider there to
be little simlarity between these trade marks. |
wi Il therefore not proceed to analyse the relative

specifications for simlarity of the goods."

The proprietor of the later registration had taken no
part in the proceedings. The application for a declaration
of invalidity was therefore disnissed with no order for
costs.

On 29th June 2004, FGS gave notice of appeal under

section 76 of the Act contending, in substance, that the
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hearing officer had erred by giving no, or no adequate,

wei ght to the distinctiveness of the trade mark protected by
the earlier registration. There was said to be at |east a
prima facie case that the public mght believe that the goods
of fered by the proprietor of the later trade mark
registration cane directly or indirectly fromthe proprietor
of the earlier trade mark registration, with the result that
the later trade mark regi stration should be regarded as

i nval i d under sections 5(2)(b) and 5(4)(a).

In a letter dated 26th August 2004, the proprietor of
the later trade mark registration provided a summary of his
reasons for contending that the hearing officer's decision
shoul d be upheld on the basis of dissinmlarity between the
goods and the nmarks in issue. The parties indicated that
they were content for the appeal to be determ ned without
oral argunent, and neither of themis present or represented
bef ore ne.

The evidence filed on behalf of FGS is summarised in
paragraph 10 of the hearing officer's decision. It was
somewhat perfunctory. |t neverthel ess stands unchal | enged
and | do not think it was open to the hearing officer to
hold, in the light of the information it contai ned, that FGS
had established no unregistered right to protection for its
earlier trade mark. |t appears to ne that the correct view

of the matter is that FGS had not shown by neans of the
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evidence on file that it had any greater right to protection
under section 5(4)(a) than it could otherw se claimon the
basis of its earlier registration under section 5(2)(b).

In order to resolve the objections to registration it
was therefore necessary for the hearing officer to decide
whet her there were simlarities (in terns of narks and goods)
t hat woul d have conbined to give rise to a |ikelihood of
confusion if, in Septenber 2002, the earlier trade mark and
the later trade mark had been used concurrently in the course
of trade in the United Kingdomin relation to goods of the
kind for which they were respectively registered.

Due weight had to be given to the distinctive character
of the earlier trade mark and the degree to which the goods
inissue were liable to be regarded as simlar fromthe
vi ewpoi nt of the average consumner

Since the marks in issue were not identical, it was
necessary for the hearing officer to assess the net effect of
the differences and sinilarities between them Each nark had
to be considered without excision or disnmenbernent. The
differences and the simlarities had to be given as much or
as little significance as the average consuner woul d have
attached to themat the relevant date.

If it was concluded that the marks in issue were
distinctively simlar, there would need to have been a

finding that the goods in issue were none the |ess
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sufficiently different to forestall a Iikelihood of confusion
bef ore the objections to registration could have been
rejected. It would only have been unnecessary to consider
the question of simlarity between the goods in issue if the
marks in issue were distinctively different to a degree which
rendered further assessnent of the objections to registration
poi nt | ess.

I amnot satisfied that the hearing officer's
eval uation of the objections to registration conforned to the
requi red approach. That pronpts nme to consider the pivotally
i mportant aspects of the assessnent for nyself. In ny view
the trade marks in issue possess a relatively high degree of
[inguistic and presentational distinctiveness. They differ
distinctively froma presentational perspective. | do not
think that the sane is true froma |inguistic perspective.
The linguistic inpact of the word GUZZINI, on the one hand,
and the word GUZZANTI, on the other, gives theman affinity
for one another. Each 'speaks Italian' to rather simlar
effect so far as its verbal nessage to the observer is
concerned. This nakes it necessary to consi der whether the
presentational differences would be sufficient, in
conbination with the differences between the goods for which
the marks are registered, to enable themto co-exist w thout
confusion in the marketpl ace

| do not think that the answer to this question is as
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clear-cut as the hearing officer's decision would suggest.
It is frequently difficult to assess the relative
significance of linguistic simlarities and presentationa
di fferences. The present case is no exception. | have paused
over the conparison because | am aware of the tendency for
words to "speak |ouder" than non-verbal elenments. However, on
bal ance | consider that the presentational differences
bet ween the marks woul d i npact on the perceptions and
recol l ections of the average consuner of the goods concerned
to a degree which would, in conbination with the differences
bet ween the goods covered by the respective registrations, be
just about sufficient to offset the potential for confusion
by reason of linguistic sinlarity. That, together with the
provisions of section 72 of the Act, leads ne to the
concl usion that the appeal should be dism ssed.

| see no reason to suppose that the proprietor of the
| ater registration has incurred costs to any mneasurable
extent in connection with the appeal. The appeal will

therefore be dism ssed with no order for costs.



ANNEX A

UK Registered Trade Mark No 1131272

Filing Date: 31.03.1980

Class 21.

Small domestic utensils and containers, and serving trays, none of precious
metals or coated therewith; holders for drinking glasses, toilet tissues,

toothbrushes, toothpaste, soap and for toilet brushes; towel rails (not being
parts of heating installations), towel rings and soap dishes.

ANNEX B

International Trade Mark No M 795588

U ZONC

Date of Designation in UK : 23.09.2002

Class 07:
Mixers, coffee grinders, grinding machines, cuttlers, all the aforementioned goods other than hand-
operated.

Class 09:
lrons.

Class 11;
Electric coffee machines.

Class 21.
Mixers, coffee grinders, coffee percolators, all the af orementioned goods non-electric.



