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O-340-04

THE PATENT OFFI CE
Tri bunal Room 1,
Har mswort h House,
13- 15 Bouverie Street,
London ECAY 8DP.

Wednesday, 20th Cctober 2004
Bef or e:

MR GECFFREY HOBBS QC
(Siting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
- and-
In the Matter of Trade Mark Regi stration No: 2044093
in the name of MS. ALI SON JUNE COGGE NS
- and-
In the Matter of Revocation Application No: 81434 by
SKJELLAND GROUP AS

Appeal of the Registered Proprietor fromthe decision of
M. Keven Bader dated 9th June 2004 on behal f of the
Regi strar.

(Transcript of the Shorthand Notes of Marten Wal sh Cherer Ltd.,

M dway House, 27/29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

VMRS BARBARA COOKSON (of Messrs Nabarro Nat hanson, London)

MR

appeared as Solicitor on behalf of the Registered Proprietor.

MARK ENGELMAN (instructed by Messrs A A Thornton & Co,
London) appeared as Counsel on behalf of the Applicant for
Revocati on.

M CHAEL KNI GHT appeared on behal f of the Registrar for Trade
Mar ks.

APPROVED DECI SI ON
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THE APPQO NTED PERSON: Al i son Coggi ns applied on 9th Novenber

1995 to register the following sign as a trade nark for use
inrelation to "casual dothing; sports clothing" in class

25.

The application was filed on Form TM3 in accordance
with the provisions of Section 66 of the 1994 Act and Rule 5
of the Trade Marks Rul es 1994.

Box 8 of the form of application for registration
required the applicant to identify an address for service in
the United Kingdomin accordance with the provisions of Rule
10(1)(a).

The application proceeded to registration under nunber
2044093 on 16th May 1997. Under Rule 10(2), the address for
service identified in the application becane the applicant's
address for service in her capacity as proprietor of the
resulting registration

On the basis of the information presently available to
nme, it appears that the noni nated address was 43 Mreton
Street, London SW.

On 26th Septenber 2003 Skjelland Group AS applied for
revocation of registered trade nmark number 2044093 under
Section 46(1)(b) of the Trade Marks Act 1994. The

application for revocation was filed on Form TM26(N) under
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Rule 31(1) of the Trade Marks Rul es 2000.

| understand that the statenment of case in support of
the application was revised several tines at the request of
the Registrar in order to clarify the basis on which
revocati on was bei ng request ed.

Inits finally revised form the statement of case
contai ned avernents in paragraphs 3 and 4 to the foll ow ng
effect:

"3. Use by the proprietor or with its consent in the

Uni ted Kingdom of the trade nark the subject of
the registration in suit in respect of the goods
for which it is registered has been suspended
for an uninterrupted period of five years endi ng
on 4 June 2002 and there are no proper reasons
for non-use.

4, Use by the proprietor or with its consent in the
Uni ted Kingdom of the trade nark the subject of
the registration in suit in respect of the goods
for which it is registered has been suspended
for an uninterrupted period of five years and
there are no proper reasons for non-use."

In accordance with the provisions of Rule 31(1), the
Regi strar sent copies of the application for revocation and
the revised statenent to the registered proprietor of the

trade mark in suit. The copies were sent to her by post at



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

her address for service. Initially, they were sent to her by
recorded delivery post on 16th January 2004. However, the
letter was returned by the Post Ofice as "undeliverable". A
further letter containing copies of the relevant docunents
was sent to the sane address by ordi nary post on 23rd January
2004.
Rul e 10(4) of the Trade Marks Rul es 2000 provi des as
fol | ows:
"Anyt hi ng sent to any applicant, opponent, intervener
or registered proprietor at his address for service
shal | be deened to be properly sent; and the registrar
may, where no address for service is filed, treat as
the address for service of the person concerned his
trade or business address in the United Kingdom if
any."
Section 7 of the Interpretation Act 1978 further provides
t hat :
"Where an Act authorises or requires any docunent to be
served by post (whether the expression 'serve' or the
expression 'give' or 'send or any other expression is
used) then, unless the contrary intention appears, the
service is deened to be effected by properly
addr essi ng, pre-paying and posting a letter containing
t he docunent and, unless the contrary is proved, to

have been effected at the tine at which the letter
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woul d be delivered in the ordinary course of the

post."

By virtue of the conbined effect of these provisions,
service of the docunments which the Registrar was required to
send to the registered proprietor under Rule 31(1) is deened
to have been effected when they were sent, i.e. despatched,
to her address for service by pre-paid post under cover of
the unreturned letter of 23rd January 2004.

That being so, the registered proprietor had three
nmonths (expiring on 23rd April 2004) within which to file a
counter-statenment in conjunction with notice of the sane on
Form TMB and either (a) two copies of evidence of use nade of
the trade mark in suit or (b) reasons for non-use of the
mar K.

These requirenments were inposed upon her by the
provisions of Rule 31(2) of the Trade Marks Rules 2000. Rule
68(3) prevented extension of the three-nonth tinme limt in
all circunstances other than those specified in Rule 68(7).
The latter rule allows for the possibility of an extension of
time to be granted on application to the Registrar if failure
to conply with an otherw se unextendable tinme lint is
attributable wholly or in part to an error, default or
omi ssion on the part of the Ofice or the Registrar and it
appears to the Registrar that |ate conpliance should be

permtted.
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At this point in the narrative it is necessary to
consi der the position of the registered proprietor relative
to the application for revocation filed by Skjelland.

She maintains that she was unaware of the application
for revocation and the deadline for conplying with the
requi renents of Rule 31(2) because she did not receive the
letter sent to her address for service on 23rd January 2004.

The reasons for non-receipt are essentially:
(1) at some unspecified tinme, prior to 23rd January 2004, she
ceased to have any contact or connection with the prem ses at
43 Moreton Street which she had identified as her address for
service; (2) that there were no effective arrangenents in
pl ace for collection or redirection of letters sent to her at
that address in 2004; and (3) that she failed to notify the
Regi strar of an up-to-date address for service of docunents
pertaining to trade mark regi stration 2044093 unti
15th April 2004.

Not wi t hst andi ng the fact that she notified the
Regi strar of an up-to-date address for service on 15th Apri
2004 the application for revocati on proceeded to the point at
whi ch there was a default in conpliance by her with the
requi renents of Rule 31(2).

The consequences of such default are specified in Rule
31(3) of the Trade Marks Rules 2000 in the follow ng terns:

"Where a counter-statenent, in conjunction with a



noti ce of the same, on Form TMB, and evi dence of use
of the mark or reasons for non-use of the nark, are
not filed by the proprietor within the period
prescribed by paragraph (2), the registrar may treat
his opposition to the application as havi ng been

w t hdrawn. "

It is clear fromthe | anguage of these provisions that
the Registrar may, but need not, decide to treat an
application for revocation as unopposed if the registered
proprietor fails to conply with the requirenments of Rule
31(2) within the period prescribed for conpliance c.f.

FI RETRACE TRADE MARK [ 2002] RPC 15, p337 at paragraph 20.

In the present case, the Registrar evidently decided to

treat the application for revocation as unopposed and give

j udgrment for Skjelland on that basis.

16

17

18

19

20

21

22

23

24

25

On 9th June 2004, M. Keven Bader issued a forma

deci sion on behalf of the Registrar in the follow ng ternmns.

SR
05

"The trade nmark ﬁ’ has been registered since.

16 May 1997 under nunber 2044093, in respect of:
casual clothing, sports clothing and stands in the
nane of Alison June Coggi ns.

By an application filed on 26 Septenber 2003,
Skjelland Group AS applied for revocation of this

regi stration under the provisions of section 46(1)(b)

of the Trade Marks Act 1994.
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A copy of this application was sent by recorded

delivery to the registered proprietor at her address

for service on 16 January 2004. This was returned by

the Post Ofice as undeliverable. A further copy was

sent by nornmal post on 23 January 2004.

The regi stered proprietor did not file a

counterstatenment within the three nonths specified by

Rule 31(2) of the Trade Marks Rul es 2000 and therefore

no reasons have been advanced why revocati on shoul d

not foll ow

Accordingly, the mark is revoked with effect from

26 Septenber 2003 and | direct that it be renoved from

the register.”

Neither party was satisfied with this decision. They
bot h appeal ed to an Appoi nted Person under
Section 76 of the 1994 Act. The registered proprietor
contended that the decision should be set aside on the ground
of serious procedural irregularity. The applicant for
revocation contended that the decision should be altered so
as to provide for revocation of the registration in suit with
effect from4th June 2002 on the basis that paragraph 3 of
its revised statenment of case left the Registrar with no
alternative, in the absence of any pleading or evidence to
the contrary, but to conclude for the purposes of

Section 46(6)(b) of the Act that the grounds for revocation
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under Section 46(1)(b) existed at that date.

The appeal on behal f of the registered proprietor was
put upon the footing that she had not been duly served with
copies of the relevant Form TM26(N) and statenent of case
under Rule 31(1). It was subnmitted that the Registrar was
under a duty in the circunstances of the present case to
verify the currency of the address for service at
43 Moreton Street.

In nmy view these subnissions are nisconceived. The
policy considerations underlying provisions such as those
found in Rule 10(4) and Section 7 of the Interpretation Act
1978 negate the existence of any such duty and entitle the
Regi strar to accept the address for service at face val ue,
see the judgnments of the Court of Appeal in the case of
C A Webber (Transport) Ltd v. Railtrack Plc [2003]

EWCA Civ 1167 15th July 2003.

The reasons for the failure on the part of the
regi stered proprietor to conply with the requirenents of Rule
31(2) within the period of three nonths prescribed for that
pur pose do not singly or in conbination permit ne to hold
that there was a failure on the part of the Registrar to
conply with the requirenments of Rule 31(1). And there is no
request for relief against the consequences of Rule 31(3)
under Rule 68(7).

However, that does not nean that | amsatisfied that
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t he decision issued on 9th June 2004 is free of procedura
irregularity. It appears to nme that a decision on the part
of the Registrar under Rule 31(3) as to how matters shoul d
thereafter proceed in a case covered by that rule is a

deci sion to which the provisions of Rule 54 apply.

Rul e 54 provides as foll ows:

"(1) Wthout prejudice to any provisions of the Act
or these Rules requiring the registrar to hear
any party to proceedi ngs under the Act or these
Rul es, or to give such party an opportunity to
be heard, the registrar shall, before taking any
deci sion on any matter under the Act or these
Rul es which is or nay be adverse to any party to
any proceedi ngs before her, give that party an
opportunity to be heard.

(2) The registrar shall give that party at |east
fourteen days' notice of the tinme when he may be
heard unl ess that party consents to shorter
notice."

The requirements of this rule were clearly not
satisfied in the present case and | think it is readily
apparent that the failure to apply the rule had adverse
consequences for the registered proprietor sufficient to
warrant the conclusion that the decision issued on 9th June

2004 involved a serious procedural irregularity.

10
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The decision will therefore be set aside and | will
direct the Registrar to indicate to the parties within 21
days of today's date how he woul d propose to proceed under
Rule 31(3), the indication to be given in accordance with the
requi renents of Rule 54. |In the circunstances it is
unnecessary to deal with the appeal brought on behal f of
Skjelland and | will not do so beyond saying that | see
consi derable force in the subm ssions advanced on its behal f
as noted above. That is ny deternmination in relation to
t hese two appeal s.

Who would like to say what in relation to costs?
ENGELMAN:  Sir, if | may. |In relation to costs, your
indication with regard to our appeal, whilst deferred, is
i ndi cative of the fact that there is sone nmerit init.

Wth regard to the cross-appeal which we have had to
defend, as we submitted earlier, we have had no anmended
pl eadi ngs nor evidence to support any of the facts in dispute
and therefore | had great difficulty actually dealing with
the facts of this case as put to us. Mich is within the
know edge of mny learned friend and M ss Coggi ns.

In that regard, sir, we would say that this application
has not been procedurally, with regard to its progress to
yourself, sir, dealt with in a reasonabl e nanner such that we
have only had today to address you on specific | ega

argunments that were not in fact in the original grounds of

11
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THE

THE

THE

THE

THE

appeal

APPO NTED PERSON: The facts have not changed. The | ega
argument did change in relation to Rule 54. The argunent

that was raised in relation to ineffective service and
vigilance of the Registrar in relation to the accuracy of the
address for service has fail ed.

ENGELMAN: In relation to those issues and, of course, being
an award on an issue-based basis under the CPR, we would say
that roughly two-thirds of our costs in neeting that appea
shoul d be awarded in our favour

APPQO NTED PERSON: What sort of figure m ght you put on that?
ENGELMAN:  Sir, we were in the process of actually providing
to you a bill of costs because we feel it is appropriate in
these circunstances in line with some authority in the Hi gh
Court, sir, that bill of costs are appropriate in proceedings
of this nature to ensure that no punitive award of damage
over and above those actually incurred----

APPO NTED PERSON: G ve ne a general idea?

ENGELMAN: A general idea in total, | would say about
3000.
APPO NTED PERSON: All right. | hear you. |Is there nore you

would I'ike to say on the question of costs at this point?
ENGELMAN:  No, sir.
APPO NTED PERSON: M's Cookson, what about the question of

costs?

12
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MRS COOKSON: | accept what you say that we have not won on the

specific points pleaded. Although, as | say in ny skel eton
argunent, we think it would not be appropriate for any costs
order to be made against our client. |In fact, it mght be
appropriate for the Registrar to be ordered to pay sone snal
contribution towards her costs because it is her onission of
noti ce that you have deci ded caused all this trouble. n

bal ance on think it may well be one of those cases where each

party bears his own costs woul d be the fairest outcone.

THE APPO NTED PERSON: M. Knight, would you like to pay sone

costs?

KNI GHT: No, because the registered proprietor did not keep
the address for service up-to-date. | think the proceedi ngs
today stemfromthat error. | see no reason why the

Regi strar should neet either side's costs in this particular

appeal

THE APPO NTED PERSON: It seens to ne to be right that | should

deal with the costs of this appeal as a self-contained
matter. There was a conspicuous failure on the part of the
regi stered proprietor to keep her address for service
up-to-date. | also see no reason at all why the applicant
for revocation should be out of pocket in relation to the
argunents that have been rai sed unsuccessfully as grounds of
appeal in the statenment of case, as originally presented

under section 76.

13
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I think in those circunstances, given that the
regi stered proprietor has received quite a considerable
i ndul gence fromthis tribunal, that it is right there should
be a contribution by the registered proprietor to the costs
of the applicant for revocation

| direct the registered proprietor to pay the applicant
for revocation the sumof 850 as a contribution towards
costs within 21 days of the date of this decision

I think that concludes everything. Thank you for your

subm ssi ons.
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