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O-081-05

THE PATENT OFFI CE

Tri bunal Room 2

Har mrswor t h House

13- 15 Bouverie Street,
London ECAY 8DP

Thur sday, 24th February 2005

Bef or e:

MR GECFFREY HOBBS QC
(Sitting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
- and-

In the Matter of Application No: 2283400
in the name of
KAO KABUSHI KI KAl SHA
also t/a
KAO CORPORATI ON

Appeal of the Applicant fromthe decision of
M. lan Peggi e dated 9th June 2004 on behal f of
the Registrar.

(Transcript of the Shorthand Notes of Marten Wal sh Cherer Ltd.
M dway House, 27/29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

MR, RI CHARD MEADE (instructed by Messrs R G C. Jenkins & Co.)
appeared as Counsel for the Applicant/ Appellant.

MR, ALLAN JAMES (Principal Hearing O ficer) appeared on behal f of
the Regi strar of Trade Marks.

APPROVED DECI SI ON
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THE APPQO NTED PERSON: On 9th June 2004 M. lan Peggie issued a

deci sion on behalf of the Registrar of Trade Marks rejecting
an application by Kao Kabushi ki Kaisha to register the

desi gnati on NATURALLY SMOOTH as a trade mark for use in
relation to "noisturisers; shave m nim sing noisturisers for
worren" in class 3.

The application was rejected under Section 3(1)(b) of
the Trade Marks Act 1994 which provides for refusal of
registration in cases where the trade mark is "devoid of any
di stinctive character". It is clear fromthe proviso to
Section 3(1) that the word "devoi d' neans, in substance,
"unpossessed".

The desi gnati on NATURALLY SMOOTH was not said to have
acquired a distinctive character through use in the United
Kingdomin relation to goods of the kind specified by the
applicant for registration.

Having directed hinself as to the lawwith regard to
the requirement for "distinctive character”, as laid down by
the ECJ in Joined Cases C-53/01 to G 55/01
Linde AG & Ors at paragraphs 37, 39 to 41 and 47 and al so by
reference to case C 104/ 00P DKV v. COH M (Conpanyline) at
par agraphs 20 to 24 and 31 to 36, the hearing officer
assessed the designati on NATURALLY SMOOTH with reference to
the goods of interest to the applicant in the foll ow ng

terns:
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"12. | must assess the mark's distinctiveness in
relation to the goods for which the applicant seeks
regi stration, which are noisturisers. | mnust also
have regard to the perception of the rel evant
consuners of these goods, which in ny view are the
general public.

13. I am of the view that the phrase "NATURALLY
SMOOTH' is not an unusual way of describing the
applicants' goods and therefore the public would not
di stingui sh themby reference to those words from

t hose products provided by other undertaki ngs.

consi der that the mark woul d serve to designate one of

the essential characteristics of the goods. For
exanpl e, "NATURALLY SMOOTH' sends out an unequi voca
nmessage about the intended purpose of the goods. It
clearly conveys to custoners that these noisturisers
wi Il have the effect of |eaving the skin feeling
"natural ly snooth".

14. Assuming notional and fair use of the mark

whi ch includes use on the packagi ng of the goods as
well as in advertising, it seenms unlikely to me that
the relevant consuner would consider this mark to
denote trade origin because "NATURALLY SMOOTH' woul d
be regarded as denoting a noisturiser which had the

effect of |eaving the skin feeling snooth.
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15. The assertion that because the term nmay be

i nterpreted anbi guously and therefore have nore than
one neaning is not a rel evant considerati on when one
of those neanings is descriptive. In the DOUBLEM NT
deci sion of the European Court of Justice Cl91-01 (see
Ofice for Harnonisation in the Internal Market (Trade
Mar ks and Designs)(OHM v WnWigley Jr 2003 W
101985) the ECJ confirmed the validity of the CHIMs
approach that a word such as DOUBLEM NT does not cease
to be descriptive sinply because it can have severa
nmeani ngs and is therefore anmbiguous. In the mind of

t he average consuner, DOUBLEM NT i s spontaneously
associated with certain potential characteristics of

t he goods in question, nanely their mnt-based
conposition and their mnt flavour, so that the word
is necessarily descriptive and cannot therefore be
regi stered as a Conmunity trade mark."

16. I am not persuaded that the mark "NATURALLY
SMOOTH" in totality is distinctive in that it would
serve in trade to distinguish the applicants' goods
fromthose of other traders. 1In ny viewthe mark
applied for will not be identified as a trade nark

wi thout first educating the public that it is one. |

t herefore conclude that the mark applied for is devoid

of any distinctive character and is thus excluded from
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prima facie acceptance under Section 3(1)(b) of the

Act . "

On 7th July 2004 the applicant gave notice of appeal to
an Appoi nted Person under Section 76 of the Act contending,
in substance, that the Hearing O ficer had erred by not
regarding the words "naturally" and "snooth" as sufficiently
i di osyncratic in conbination to satisfy the test for
possession of a distinctive character, hence registrability
under the Act. This contention was devel oped in argunent at
t he hearing before ne.

Wth regard to the test for possession of a distinctive
character, | believe it is unnecessary and unhel pful to try
to specify in abstract ternms the | evel or degree of
di stinctiveness that might be sufficient to enable a sign to
be regarded as free of objection under Section 3(1)(b).

Mor eover, in paragraph 20 of its judgnment in the Conpanyline
case, the ECJ specifically pointed out that the tribuna
consi dering an objection to registration under

Section 3(1)(b) is under no obligation to rule on the
possi bl e dividing |ine between the concept of |ack of

di stinctiveness and that of mninmmdistinctiveness.

Each sign nust be assessed for registrability onits
own nerits. The relevant perspective is that of the average
consuner of the goods concerned and the average consuner is,

for this purpose, deenmed to be reasonably well-informed and
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reasonabl y observant and circunspect. However, that does not
nmean that he or she should be regarded as likely to spend
time construing or interpreting the marks and signs that he
or she may cone across in the course of a normal shopping
trip.

VWhat matters for present purposes is whether normal and
fair use of the designation NATURALLY SMOOTH woul d be i kely
to trigger perceptions and recollections in the nind of the
average consuner that were origin specific rather than origin
neutral. To put it another way: would the perceptions and
recol lections likely to be triggered by the designation serve
to individualise the goods concerned to a single undertaki ng?
This is a matter of inpression.

It was submitted on behalf of the applicant that the
words in question involve a conundrum There is no such
thi ng, except for babies, as naturally snooth skin. Buyers
and users of the relevant products would be aware of that and
the idiosyncrasy of the term nol ogy would, for that reason
be sufficiently arresting to enable the designation to serve
as an indication of trade origin.

I think this involves an over-anal ytical approach to
t he nmeani ng and use of words as witten and spoken in
everyday English. It seens to ne that the words "naturally"
and "snmoot h" are neani ngful separately and in conbination

In conbination | think they would be taken to be pronoting
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the benefits and advantages to the user of using noisturisers
of the kind to which they referred.

I think the connotation of "naturally snooth | ooking
skin" in the context of noisturisers is strong and clear; so
much so that the designation, in ny view, |acks the degree of
singularity and specificity of significance that it would
need to possess in order to be registrable in the absence of
a claimto distinctiveness acquired through use.

| consider that the Hearing Officer's decision was in
substance correct. The appeal will therefore be dism ssed.
In keeping with the usual practice, there will be no order

for costs in connection with this appeal.



