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Background

Patent gpplication GB0030353.7 (the* gpplication”) entitled “ Occult Blood Detection Roll” was
filed on 13" December 2000 in the name of Mr Douglas Thomas Thomson, an unrepresented
applicant (the “ Applicant”).

The Applicant filed arequest for apreiminary examination and search on 12" December 2001.
A search report issued on 27" March 2003 with a covering letter explaining what had been
searched. On the strength of the citations found, (four “X” and one“A” category documents)
the search examiner, Mr Wendt, indicated that the gpplication was unlikely to meet the criterion
for patentability under novety.

The Applicant telephoned on savera occasions, spesking to the examiner about the citations and
then Deputy Director Mr Back. It was pointed out that the citations demondtrated that his
invention lacked novelty. Attheend of the conversation with Mr Back, the Applicant appeared
to understand that hisinvention was unlikely to be patentable and accepted that the gpplication
would be published. The application was published on 4™ June 2003 as GB2382649. On 1%
December 2003, the Applicant filed arequest for a substantive examingtion.

The first examination report issued on 3¢ December 2004, citing four novelty citations. The
examiner repested his earlier observation that the invention was not new and concluded that he
could see no way of amending to overcome the citations. A response date was set for 3™ June
2004. Inaletter dated 19™ April 2004, the Applicant indicated that his poor hedthwasholding
him back and requested a four month extension for reply to the examination report. In a
subsequent telephone conversation with the Applicant, an extension of one month was agreed.

In his response dated 12" July 2004, the Applicant referred once again to hisill hedlth and that
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he did not know how to amend his application. He enclosed a book on intellectua property
referring to page 101 and paragraph 2 and aso a letter dated 12™ June 2004 from a patent
agent in which they advised the Applicant that the gpplication did not enclose enough detail to
amend and that they could see little or no prospect of prosecuting this gpplication to grant.

A second examination report wasissued on 16™ July 2004, in which the examiner re-stated the
objection under novelty and offered a hearing.

In atelephone conversation with Deputy Director Mr Mc Munn on 16" September 2004, the
Applicant confirmed that hewished to be heard. An Officia Letter issued on 1% October 2004
by examiner Dr Corden, outlining the issues on which the hearing would be based, namdy
Sections 1(1)(a) & 1(1)(b) of the Patents Act 1977.

Following alengthy exchange of correspondence and telephone cdllsbetween Litigation Section
at the Patent Office, the Examiner (Dr Corden), the Applicant and the Applicant’ swife, Mrs
Thomson, ahearing datewas directed for 11™ July 2005. The Applicant wasnot ableto attend
the hearing in person or represent himself by telephone or video conference facilities because of
ongoing hedth problems. Hewashowever represented by hiswife Mrs Thomson and ahearing
was held on 11™ July 2005 by telephone conference.

The Application

The gpplication concernstoilet tissue in the form of atoilet roll or flat pack, the sheets of which
have been chemicdly treated to detect the presence of occult blood in faeces. However, the
aoplicationisvery leanin technica detaill comprising only four lines of description, seven daims
which are not in acceptable format since they do not define the essentia technicd features of the
invention (and because of this| have not repeated them here) and two figures— one showing a
detection toilet roll and the other a chemically treated single leaf sheet. An abstract was dso
filed.

Objectionsraised by the case examiner (s)

Since the daims of the gpplication do not define the invention, the examiner(s) identified on the
bas's of the gpplication as filed, the following two possible inventions: (i) toilet paper/sheets
impregnated with a chemical reagent which detects acult blood in faeces for diagnostic
purposes, which the examiner found to be lacking in novelty and (i) aflat pack of presumably
separatetissues/'sheets, the sheets of which areimpregnated with achemica reagent for detecting
occult blood in faeces, with the tissues/sheets being separated by cellophane separation sheets,
which the examiner found to be noved but lacking in inventive step. | agree with the examiner’s
identification of these two possible inventions.

The examiner (Mr Wendt) who carried out both search and examination of the application,
objected that the invention when defined according to (i) in paragraph 10 above, was hot
patentable by virtue of Section 1(1)(a) of the Patents Act 1977, that is to say, the invention
lacked novelty. He cited four documents: D1: GB1018563 (Wilkinson); D2: JP 10313894 A
(Daiki); D3: JP4311398 A (Daiki); D4: JP4203966 A (Y uuken), pointing out that Wilkinsonin
particular, clearly and unambiguoudy gppeared to disclose the Applicant’ sinvention.
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Examiner Dr Corden, who took over the case following Mr Wendt' s retirement, upheld the
novelty objection made by Mr Wendt and cited 3 further documents: D5: EP0239265 A

(Smithkline); D6: U808379 (Wardlaw); D7: EP0193115 (L evine) to providefurther evidence
that sheetsto detect occult blood in faecesiswell known. In addition, he objected that when the
invention was defined according to (ii) in paragraph 10 above, it wasnove but not patentable by
virtue of Section 1(1)(b) of the Patents Act 1977, that is to say, this agpect of the invention
lacked inventive step, with this feature being obvious per se and obvious dso in light of

documents D6 and D7.

TheLaw

The issues to be decided are therefore (i) whether the percelved invention is novel/new, as
required by Section 1(1)(a) of the Patents Act 1977 and (ii) whether the perceived invention
involves an inventive step, as required by Section 1(1)(b) of the Patents Act 1977.

What condtitutes a patentable invention is defined in Section 1 and the rdevant part of this
section reads as follows:

Section 1(1):

A patent may be granted only for an invention in respect of which the following conditions are
satisfied, that isto say —

@ the invention is new;

(b) it involves an inventive gep;

o ...
and referencesin this Act to a patentable invention shdl be construed accordingly.
Novelty
The novety of aninvention is defined in Section 2(1) of the Patents Act 1977 as.

“An invention shall be taken to be new if it does not form part of the Sate of the art.”

What congtitutesthe“ state of theart” referred toin Section 2(1) isdefined in Section 2(2) of the
Act as:

“The date of the art in the case of an invention shal be taken to comprise dl matter
(whether aproduct, a process, information about either, or anything else) which hasat
any time before the priority date of that invention been made available to the public
(whether in the United Kingdom or el sawhere) by written or ord description, by useor
in any other way.”
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Inventive Step
What condtitutes an inventive step is defined in Section 3 of the Patents Act 1977 as.

“An invention shdl be taken to involve an inventive gep if it is not obvious to a skilled
person inthe art, having regard to any matter which forms part of the state of the art by
virtue only of Section 2(2) above (and disregarding Section 2(3) above).”

Arguments and Assessment
(i) Novelty

Inview of the Applicant being an unrepresented gpplicant, the examiner opened the hearing by
restating the outstanding novelty objection, bringing Wilkinson patent (D1: GB 1018563), in
particular, to Mrs Thomson's attention. He explained that the Wilkinson patent in particular
shows atailet roll or sheets impregnated with one or more reagents, with one of the specific
examples showing the detection of faeca occult blood in faeces. The examiner stated thiswas
the same as the Applicant’s invention, when percelved to be a tailet roll impregnated with a
reagent which detects occult blood in faeces for diagnostic purposes. He pointed out that
severd other documents presented to the Applicant aso show toilet tissue, sheets or rolls
impregnated with chemica reagents to detect occult blood in faeces.

In reply, Mrs Thomson commented that Wilkinson was trying to detect “dl different allments’
with hisinvention. She explained that the difference between Wilkinson' sinvention and that of
the Applicant wasin the useand madeit clear on severd occasionsthat the Applicant’ sinvention
wasa" screening ad for the detection of bowel cancer”. Mrs Thomson continued to explain thet
thisisdifferent to what is on the market today — the Applicant’ sinvention ismore acceptableto
the generd public becauseit isnaturd to use atoilet roll. Theideaand the concept of thisisto
help mankind, particularly the ederly, detect bowe cancer easily, acceptably and cost-
effectivey, with the toilet roll being absolutely norma and acceptable — afriendly solution.

The examiner restated the objection, pointing out that the Wilkinson patent and other documents
dready suggest the Applicant’s invention.

Further in reply, Mrs Thomson pointed out that Wilkinson is* highly technical” with him trying to
detect dl typesof alments, retating that the Applicant’ sinvention was smply ascreening aid for
bowe cancer, which is cost effective and better than whet is on the market today.

At this point, the examiner directed attention to the Applicant’s patent application as filed,
pointing out that the application was not specific to bowe cancer and what needed to be
considered was the contents of the gpplication, which is atailet rall, the sheets of which are
impregnated with a chemica reagent to detect the presence of occult blood in faeces and
acknowledged that this concept iswell known.

Taking on board both the examiner and Mrs Thomson' sobservations, | will now consider the
issue afresh.  Conddering Wilkinson (D1: GB 1018563) fird, this document discloses a
diagnogtic aid intheform of atoilet paper impregnated with at least one reagent whichiscapable
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of undergoing for example, acolour change, in responseto detecting one or more substances of
pathologica origin contained in human or anima excrement. In particular, Wilkinson defineson
page 1 lines 29-31 “toilet paper” to mean “the paper commonly used in latrines, whether in the
form of rolls or separate sheets.” It is further indicated on page 1 lines 50-52 that “each
perforated sheet of anormd toilet roll may be impregnated with one or more reegents.” The
diagnostic toilet paper of thisdocument can be used to test urinefor dbumin, gaactose, glucose,
bile, acidic urine, dkaine urine acetone aswell asoccult blood in faeces (asrecorded inthetable
on page 2 of this document) depending of course on the nature of the chemicalsimpregnated in
the toilet paper. Ultimately, this document acknowledges in Example 6 headed “Indicator for
detection of blood in body fluids/excreta’ on page 6 lines 35- 73 that occult blood in faecescan
beindicative of “gadric or intestind lesions such as ulcers or maignant growthson the ssomach,
duodenum, large or smdl intestine.”

It is clear to me having read the Wilkinson document, thet it ison dl fours with the Applicant’s
invention. Wilkinson teaches away of detecting occult blood in faeces, by use of toilet paper,
having sheets impregnated with chemicas, which act as indicators when occult blood is
presented on the paper, with occult blood in faeces recognised as being an indicator for
“malignant growths on the large or smdl intesting’, ie. bowd cancer.

At the hearing, Mrs Thomson made it clear that the Applicant’s invention resdes in a*new
concept — a screening ad for bowe cancer, with occult blood in faeces, (recognised as an
indicator for bowel cancer) being detected through use of toilet paper impregnated with dhemicd
reagents.

For the purpose of explaining the concept of novelty to Mrs Thomson &t the hearing, the “toilet
roll having sheets impregnated with chemicas’ was defined as a “maching’.  Using this to
compare Wilkinson & the Applicant’ sinvention, it is clear that both use the same “machine’ ie
toilet paper (or separate sheets) having sheets impregnated with chemicals, to detect the same
thing ie. the presence of occult blood in faeces, asameansfor indicating the possible presence of
mdignant tumorsin large or smdl intestineie. as ascreening ad for bowe cancer.

Whilgt | recognise Mrs Thomson' s observationsthat the Applicant’ s product may not currently
be on the market, may be cost-effective to manufacture, is ample to use, epecidly for the
ederly andisinthe publicinterest, | cannot overlook thefact that the Applicant’ sinventionisnot
new (not nove) having regard to the Wilkinson document. | find therefore, that the Applicant’s
patent application, on the basis of the Wilkinson document aone, lacks novelty.

I will now turn my atention to the other patents, namdy D2 through to D7, which the case
examiner(s) brought to the Applicant’ s attention during the search and examination stages.

| find, likewise with the examiners, that these documents demondtrate that it is known to use
either toilet paper or sheets, impregnated with chemicalsto detect the presence of occult blood
in faeces, which clearly show that the Applicant’s invention is not new. In the case of the
Japanese documents, | have taken into consideration the English abgtracts.

I aminnodoubt from the sdlection of documents cited by the case examiner(s) that the concept
of detecting faeca occult blood in thismanner isextremely well know irrespective of whether the
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faecal sampleiscollected viatissuefrom atoilet roll or indeed viaseparatetissue sheets. | anin
no doubt aso, on the bass of Wilkinson and aso through my own general knowledge, that
faecd occult blood is an indicator of possble bowel cancer.

| have also mnsidered the letter the Applicant received from patent agent (dated 29" June
2004). | notetheir commentsthat the Wilkinson document and the Japanese abstracts disclose
the basic concept behind the Applicant’ sideaand their commentsregarding thelack of technicd
detall present in the Applicant’s patent gpplication. | have dso consdered page 101 and
paragraph 2 of the book on intellectua property referred to by the Applicant in hisletter dated
12™ July 2004. | agree with the examiner Mr Wendit that thisis not rdlevant.

| uphold the examiner’s objection and find therefore, that the Applicant’s patent application,
when theinvention istaken to resdein toilet paper/sheetswhich areimpregnated with chemicas
to allow detection of faeca occult blood for diagnostic purposes does not fulfill the requirements
of novelty, required by Section 1(1)(a) of the Patents Act 1977.

(i) Inventive Step

At the hearing, | explained that it was necessary for the examiner to condder al technica
features disclosed inthe Applicant’ s patent application asfiled, to determine whether therewas
anything disclosed therein which could be patentable and that this part of the hearing wasaimed
a conddering the inventiveness of providing aflat pack of presumably separate tissues/shests,
impregnated with achemical reagent for detecting occult blood in faeces, with the tissues/sheets
being separated by “cellophane separation sheets’, which is disclosed, abeit in not very much
detall, in the gpplication.

The examiner introduced a “person skilled in the art” to be a work man or technician who is
aware of the prior art and hasthe skill to carry out routine tasks but is not able to “think on his
feet” soto speak. He pointed out that in Wilkinson, the meansto detect faeca occult blood can
be atoilet roll or separate sheets (impregnated with chemicasfor the purpose). Onthebasisof
Wilkinson done, the examiner considered that askilled manwould not exerciseinventive skill by
placing separating sheets between the chemicdly impregnated sheets, Since it is generdly

recognised practice to place separation sheets between sheets to, for example, minimise
contamination or to prevent adjacent sheets from gticking together. Notwithstanding this, the
examiner referred to documents D6 and D7, which disclose sheets or toilet rolls, the sheets of
which are impregnated with chemica reagents, to detect faecd occult blood, and which

demondtrate thet toilet tissuesthat are in flat packs can have ether a polythene backing on the
tissue or a cover sheet on the tissue/sheet to prevent contamination between adjacent sheets.

With this knowledge, the examiner expressed that a skilled person would be guided towards
using plagtic sheets to separate adjacent chemically impregnated sheets and concluded theat this
agpect of the invention aso lacked inventive step. Mrs Thomson gave no specific reply to this
objection.

Given that the daimsfiled by the Applicant do not define the invention in terms of its technicdl
features, | have dso looked carefully through the application for any other concept which could
merit the granting of apatent. Likewisewith the examiner, the only other concept which | could
identify wasthat of a“flat pack” (asopposed to atoailet roll), with the sheets being impregnated
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with chemica reagents to detect faecal occult blood but with these sheets being separated by
cellophane separation sheets. This form of the detection aid was brought to the Applicant’s
atention in the Officia Letter dated 1% October 2004.

| have re-consdered carefully the patent documents brought to the Applicant’ s attention by the
examiner(s) and | am satisfied that none of them actually disclose chemicdly impregnated sheets
separated by cellophane separation sheets and to thisextent, theinvention when condrued inthis
way is novel. However, | must consgder whether providing separation sheets between the
chemicdly impregnated sheets does indeed demongtrate a degree of inventiveness.

| agree with the examiner that on the basis of the Wilkinson document, it is clear the diagnostic
toilet paper can bein the form of separate sheets. | appreciate that it is acceptable practice to
insert plastic separation sheets between adjacent sheetsin aflat pack and onthisaone, | believe
thereto benoinventionin aflat pack, the diagnostic sheets of which are separated by cellophane
Separation sheets, with a cellophane sheet itsdlf being nothing more than a plastic sheet.

In addition, | agree with the examiner that documents D6 and D7 show the use of
plastic/polymer sheets on the diagnostic tissue to prevent transfer of chemica reagent from one
sheet to another. Onthe basisof these documentstherefore, | believethat the use of cellophane
Separation sheetsto separate sheetsin theflat pack would not require adegree of inventiveness.

| uphold the examiner’s objection and find therefore, that the Applicant’s patent application
when the invention is defined as a flat pack (presumably separate tissues/sheets), the sheets of
which are impregnated with a chemica reagent for detecting occult blood in faeces, with the
tissues/sheets being separated by cellophane separation sheets, isnove and therefore fulfilsthe
requirement of Section 1(1)(a) but in fact does not fulfill the requirements of Inventive Step,
required by Section 1(1)(b) of the Patents Act 1977.

(iii) Saving Amendments:

At the hearing, | asked the examiner whether the patent gpplication contained any features for
which a patent could be granted, based on the patent application as origindly filed. The
examiner expressed that given the lack of detail within the gpplication, there did not gppear to
him to be any way of amending, which would lead to a grantable patent. | have aso looked
carefully through the goplication asfiled for technicd features which might form the basis of a
patentable invention but | have not been able to find anything further.

Other Matters

The hearing itself was complicated not only by the fact that Mrs Thomson is arepresentative of
the Applicant who, himsdlf is an unrepresented gpplicant but she did not have copies of the
patent application, citations or correspondence to hand, which made it impossible to refer to
textsin relevant documents. Prior to closing the proceedings, | asked Mrs Thomson whether
she had any more questions or pointstoraise. She commented that she had been ableto put the
Applicant’s points over — that it was anew concept of a screening aid for bowe cancer, itisin
the public interest with its use being acceptable to the public, it could be easily manufactured
because of itsamplicity, it has never been used before, it isnot on the market and it isbound to
be marketable and it is cogt effective. | must observethat | do not think that the Applicant has
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been disadvantaged by holding the hearing via telephone conference.

Mrs Thomson made reference during the hearing to the origina abgtract “going missing”. |

explained about abstracts being “ search tools’ which are amended by examiners and that was
the reason why the abstract on the published patent application GB 2382649 differed to that
origindly filed by the Applicant. | reassured Mrs Thomson that the origind abstract was till on
file

Mrs Thomson queried the age of the Wilkinson patent (published 1964) and was confused over
a“twenty year issu€’. | explained that apatent could be granted for up to amaximum of twenty
years after which time, the technology protected by the patent becomes available for othersto
use. | explained aso that the prior art againgt which aninvention isjudged conssts of everything
which isin the public domain prior to the earliest date of the patent gpplication.

Conclusion

In summary, | find that the gpplication does not disclose an invention for which a patent can be
granted. | am satisfied that the inventions when defined asin (i) and (i) of paragraph 10 above,
lack novety or inventive step and | can find nothing in the description that might support a
patentable claim. | therefore refuse the application under Section 18(3).

Appeal

Under the Practicedirection to Part 52 of the Civil Procedure Rules, any appeal must belodged
within 28 days. It should be noted that the hearing was held some time &fter the deadline
specified under rule 34 for putting the gpplication in arder, but before the extended deadline
avallableasof right under rule 110(3). At thetimeof the hearing, arequest to extend therule 34
period under rule 110(3) had not been filed but this can be done retrospectively up to 13"
August 2005.

CL Davies
Deputy Director, acting for the Comptroller



