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DECISION

Introduction

In adecison dated 21 March 2005, | found that certain claims of patent number GB 2366358
(“the patent™) are not new and/or do not involve an inventive step having regard to the prior art
referred to in that decision; and that of clams A to D proposed by the defendant by way of
amendment, clams A and B are not new having regard to that prior art.

| dso found however that proposed clam C is new and inventive, and that claim 1 of the
patent, if amended to incorporate the features of either clam 2 or clam 6, would aso be new
and inventive. | alowed the defendant the opportunity to file amendmentsin line with those
findings, failing which | would revoke the patent.

| dso found againg the clamant in its submission that the specification does not disclose the
invention of clam 5 clearly and completely enough for it to be performed by a skilled person.

Amendments

In response the defendant has filed amendments to the clams, resulting in three new
independent claims, claims 1, 15 and 16. New claim 1 correspondsto clam C; new claim 15
corresponds to origina clam 1 (ieclam 1 a grant) incorporating the festures of origind clam



2; and new clam 16 correspondsto origind clam 1 incorporating the features of origina
clams5and 6. Consequentia amendments to the claims and description have aso been
submitted.

The new independent claims read asfollows:

1. A water heater comprising upper and lower reservoirsin which cold

water is stored in the upper reservoir for feeding the lower reservoir which contains water
heating means, with an interconnecting passage for transferring cold water from the upper
reservoir to the lower to maintain the level therein and an expangon pipe to permit heated
water forced out of the lower reservoir by expangion to return to the upper reservair,
wherein the expangon pipe extends into and upwardly through the upper reservoir and
means is provided to thermally separate the body of water in the upper reservoir from the
expangon pipe extending upwardly through the upper reservair, thereby to reduce the
transfer of heat from the expansion pipe to the water in the upper reservair, sadd means
comprising a deeve which extends from the base of the upper reservoir and surrounds
the expansion pipe to at least the depth of the water in the upper reservoir and wherein
the deeve is spaced from the expansion pipe by an air gap, and forms around the
expangon pipe an annular chamber which is open at its upper end and closed at its lower
end by the base of the upper reservoir.

15. A water heater comprising upper and lower reservoirsin which cold

water is sored in the upper reservoir for feeding the lower reservoir which contains water
heating means, with an interconnecting passage for transferring cold water from the upper
reservoir to the lower to maintain the level therein and an expangon pipe to permit hested
water forced out of the lower reservoir by expansion to return to the upper reservair,
wherein the expanson pipe extends into and upwardly through the upper reservoir and
meansis provided to thermally separate the body of water in the upper reservoir from the
expangon pipe extending upwardly through the upper reservoir, thereby to reduce the
transfer of heat from the expansion pipe to the water in the upper reservoir, said means
comprising a deeve which surrounds the expansion pipe to at least the depth of the water
in the upper reservoir and wherein the deeve is spaced from the expansion pipe by an air
gap, and forms around the expansion pipe an annular chamber which is open at its upper
end and closed at itslower end, and the deeve isformed from thermally insulating
materid.

16. A water heater comprising upper and lower reservoirsin which cold

water is stored in the upper reservoir for feeding the lower reservoir which contains water
heating means, with an interconnecting passage for transferring cold water from the upper
reservoir to the lower to maintain the level therein and an expangon pipe to permit heated
water forced out of the lower reservoir by expangion to return to the upper reservair,
wherein the expangion pipe extends into and upwardly through the upper reservoir and
means is provided to thermally separate the body of water in the upper reservoir from the
expangon pipe extending upwardly through the upper reservair, thereby to reduce the
transfer of heat from the expansion pipe to the water in the upper reservair, saidd means
comprising a deeve which surrounds the expansion pipe to at least the depth of the water
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in the upper reservoir and wherein the deeve is paced from the expansion pipe by an ar
gap, and forms around the expangon pipe an annular chamber which is open at its upper
end and closed at its lower end, wherein the expangion pipe is formed from metal and the
deeveiscylindricd and isdso formed from metd and has an internd diameter whichis
substantidly greeter than the outsde diameter of the expansion pipe and extends from the
base of the upper reservoir to a height therein which is greater than the depth of water in
the upper reservoir, the deeve and the pipe being coaxialy arranged so thet the deeveis
spaced from the pipe by the same distance around the whole of its circumference, and the
spacing is selected S0 as to ensure that under normal conditions, with the annular space
between the pipe and the deevefilled with air, the transfer of heat from the wdl of the
pipeto thewal of the deeveisinsufficient to cause any sgnificant rise in temperature of
the water in the upper reservoir which surrounds the deeve, and wherein a collar of a
meaterid having alow therma conductivity relative to that of copper surrounds the
expanson pipe where it extends through awall of the upper reservoir, to separate the
pipe from the wall.

Conclusions and order

| am satisfied that the amendments are dlowable, and that they overcome my findings of lack
of novety and inventive step. | therefore order that the specification of the patent be amended
to incorporate the amendments. Having found that the patent as amended is vdid, | make no
order to revoke the patent.

The defendant has requested a certificate of contested validity under section 65, arequest
which | deferred in my earlier decison pending possible amendment.

| am now however adleto certify that the vaidity of patent number GB 2366358 was
contested on the grounds of lack of novelty and inventive step, and on the grounds that the
specification does not disclose the invention clearly and completely enough for it to be
performed by a skilled person; and that | have found the patent - as amended - to be vaid.

Costs

| awarded codts to the clamant in my earlier decison. Any further cogtsincurred by the
clamant in conddering the amendments will be low, and indeed the clamant has not asked for
further costs. Accordingly | make no further order in this respect.

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.
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