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Background

1. On 19 June 2009, Take-Two Interactive Software, Inc. ('the applicant’) applied to
register trade mark application number 2519127, consisting of the series of three
marks 'ROCKSTAR', 'Rockstar' and 'rockstar', for the following goods:

Class 25:  Clothing, footwear, headgear.

2. On 3 July 2009, the Intellectual Property Office ('IPO") issued an examination
report in response to the application. In the report, an objection was raised under
section 3(1)(b) of the Trade Marks Act 1994 ('the Act') on the grounds that the mark
is devoid of any distinctive character, being seen as "a statement of the wearer, even
if only aspirational" and "as a way of showing one's allegiance to a particular
lifestyle".

3. Responding to the objection, Mr Holah of Field Fisher Waterhouse ('the agent’)
submitted that the mark contained the minimum degree of distinctive character
required for prima facie objection, and emphasised that the mark in question should
not be subjected to a higher threshold than any other mark. Making reference to how
the sign might be used in trade, the agent also submitted that the mark would
function as an indicator of trade origin if used on a collar label or swing tag.

4. As these submissions were rejected by the examiner, an ex parte hearing was
requested. At the hearing of 27 January 2010, | confirmed that the sign was devoid
of any distinctive character, pointing out that any capacity for the mark to denote
trade origin was secondary to its more immediate function as non-distinctive
decoration when used on certain goods contained within the specification. Referring
to the current Trade Marks Examination Guide, which sets out the Registrar's
practice in respect of marks considered to be statements by or about the wearer, |
confirmed that the section 3(1)(b) objection related solely to tee shirts, sweatshirts
and baseball caps (this section of the Examination Guide can be viewed at
www.ipo.gov.uk/tmmanual-chap3-exam.pdf under paragraph 1.11/page 144



entitled 'Statements by/about the user of goods/wearer of clothing', and is attached
as Annex 5 to this decision).

5. The agent failed to make any further submissions following the hearing, either in
order to contest my findings, or to instruct that the specification's reference to
clothing and headgear at large be amended so as to exclude any such goods being
tee shirts, sweatshirts and baseball caps. As a consequence, the application was
partially refused for all goods except 'footwear' on 28 May 2010. The agent
subsequently filed a form TM5 requesting a statement of reasons for the Registrar's
decision.

6. | am now asked under section 76 of the Trade Marks Act 1994, and rule 69 of the
Trade Marks Rules 2008, to state in writing the grounds of my decision and the
materials used in arriving at it. No formal evidence of use has been put before me for
the purposes of demonstrating acquired distinctiveness. Therefore, in respect of the
goods and services listed at paragraph 1 above, | have only the prima facie case to
consider.

The applicant's case for registration

7. All arguments in support of prima facie acceptance were presented either in the
form of the agent's letter dated 18 August 2009, or in the form of oral submissions
made at the ex parte hearing on 27 January 2010. In the aforementioned letter,
reference was made to a number of Court decisions, including the European Court of
Justice's ('ECJ'") ruling on 'SAT.2' (case C-329/02, SAT.1 SatellitenFernsehen GmbH
v OHIM), with the agent emphasising that linguistic or artistic creativity and/or
imaginativeness are not requirements for finding distinctive character. Reference
was also made to the Appointed Person's decision in "There ain't no F in Justice' (BL
0O/094/08) where it was held that, whilst distinctiveness must be assessed in relation
to those goods or services for which registration is sought, the manner of use (for
example, upon a label, or swing ticket, or printed across the front of a tee shirt) "is a
matter of choice for the trade mark owner" (paragraph 25 of that decision refers).

8. These points were expanded upon in oral submissions made at the hearing, with
the agent arguing that the Registrar had no legal justification for raising an objection,
relying instead upon its own self-determined practice of raising objections against
those marks which it considers incapable of being perceived prima facie as a
denotation of trade origin when used in relation to tee shirts, sweatshirts and
baseball caps. The agent emphasised that the mark was not a slogan per se, and
that it should not be precluded from registration on the basis of being assessed as a
slogan. Oral reference was also made to the aforementioned decision on 'There ain't
no F in Justice', with the agent submitting that the application in suit is equitable to
the mark previously considered by the Appointed Person, and that a similar
conclusion should be reached in this case.



The Law in relation to section 3(1)(b)
9. Section 3(1)(b) of the Act reads as follows:

3.-(1) The following shall not be registered-

(b) trade marks which are devoid of any distinctive character
Decision - section 3(1)(b)

10. The ECJ has repeatedly emphasised the need to interpret the grounds of refusal
of registration listed in Article 3(1) and Article 7(1) (the equivalent provision in
Council Regulation 40/94 of 20 December 1993 on the Community Trade Mark) in
the light of the general interest underlying each of them (case C-37/03P, Bio ID v
OHIM, paragraph 59 and the case law cited there and, more recently, case C-
273/05P, Celltech R&D Ltd v OHIM).

11. The general interest to be taken into account in each case must reflect different
considerations according to the ground for refusal in question. In relation to section
3(1)(b) (and the equivalent provision referred to above), the Court has held that
"...the public interest... is manifestly indissociable from the essential function of a
trade mark" (case C-329/02P, SAT.1 SatellitenFernsehen GmbH v OHIM). The
essential function thus referred to is that of guaranteeing the identity of the origin of
the goods or services offered under the mark to the consumer or end-user by
enabling him or her, without any possibility of confusion, to distinguish the product or
service from others which have another origin (see paragraph 23 of the above
mentioned judgement). Marks which are devoid of distinctive character are therefore
those which are incapable of fulfilling that essential function.

12. Section 3(1)(b) must include within its scope those marks which, whilst not
designating a characteristic of the relevant goods and services (i.e. not being
necessarily descriptive), will nonetheless fail to serve the essential function of a trade
mark in that they will be incapable of designating origin. In terms of assessing
distinctiveness under section 3(1)(b), the ECJ provided guidance in case C-363/99
Koninklijke KPN Nederland NV v Benelux-Merkenbureau (Postkantoor) where, at
paragraph 34, it stated:

"A trade mark's distinctiveness within the meaning of Article 3(1)(b) of the
Directive must be assessed, first, by reference to those goods or services
and, second, by reference to the perception of the relevant public, which
consists of average consumers of the goods or services in question, who are
reasonably well informed and reasonably observant and circumspect (see
inter alia joined cases C-53/01 to 55/01 Linde and Others [2003] ECR |-3161,



paragraph 41, and case C-104/01 Libertel [2003] ECR |-3793 paragraphs 46
and 75)."

13. This establishes the principle that the question of a mark being devoid of any
distinctive character is answered by reference, firstly, to the goods and services
applied for, and secondly, to the perception of the average consumer for those
goods or services. Whilst the application was refused for 'clothing' and 'headgear' at
large, | did emphasise in earlier exchanges that the objection was only maintained in
respect of 'tee shirts', 'sweatshirts' and 'baseball caps' (as per the Registrar's
practice mentioned at paragraph 4 above). Notwithstanding the broader refusal
taken as a result of the applicant's failure to request specification amendment so as
to exclude the offending goods, the relevant goods to consider for the purposes of
this refusal are therefore 'tee shirts', 'sweatshirts' and 'baseball caps'. In identifying
and considering the likely perception of the relevant consumer, these are the types
of goods | will focus upon.

14. In seeking to identify the relevant consumer, it is reasonable to assume that
these types of clothing products will be purchased and used by the public at large.
Notwithstanding the availability of couture fashion ranges which might include tee
shirts with a high unit price, items such as tee shirts, sweatshirts and baseball caps
are, for the most part, purchased in order to be worn as casual clothing. In many
cases, the unit price for such items will be moderate, so the relevant consumer is
likely to display only an average level of attention when considering purchase.
Consumers are also likely to be reasonably familiar with the practice of emblazoning
logos, phrases and other figurative materials across the front of such items. In some
cases, (for example, those items marketed by popular international sports clothing
brands) consumers will immediately recognise such materials as performing the
function of a trade mark i.e. they distinguish one brand's clothing products from those
of its competitors. It is also reasonable to speculate that consumers who purchase
and wear such products might also wish to display such 'bold' trade mark material as
a means of associating themselves with a set of values associated with that
particular brand.

15. However, there are also many occasions where tee shirt producers will emblazon
textual and/or figurative materials across the front of casual clothing in order to
perform a function other than that of denoting trade origin. The practice of displaying
messages, phrases and decorative images across the front of casual clothing is well
established, with the normally basic design of tee shirts and sweatshirts (in
comparison to more tailored clothing) making such items an effective platform for
displaying messages which are intended to be no more than a statement by, or
about, the wearer. Such messages might be commemorative (as in 'Village Cricket
Team Spanish Tour 2010, political (as in 'Ban the Bomb'), provocative (as in 'Kiss
Me Quick'), or may serve some other communicative function. In such cases, the use



of messages is clearly not intended to denote trade origin. Furthermore, the relevant
consumer understands that to be the case.

16. Having set out some context regarding the Registrar's approach towards those
signs which might be used for purposes other than denoting trade origin when
displayed on certain items of clothing, | must also bear in mind that the test attributed
to the relevant consumer is one based upon immediacy or first impression. This has
been confirmed by the European Court of First Instance (now the General Court)
which, in its decision on Sykes Enterprises v OHIM (Real People Real Solutions,
2002, ECT 11-5179, stated the following:

"...a sign which fulfils functions other than that of a trade mark is only
distinctive for the purposes of Article 7(1)(b) of Regulation No 40/94 if it may
be perceived immediately as an indication of the commercial origin of the
goods or services in question, so as to enable the relevant public to
distinguish, without any possibility of confusion, the goods or services of the
owner of the mark from those of a different commercial origin."

17. Turning to the mark itself, the sign comprises of the term 'rock star' in three
separate arrangements of upper and lower case lettering. None of these
arrangements are figurative to an extent that the relevant consumer might question
what the phrase is or means, so | shall treat all three marks as one and the same.
Although it does not enjoy an individual definition in the Cambridge online dictionary,
the term 'rock star' is nonetheless listed under the more general definition for 'star'
where it is defined as 'a very famous, successful and important person, especially a
performer such as a musician, actor or sports player. A rock/movie/football star' (my
emphasis). | would submit that the term enjoys a high level of recognition amongst
consumers, and that the term denotes certain values and behaviours. In the strictest
sense, the label 'rock star' is generally applied to someone who, apart from enjoying
success within the music business, is also likely to be wealthy, non-conformist,
individual and, in some cases, decadent and/or hedonistic. In a more general/public
sense, these are all characteristics equally likely to be attractive to the relevant
consumer of tee shirts - if one is not a rock star 'by trade', one may still wish to be
associated with the sort of values and behaviours associated with the term.

18. As a result of its ability to convey such values (and thereby appeal to the
potential consumer), the Registrar considers the term 'rock star' to be one which,
firstly, is likely to be used as a decorative message printed on the front of a t-shirt or
sweatshirt; and secondly, is unlikely to be perceived prima facie as an indicator of
trade origin when used in such a way. In support of the Registrar's position on the
likelihood of such use, | refer to the four Internet pages attached as Annexes to this
decision. The first two references (Annexes 1 and 2), which are taken from
www.zazzle.co.uk and www.alibaba.com, both show tee shirts emblazoned with
the words 'Rock Star' together with related figurative materials (the device of a guitar



in one; the device of a star in the other). The second two references, both taken from
www.justjen.com and presented as Annexes 3 and 4, show the words 'rock star'
displayed in jewelled lettering across the front of both ladies and children's wear. In
the case of the latter, | note that that the product is promoted via accompanying text
which states that "Your girl's fans know she is a rockstar, now give her the shirt to
make it clear". Presentation of the sign in this manner only serves to reinforce the
arguments made in paragraph 17 above, that is, the term 'rock star' appeals to the
wearer by virtue of the message it conveys. Whether intended to be recognised by
others as a 'serious' presentation of one's ambition in life or, as is more likely to be
the case, as a self-deprecating, ironic and/or humorous reference to what one
aspires to be, the phrase would not be perceived as indicating trade origin.

19. Of all the submissions made by Mr Holah both in writing and at the ex parte
hearing, the greatest emphasis was placed on the alleged parallels between this
application and the 'There ain't no F in Justice' trade mark considered by Professor
Annand sitting as the Appointed Person (BL 0/094/08). In response, and
notwithstanding the value of previous decisions in the context of providing guidance,
it should be pointed out that the Registrar is not bound by a decision of the
Appointed Person which relates to a sign dissimilar to that being addressed in this
decision. In assessing whether a sign is likely to individualise goods (such as T-
shirts) to a particular undertaking the Registrar undertakes a test based on the
balance of probabilities that does not ignore use the sign in context. | therefore
consider my assessment and resulting section 3(1) objection to be both fair and
reasonable, given the nature of the term applied for; the nature of the goods; the
likely perception of the relevant consumer; and the well-established obligation on the
part of the Registrar to consider notional and fair use of the mark being applied for.

20. The current Trade Marks Examination Guide contains a section on 'notional and
fair use' which confirms that the Registrar has a duty to consider how a trade mark
might be used in the marketplace and, more importantly, the extent to which different
types of usage may have a bearing on how distinctive that mark would be in its
various modes of use (see page 82 of the Examination Guide pdf at
www.ipo.gov.uk/tmmanual-chap3-exam.pdf - also attached as Annex 6 to this
decision). Although this section lists use on packaging and advertising as being
examples of how a mark might be displayed beyond more conventional use on
labels and tags etc., it seems reasonable, given what | have already stated regarding
the common practice of displaying slogans and phrases on tee shirts, to consider
such presentation of this mark as being within the ambit of national and fair use
when assessing in the context of clothing. In essence, an assessment which takes
into account established practices within the relevant trade is, | believe, a
prerequisite for undertaking a 'stringent and full' examination in accordance with
guidance as set out in Libertel (paragraph 59) and OHIM v Erpo Mobelwerk
(paragraph 45).



21. The practice of considering how a mark is likely to be used in context (and the
resulting perception of the relevant consumer) is well established in respect of the
assessment of prima facie distinctiveness. Notwithstanding the fact that criteria for
assessing distinctive character should not differ in respect of the different sub-
categories of trade marks (whether slogans, shapes, surface treatments, colours
etc.), the ECJ has nonetheless confirmed in cases such as Henkel KGaA v OHIM
(case C-144/06 P) and Vibe Technologies Ltd's Application (Appointed Person's
decision of 2009, ETMR 12) that the perception of the average consumer will not
necessarily be the same for all such categories of marks (respective paragraphs 36
and 63 of those decisions refer). Additionally, in OHIM v Avon Products, Inc. (case T-
184/07) the General Court (then the CFIl) considered how a mark would likely be
perceived in an oral capacity given that the goods in question (cosmetics) were
recognised as being commonly marketed and sold via doorstep selling techniques
(paragraph 21 refers). Whilst neither of these trade mark cases have material
similarities to the refused mark, their corresponding decisions nevertheless
emphasise the multi-factorial analysis which one has to apply in order to accurately
and effectively assess a mark's capacity to function prima facie as an indicator of
trade origin. Alongside the Registrar's paramount obligation to undertake a thorough
semantic analysis of the sign applied for, it must also consider - by reference to the
goods intended for coverage - additional factors such as the corresponding market,
and the likely perception of the relevant consumer. My acknowledgement that the
sign 'Rock Star' could reasonably be displayed for purposes of non-distinctive
decoration rather than for purposes of origin signification - when used in respect of
tee shirts, sweatshirts and baseball caps - is therefore nothing more than a result of
the Registrar fulfilling its obligation to adopt a multi-factorial approach towards the
examination of a trade mark.

22. In refusing the mark, the Registrar is not alleging that the sign 'rock star' is
factually incapable of denoting trade origin when used in respect of tee shirts. The
proviso to section 3(1) makes it clear that, with use, the sign may acquire distinctive
character. However, in the absence of any materials which show how the mark is
used, or is intended to be used, | have had to consider the application solely by
reference to mark's semantic characteristics, the goods applied for, and taking into
account what | consider to be the well-established trade practice of displaying non-
distinctive messages and slogans on the front of specific items of clothing. In doing
so, | must conclude that the sign 'rock star' is prima facie incapable of denoting trade
origin when used in respect of tee shirts, sweatshirts and baseball caps.

Conclusion

23. In this decision, | have considered all documents filed by the applicant/agent, and
all arguments submitted to me in relation to this application. Having done so, and for
the reasons given above, the application is partially refused in respect of 'clothing'
and 'headgear' (in so far as those terms cover tee shirts, sweatshirts and baseball



caps) under the terms of section 37(4) of the Act because it fails to qualify under
section 3(1)(b) of the Act.

Dated this 5 day of October 2010

David Evans

For the Registrar
The Comptroller-General
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Annex 1

Website found at www.zazzle.co.uk/rockstar+tshirts



www.zazzle.co.uk/rockstar+tshirts continued



Annex 2

Website found at
www.alibaba.com/product-free/261502851/Rock_Star_toddler_t_shirt.html



Annex 3

Website found at www.justjen.com/buy/tshirt-rockstar.htm



Annex 4

Website found at www.justjen.com/buy/tshirt-girls-rockstar.htm



Annex 5

Trade Marks Examination Guide - section entitled 'Statements by/about the user
of goods/wearer of clothing'



Annex 6

Trade Marks Examination Guide - section entitled 'Notional and Fair Use'



