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Background and pleadings

1. TILEBACKER is a trade mark registration standing in the name of Alexander
Charles Hodgetts. It was applied for on 11 May 2009 and completed its registration
procedure on 14 October 2011. TILEBACKER is registered for the following goods
in class 19:

Rubber coated tiles for dampening the sounds of footsteps; wall and floor panels
made of stoneware or natural stone; wall and floor tiles; expansion joints.

2. BPB United Kingdom Limited (“the applicant”) filed an application on 21 January
2013 to have the trade mark declared invalid. The applicant claims that
TILEBACKER offends sections 3(1)(a), (b), (c) and (d) of the Act. These state:

“3.— (1) The following shall not be registered —

(@)  signs which do not satisfy the requirements of section 1(1),
(b)  trade marks which are devoid of any distinctive character,

(c)  trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of services, or other
characteristics of goods or services,

(d)  trade marks which consist exclusively of signs or indications
which have become customary in the current language or in the
bona fide and established practice of the trade:

Provided that, a trade mark shall not be refused registration by virtue of
paragraph (b), (c) or (d) above if, before the date of application for
registration, it has in fact acquired a distinctive character as a result of the use
made of it.”

3. The applicant’s claim under Section 3(1)(a) of the Act is that TILEBACKER is
incapable of distinguishing Mr Hodgetts' goods from those of other undertakings.
The claims under sections 3(1)(b) and (c) are identical:

“It [the trade mark] comprises the word TILE (being a noun meaning a flat thin
slab of fired clay, rubber, linoleum, etc, usually square or rectangular and
sometimes ornamental, used with others to cover a roof, floor, wall etc)
conjoined with the word BACKER (being a noun meaning something that
furnishes something else with a back and or provides the function of a
backing). Therefore the mark TILEBACKER simply conveys the intended
purpose or use of the goods, namely a backing for tiles that either supports
the tiles or sits between the front surface of a roof, floor, wall etc and the rear
face of the tile(s). The goods covered by the registration are all goods which
could act as backers for tiles:
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e Rubber coated tiles for dampening the sounds of footsteps — such
rubber coated tiles could sit between the front surface of a floor and the
rear face of a top layer of tiles to provide a backing for the top layer;

e wall and floor panels made of stoneware or natural stone - such
panels could support the tiles or could sit between the front surface of a
roof, floor, wall etc and the rear face of a layer of tiles to provide a
backing for the tiles;

e wall and floor tiles — such tiles could sit between the front surface of a
roof, floor, wall etc and the rear face of a top layer of tiles to provide a
backing for the top layer;

e expansion joints — such joints could sit between the front surface of a
roof, floor, wall etc and the rear face of a layer of tiles to back the top
layer.”

4. The claim under section 3(1)(d) is that TILEBACKER or TILE BACKER was
widely used in the building trade prior to 11 May 2009 to describe a backing that can
be positioned between the surface of a roof, floor, wall etc, on which tiles are to be
provided, and the rear face of tiles.

5. Mr Hodgetts filed a counterstatement, denying the grounds and stating that it is
not the function of the goods to act as a backing for tiles (wall, floor or roof); and that
it is not customary in the trade or trade practice, or even practical, to use the goods
for the use claimed by the applicant. Mr Hodgetts supplied a full counterstatement
which | will not summarise here, but | will keep in mind its contents in reaching a
decision.

6. Both parties filed evidence and written submissions. The matter then came to be
heard before me on 7 July 2014. The applicant was represented by Mr Huw Evans,
of Chapman Molony, who appeared in Newport. Mr Hodgetts attended by video
conference. The submissions made in writing and during the hearing have been fully
considered in reaching this decision and will be referred to as and when appropriate.

EVIDENCE

7. The applicant’s evidence takes the form of witness statements from Huw Evans,
Bruce Hazell, Martin Burrowes and Jonathan Cherry. Mr Hodgetts' evidence is from
himself. This summary addresses the key points but is not an exhaustive list of all
the information contained in the various witness statements (which | have borne in
mind in reaching my decision).

Huw Evans

8. Mr Evans is the applicant’s trade mark attorney. He states that he has been a
representative of the applicant and the group of companies to which it belongs, Saint
Gobain, since 2004. The Saint Gobain group, and the applicant, are in the building
trade. Mr Evans states that his instructions come from Ms Sedella Hearson,
Intellectual Property Coordinator, at Saint Gobain’s gypsum activity division. In
relation to Mr Hodgetts' defence that wall and floor tiles would not be used as an
intermediate substrate layer or provide the function of a tile backer, Mr Evans states
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that this was discussed with Ms Hearson. She informed Mr Evans that the term tile
backer has been the established term in the trade (for immediate substrates for
laying between a floor or wall and a layer of tiles) for many years prior to the date of
application, although she provided no evidence herself. Mr Evans’ statement, in this
respect, is hearsay. Mr Evans states that Ms Hearson, at the time of his statement
(16 June 2013) was endeavouring to obtain further witness statements to
corroborate this but that the person coordinating the matter with other companies in
the group was off work due to iliness; hence, Mr Evans has exhibited internet results
from his own research. These are:

e A print from the website “oxforddictionaries.com” providing a definition of the
word ‘tile’ (this formed the basis for the definition in the pleadings);

e An extract from “thefreedictionary.com” website and another from the 1971
version of the Compact Edition of the Oxford English Dictionary, providing
definitions for the word ‘backer’. One of the definitions is material used for
backing;

e Exhibit HE4 contains the unexpanded results of internet searches which Mr
Evans carried out for the terms “tilebacker” and “tile backer”, limited to UK
websites prior to 10 May 2009. Mr Evans states that the searches revealed
96 and 162 hits respectively;

e Exhibit HES contains brochures, data sheets and other documents which Mr
Evans located by clicking on some of the hits listed in exhibit HE4. He states
that the documents either bear dates or contain copyright notice dates prior to
10 May 2009 and that they all mention tilebacker(s). A selection is shown
below in which | can see dates (which is not the case with all the documents
in the exhibit):
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The exhibit shown above has a copyright date of 2008. The one below is dated July
2005.
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This exhibit is from May 2005.
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Bruce Hazell

9. Mr Hazell is a partner in Trimline, which is a supplier of tiling materials, tools and
accessories. He states that the term TILEBACKER was widely used in the tiling
trade prior to 11 May 2009 to describe an intermediate substrate layer between a
floor or wall and a layer of tiles, being available in a wide range of materials. Mr
Hazell states that his company has produced a tilebacker board since 2001, under
the mark DUKKABOARD. Exhibits BH1 and BH2 consist of his company’s 2009"
DUKKABOARD brochure and his company’s current Tile Backer Board &
Waterproofing brochure. The 2009 brochure is marked as “1/09”, suggesting it was
the first brochure issued during 2009. Page 3 of the 2009 brochure mentions tile
backerboards. Mr Hazell states that his company’s tile backer boards are made from
a variety of materials, including rigid polystyrene and finished on both sides with a
synthetic mortar, reinforced with a glass fibre reinforced cement sheets. He gives
his opinion that rubber coated tiles for dampening the sounds of footsteps, wall and
floor panels made of stoneware or natural stone, and wall and floor tiles are all items
which are capable of being used as a tilebacker. Mr Hazell states that his
company’s tilebacker product could be considered as wall and floor panels made of
natural stone, because they are made of cement, which comprises limestone.

10. Mr Hazell states that his company’s tilebacker is suitable for use with all types of
ceramic and natural stone. He says that a person seeing the term tilebacker used in
relation to such goods and floor/wall tiles would just think that such goods are
suitable for use with tilebackers.

11. Mr Hazell states that his company sells soundproof rubber matting for laying
under tiles (and has done prior to 1999) and that it is perfectly conceivable that such
matting could be provided as tiles.

Martin Burrowes

12. Mr Burrowes is the Managing Director of Specialist Tiling Supplies Limited.
Some of his witness statement is framed in similar terms to that of Mr Hazell.
However, Mr Burrowes also gives information specific to his company’s products.
He states that his company has produced a tilebacker board since 2004, sold under
the mark NO MORE PLY (as in the example shown in paragraph 8 of this decision).
About £25,000 of this product was sold each month prior to 10 May 2009. The
products are fibre-reinforced cement sheets for lining floors and walls prior to tiling:
the tiles are laid directly onto the sheets. Exhibit MB1 is a certificate dated 1 August
2008, issued to Mr Burrowes’ company by the British Board of Agrément (BBA) for
the NO MORE PLY product:

' Mr Hazell refers to the brochure as dating from 1999, but the exhibit bears a copyright date of 2009.
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13. Mr Burrowes gives a similar opinion to that of Mr Hazell in respect of Mr
Hodgetts' goods being capable of being used as a tilebacker, and that his own
company’s product could be considered to be wall and floor panels of natural stone
because cement includes limestone. Further, Mr Burrowes states that wall and floor
panels made of gypsum, a natural stone, were widely available prior to 11 May 2009.
He says that the fact that some of the items might not be currently used as
tilebackers is irrelevant. Mr Burrowes gives his opinion that rubber coated tiles for
dampening the sounds of footsteps, wall and floor panels made of stoneware or
natural stone, wall and floor tiles, and expansion joints are all items which could be
used in conjunction with tilebackers.

Jonathan Cherry

14. Mr Cherry has been head of Product Management at British Gypsum since
2010. His company is one of the UK’s major suppliers of building materials,
including plasterboards and plasters used in the construction of partitions and
ceilings in bathrooms and kitchens where they are used as a substrate for the
adhesion of ceramic and other tiles. Mr Cherry states that, prior to 2009, tilebacker
was a term widely used in the tiling trade to describe an intermediate substrate layer
between a floor or wall and a layer of tiles. They were available in a wide range of
materials, including materials made from cement and gypsum, a kind of natural
stone. The remainder of his statement follows a similar line to that taken by Messrs
Hazell and Burrowes.

Alexander Hodgetts

15. Mr Hodgetts’ evidence is given from the position that none of the goods in his
specification are intermediate substrate products or tilebackers. Mr Hodgetts states
that he is a Master Tiler with many years’ experience and is currently engaged in
designing and manufacturing wet room drainage products.

16. Mr Hodgetts refers to his trade mark application resulting in an ex parte hearing
before the Registrar before the application could be accepted. Mr Hodgetts exhibits
the Hearing Officer's note of the hearing. The original specification of goods was
reduced by the Hearing Officer to that which proceeded to registration (and which is
the subject of the present invalidation action) on the basis that the remaining goods
did not describe backers/backing for tiles.

17. Mr Hodgetts states that there is a distinction between a proprietary intermediate
substrate, other tileable backgrounds and bases and the top decorative or functional
surface, whether this is rubber coated tiles for dampening the sound of footsteps;
wall and floor panels made of stoneware or natural stone; or wall and floor tiles. Mr
Hodgetts refers to exhibit HE5 of the applicant's evidence, specifically the
Porcelanosa prints, which give information about the differences. He states that the
applicant claims changeability between intermediate substrates and his products,
which sit on top of an intermediate substrate, providing a decorative and/or practical
surface. He states that there is no evidence that his goods would actually function
as a backing for tiles.
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18. Mr Hodgetts refers to the evidence of Messrs Hazell and Burrowes and states
that their intermediate substrate products (Dukkaboard and No More Ply) contain
Portland cement, crushed sand, calcium silicate and cellulose fibres that produce a
resilient impact resistant board. He points out that Messrs Hazell and Burrowes
consider that their cement coloured intermediate substrate products could be
considered as wall and floor panels made of natural stone, and that they imply that
their products could be used as a top decorative and practical finish, without any
evidence. Mr Hodgetts exhibits hearsay evidence? in the form of emails from Gareth
Kennedy, Technical Sales Representative of James Hardy Building Products Ltd,
who gives his opinion that Dukkaboard and No More Ply are just tilebacker boards.

19. Mr Hodgetts explains that rubber coated tiles for dampening footsteps is a
composite product, consisting of a floor tile with an acoustic grade of rubber bonded
to the rear surface of the tile. The product is delivered to the user as a complete unit
and loose laid on the prepared floor substrate/intermediate substrate. Mr Hodgetts
refers to pages 6 and 7 of his evidence which he states shows that such a product
would not be an intermediate substrate and clearly would not function as a backing
for tiles:

2 ACH page 5.
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20. Mr Hodgetts exhibits an extract from Mr Hazell's company’s brochure showing a
roll of rubber soundproof matting which is installed between the Dukkaboard and the
substrate (the bare floor):
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The purpose of this exhibit (page 8 of ACH) is to draw a distinction between Mr
Hodgetts' prefabricated, finished top surface product, and intermediate substrates or
backing for tiles. The page also shows movement strips which, acting as expansion
joints, contribute to sound reduction. Mr Hodgetts also points to various pages in the

Page 13 of 23



applicant’s evidence showing movement joints, which he states support his point that
they cannot be used to back tiles, because they sit on an intermediate substrate and
are flush with the top of the tiles. To explain further the distinction between backing
for tiles and tiles as a decorative layer, Mr Hodgetts says:

“... a tiling installation would have a top surface of wall or floor tiles (item 1)
which would be fixed with adhesive (item 2) and subject to specification or site
conditions, to a tile backing board (intermediate substrate) (item 3) which is in
turn fixed with adhesive (item 2) to the main construction substrate (which
could be new or existing) (item 6) and an expansion joint (movement joint)
may be incorporated (item 4) in conjunction with a sound proofing rubber
matting (item 5).”

The six items interrelate but are all separate and distinct products.”
DECISION
Material dates
21. Section 72 of the Act states:

“In all legal proceedings relating to a registered trade mark (including
proceedings for rectification of the register) the registration of a person as
proprietor of a trade mark shall be prima facie evidence of the validity of the
original registration and of any subsequent assignment or other transmission
of it.”

Section 47(1) of the Trade Marks Act 1994 (“the Act”). Section 47(1) states:

“The registration of a trade mark may be declared invalid on the ground that
the trade mark was registered in breach of section 3 or any of the provisions
referred to in that section (absolute grounds for refusal of registration).

Where the trade mark was registered in breach of subsection 1(b), (c) or (d) of
that section, it shall not be declared invalid if, in consequence of the use
which has been made of it, it has after registration acquired a distinctive
character in relation to the goods or services for which it is registered.”3

22. The date of application for the trade mark was 11 May 2009. Under section
47(1), the question of whether the mark was registered in breach of section 3(1)(a),
(b), (c) and (d) falls to be decided as of this date. Mr Hodgetts has not relied upon
the proviso to section 47(1) to show that the mark has acquired distinctiveness
through the use which has been made of it, and has not filed any evidence of use of
his mark. This means | can only consider the prima facie case, not whether the mark
has acquired distinctiveness as a result of the use made of it.

% “The proviso”.
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Section 3(1)(a)
23. This section states:
“3.— (1) The following shall not be registered —
(a)  signs which do not satisfy the requirements of section 1(1),”.
24. Section 1(1) states:

“1.—(1) In this Act a “trade mark” means any sign capable of being
represented graphically which is capable of distinguishing goods or services
of one undertaking from those of other undertakings.

A trade mark may, in particular, consist of words (including personal names),
designs, letters, numerals or the shape of goods or their packaging.”

25. In Stichting BDO and others v BDO Unibank, Inc and others [2013] EWHC
418(Ch), Arnold J said:

“44. ... As | discussed in JW Spear & Sons Ltd v Zynga Inc [2012] EWHC
3345 (Ch) at [10]-[27], the case law of the Court of Justice of the European
Union establishes that, in order to comply with art.4 , the subject matter of an
application or registration must satisfy three conditions. First, it must be a
sign. Secondly, that sign must be capable of being represented graphically.
Thirdly, the sign must be capable of distinguishing the goods or services of
one undertaking from those of other undertakings.

45. The CJEU explained the third condition in Case C-363/99 Koninklijke KPN
Nederland NV v Benelux-Merkenbureau [2004] ECR 1-1619 as follows:

"80. As a preliminary point, it is appropriate to observe, first, that the
purpose of Article 2 of the Directive is to define the types of signs of
which a trade mark may consist (Case C-273/00 Sieckmann [2002]
ECR 1-11737, paragraph 43), irrespective of the goods or services for
which protection might be sought (see to that effect Sieckmann,
paragraphs 43 to 55, Libertel, paragraphs 22 to 42, and Case C-283/01
Shield Mark [2003] ECR 1-0000, paragraphs 34 to 41). It provides that
a trade mark may consist inter alia of 'words' and 'letters', provided that
they are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.

81. In view of that provision, there is no reason to find that a word like
'Postkantoor' is not, in respect of certain goods or services, capable of
fulfilling the essential function of a trade mark, which is to guarantee
the identity of the origin of the marked goods or services to the
consumer or end user by enabling him, without any possibility of
confusion, to distinguish the goods or services from others which have
another origin (see, in particular, Case C-39/97 Canon [1998] ECR I-
5507, paragraph 28, Merz & Krell, paragraph 22, and Libertel,
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paragraph 62). Accordingly, an interpretation of Article 2 of the
Directive appears not to be useful for the purposes of deciding the
present case."

46. The Court went on to say that the question whether POSTKANTOOR
(Dutch for POST OFFICE) was precluded from registration in respect of
particular goods and services (i.e. those provided by a post office) because it
was devoid of distinctive character and/or descriptive in relation to those
particular goods and services fell to be assessed under Article 3(1)(b) and (c)
of the Directive (Article 7(1)(b) and (c) of the Regulation).

47. 1t follows that "the goods or services" referred to in Article 4 are not the
particular goods or services listed in the specification, as counsel for the
defendants argued. Rather, the question under Article 4 is whether the sign is
capable of distinguishing any goods or services.”

26. Article 4 of Regulation 207/2009 of 26 February 2009 on the Community trade
mark (codified version) is the equivalent to section 1(1) of the Act, set out above.
TILEBACKER is not incapable of distinguishing any goods and services. It follows
from this authority that the ground of opposition under section 3(1)(a) must fail.

27. The ground under section 3(1)(a) fails.

28. It is well established in law that the absolute grounds for refusing registration
must be examined separately, although there is a degree of overlap between
sections 3(1)(b), (c) and (d) of the Act: see Koninklike KPN Nederland NV v
Benelux-Merkenbureau [2004] E.T.M.R. 57, the Court of Justice of the European
Union (“CJEU”), paragraphs 67 to 70. That degree of overlap is reflected in the
applicant’s pleadings in which, effectively, descriptiveness (i.e. section 3(1)(c)) is
given as a reason for lack of distinctive character under section 3(1)(b).

29. In relation to section 3(1)(b), the CJEU said in SAT.1 Satellitenfernsehen GMBH
v OHIM, case C-329/02 P [2005] E.T.M.R. 20:

“23 First, the essential function of a trade mark is to guarantee the identity of
the origin of the marked product to the consumer or end-user by enabling him,
without any possibility of confusion, to distinguish the product or service from
others which have another origin (see, in particular, Case 102/77 Hoffmann-
La Roche [1978] ECR 1139, paragraph 7, and Case C-299/99 Philips [2002]
ECR 1-5475, paragraph 30). Article 7(1)(b) of the regulation is thus intended to
preclude registration of trade marks which are devoid of distinctive character
which alone renders them capable of fulfilling that essential function.

24 Secondly, in order to determine whether a sign presents a characteristic
such as to render it registrable as a trade mark, it is appropriate to take the
viewpoint of the relevant public. Where the goods or services with which the
registration application is concerned are intended for all consumers, the
relevant public must be deemed to be composed of the average consumer,
reasonably well-informed and reasonably observant and circumspect (see
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Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR [-3819, paragraph 26,
and Case C-104/01 Libertel [2003] ECR 1-3793, paragraph 46).

25 Thirdly, it is important to observe that each of the grounds for refusal to
register listed in Art.7(1) of the regulation is independent of the others and
requires separate examination. Moreover, it is appropriate to interpret those
grounds for refusal in the light of the general interest which underlies each
of them. The general interest to be taken into consideration when examining
each of those grounds for refusal may or even must reflect different
considerations according to the ground for refusal in question (Joined Cases
C—-456/01 P and C—457/01 P Henkel v OHIM [2004] E.C.R. I-0000 , [45] and
[46]).

27 Furthermore, in view of the extent of the protection afforded to a trade
mark by the regulation, the public interest underlying Article 7(1)(b) of the
regulation is, manifestly, indissociable from the essential function of a trade
mark, as observed in paragraph 23 above.”

30. In relation to section 3(1)(c), the CJEU said in Koninklijke KPN Nederland NV v
Benelux-Merkenbureau:

“54 As the Court has already held ( Windsurfing Chiemsee , para.[25],
Linde, para.[73], and Libertel , para.[52]), Art.3(1)(c) of the Directive pursues
an aim which is in the public interest, namely that such signs or indications
may be freely used by all. Article 3(1)(c) therefore prevents such signs and
indications from being reserved to one undertaking alone because they
have been registered as trade marks.

55 That public interest requires that all signs or indications which may serve
to designate characteristics of the goods or services in respect of which
registration is sought remain freely available to all undertakings in order that
they may use them when describing the same characteristics of their own
goods. Therefore, marks consisting exclusively of such signs or indications
are not eligible for registration unless Art.3(3) of the Directive applies.

56 In those circumstances, the competent authority must, under Art.3(1)(c)
of the Directive, determine whether a trade mark for which registration is
sought currently represents, in the mind of the relevant class of persons, a
description of the characteristics of the goods or services concerned or
whether it is reasonable to assume that that might be the case in the future
(see to that effect Windsurfing Chiemsee , para.[31]). If, at the end of that
assessment, the competent authority reaches the conclusion that that is the
case, it must refuse, on the basis of that provision, to register the mark.

57 It is irrelevant whether there are other, more usual, signs or indications
for designating the same characteristics of the goods or services referred to
in the application for registration than those of which the mark concerned
consists. Although Art.3(1)(c) of the Directive provides that, if the ground for
refusal set out there is to apply, the mark must consist exclusively of signs
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or indications which may serve to designate characteristics of the goods or
services concerned, it does not require that those signs or indications
should be the only way of designating such characteristics.

58 Similarly, whether the number of competitors who may have an interest
in using the signs or indications of which the mark consists is large or small
is not decisive. Any operator at present offering, as well as any operator
who might in the future offer, goods or services which compete with those in
respect of which registration is sought must be able freely to use the signs
or indications which may serve to describe characteristics of its goods or
services.”

31. Even if a mark is not descriptive for the goods for which the application has been
made, it may still be non-distinctive for those goods if it cannot do the job of
distinguishing the goods of one trader from another. If a mark is non-distinctive, it is
objectionable under section 3(1)(b) of the Act. In Combi Steam Trade Mark®, Ms
Anna Carboni, sitting as the Appointed Person, described section 3(1)(b) in the
following way:

“7. It has been said that lack of distinctive character is the essence of any
objection under section 3(1)(b), (c) or (d) of the Act and that, despite its
position in the list, section 3(1)(b) performs “a residual or sweeping-up
function”, backing up the other two provisions, which contain specific and
characteristic examples of types of marks that lack distinctive character:
Procter & Gamble Ltd’s Trade Mark Application [1999] RPC 673 (CA) per
Robert Walker LJ at 679. If a trade mark is entirely descriptive of
characteristics of goods or services (and thereby prohibited from registration
under section 3(1)(c)), it will also be devoid of any distinctive character under
section 3(1)(b): Case C-363/99 Koninklijke KPN Nederland BV v Benelux-
Merkenbureau (POSTKANTOOR) [2004] ETMR 57 (ECJ) at [86]. However,
the converse is not true: a mark which is not descriptive may nevertheless be
devoid of distinctive character for other reasons (ibid.).

8. When a trade marks examiner assesses the distinctiveness of a trade mark
within the meaning of section 3(1)(b), s’/he must do so firstly by reference to
the goods or services listed in the specification, and secondly by reference to
the perception of the mark in relation to such goods or services by the
relevant public, which consists of average consumers of the goods or services
in question, who are deemed to be reasonably well informed, observant and
circumspect: Joined Cases C-53/01 to C- 55/01 Linde AG, Winward Industries
Inc and Radio Uhren AG [2003] ETMR 78 at [41].

9. It is not necessary to show that a mark has a particular level of creativity or
originality in order to establish distinctive character. Case C-329/02P SAT.1
Satelliten Fernsehen GmbH v OHIM [2005] ETMR 20 (ECJ) at [41]. While the
Court of First Instance (“CFI”) has repeatedly referred to “a minimum degree
of distinctive character” as being sufficient to avoid article 7(1)(b) of the
CTMR/article 3(1)(b) of the Directive (for example, Case T-34/00 Eurocool

4 BL 0/363/09.
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Logistik GmbH & Co. KG v OHIM (“‘EUROCOOL”) [2003] ETMR 4 at [39];
Case T-128/01 Daimler Chrysler Corp v OHIM [2003] ETMR 87 at [33]; Case
T-320/03 Citicorp v OHIM (“LIVE RICHLY?”) at [68]), the ECJ has not adopted
this wording and has deemed it unnecessary to give any more precise
definition to the possible dividing line between lack of distinctiveness and the
minimum  distinctiveness to  which the CFI refers: Deutsche
Krankenversicherung AG v OHIM (“COMPANYLINE”) [2002] ECR 1-7561 at
[20].

10. The ECJ approaches the issue of distinctiveness by reference to the
underlying purpose of article 3(1)(b) of the Directive/7(1)(b) CTMR, which in
the Court’s view is to preclude registration of trade marks that are incapable of
performing the essential function of guaranteeing the identity of the origin of
the marked product to the consumer or end user by enabling him, without any
possibility of confusion, to distinguish the product or service from others which
have another origin: SAT.1 v OHIM at [23]; Case C-37/03 P BiolD AG v OHIM
[2005] ECR I-7975 (ECJ) at [27].”

32. Where a mark is made up of two words which have been joined together,
creating a new word (neologism), such a mark may still be objectionable if all the
mark does is describe some characteristic(s) of the goods applied for, as per
Campina Melkunie BV and Benelux-Merkenbureau, C-265/00 (CJEU):

“39. As a general rule, the mere combination of elements, each of which is
descriptive of characteristics of the goods or services in respect of which
registration is sought, itself remains descriptive of those characteristics within
the meaning of Article 3(1)(c) of the Directive even if the combination creates
a neologism. Merely bringing those elements together without introducing any
unusual variations, in particular as to syntax or meaning, cannot result in
anything other than a mark consisting exclusively of signs or indications which
may serve, in trade, to designate characteristics of the goods or services
concerned.”

33. | think the evidence of both sides in this dispute shows that, as of 11 May 2009,
‘tilebacker’, which is a conjoining of the word tile and backer, was in use in the trade
to denote boards placed between a substrate (such as a bare floor) and the top
decorative layer of tiles, which appear to be either made from cement or gypsum. |
did not understand Mr Hodgetts to dispute this®. “Tile backer’ seems to be a natural
term to describe such goods, which are backers for tiles. Nothing extra is brought to
the term tilebacker for these goods by the conjoining of tile and backer, so tilebacker
describes goods which are backers for tiles. Although the term was in use as a trade
term for a particular type of tiling product (the panels or boards), it seems to me to be
an apt term to describe any goods which act as a backer or backing for tiles.

34. However, by the time Mr Hodgetts' application had been objected to by the trade
mark examiner and he had had an ex parte hearing, the specification as originally

® Part of Mr Hodgetts’ counterstatement says “Wall and floor tiles would not be used as an
intermediate substrate layer or provide the function of a tilebacker/tile backer or as a backing for a
further layer of tiles or mosaic. Even the most humble DIY person...would know that a tilebacking
board such as Wedi...and plywood would be the correct choice.”
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filed had been restricted, the intention of which was to remove goods which
corresponded to intermediate substrate boards — tilebackers. The question for me
now is whether there are still goods which remain in the registered specification
which could be used for such purposes (section 3(1)(c)) or whether even though the
mark does not describe those goods the average consumer would nevertheless not
regard the mark as a trade mark because the goods left in the specification are
closely associated with tilebackers. The pleadings could have made a better job of
identifying the difference between the enquiries under section 3(1)(b) and (c), which
are separate, but it does not matter a great deal because, as can be seen from the
caselaw cited above, there is a degree of overlap between them.

35. The evidence (from both sides) shows that, as in Mr Hodgetts' goods, one can
buy tiles which are a composite product, already having a backing of rubber to
dampen sound. The alternative solution is to use rubber matting as the backing and
to lay tiles on top of the matting. The applicant submits that such rubber matting
could be in the form of tiles, and so the mark describes Mr Hodgetts' rubber coated
tiles for dampening the sound of footsteps because this term covers rubber coated
tiles as an alternative to the rubber matting, for use as backing for decorative tiles. |
agree; as these goods could function as tile backers, these goods are objectionable
under section 3(1)(c) of the Act. For the same reason, floor tiles, which covers
rubber floor tiles, is objectionable under section 3(1)(c).

36. With respect to wall and floor panels made of stoneware or natural stone, the
evidence shows that some tilebacker boards are made of cement. | would not
regard stoneware and natural stone as natural descriptors for cement, which is a
composite product. However, there is evidence that there were goods in 2005
described as gypsum plasterboards: this term appears in the exhibit reproduced on
page 6 of this decision, above “fibre mesh reinforced cement faced tile backer
boards’ and ‘new gypsum plaster. Gypsum is a stone. Consequently, panels of
gypsum used as tile backers fall within the goods wall and floor panels made of
stoneware or natural stone and so these goods are objectionable under section
3(1)(c) of the Act.

37. This leaves wall tiles and expansion joints. The consideration here is whether
the mark is objectionable for these goods because they are closely allied to tile
backers. Mr Geoffrey Hobbs QC, sitting as the Appointed Person, considered this in
The Range Cooker Co Plc v The Fourneaux De France Limited, BL O/240/02. The
mark in that case was FOURNEAUX DE FRANCE which translates into ‘cookers
from France’. The mark was objectionable under section 3(1)(c) as describing
cookers (from France)’. The issue was whether closely allied goods, which
comprised cooker hoods and extractor fans, “should be treated as goods so closely
related to cookers as to be an integral part of the commercial context in which the
meaning and significance of the words FOURNEAUX DE FRANCE is to be regarded
as essentially descriptive.” Mr Hobbs concluded that cooker hoods and extractor
fans were items of commerce which were closely connected with cookers and that it
would be unrealistic to treat FOURNEAUX DE FRANCE as descriptive of cookers
and not of such closely connected goods.

®The grounds of invalidity in that case were 3(1)(a), 3(1)(c) and 3(3)(b) of the Act. There was no
section 3(1)(b) ground.

Page 20 of 23



38. In BL O/218/02, Mr Hobbs, sitting as the Appointed Person, considered the mark
“Tools and Middleware” to be devoid of any distinctive character (section 3(1)(b)) for
a wide range of goods in class 9. The applicant had tried to overcome the
examiner's descriptiveness objection (3(1)(c)) to the mark by limiting the
specification away from tools and middleware; tools describing a type of software,
and middleware describing computer products which sit between hardware and
software. Mr Hobbs considered that the mark was “an ordinary way of designating
the general nature of the goods of interest to the Applicant and are not likely to
trigger origin-specific perceptions and recollections in the mind of the average
consumer of the goods concerned.”

39. In a decision for the Registrar’, Mr Allan James, the Hearing Officer, considered
the mark COMPUTER BOOKSHOPS in classes 9, 16 and 41. The mark had been
objected to by the examiner under sections 3(1)(b) and (c) of the Act on the basis
that it described goods and services relating to a shop which sells books about
computers. Mr James waived the objection raised under section 3(1)(c) but
maintained that the objection under section 3(1)(b) was validly raised and that the
mark was devoid of any distinctive character for the goods and services in the
application. He observed that:

“... the Registrar has long been reluctant to register the name of one product
as a trade mark for another product in a closely related sector of the market:
see Portogram Radio Electrical Company Limited’s Application 69 RPC [1952]
241 at 245. | believe that it is self evident why the word “duvet”, for example,
would not be able to function as a trade mark for bed sheets, or why the word
“shirt” would not function as a trade mark for ties. In use in relation to such
goods these signs would be, at best, ambiguous as to their meaning, and
would probably just result in confusion. A similar point arose in a recent
decision dated 2 May 2002 of Mr G Hobbs QC as Appointed Person in
Fourneaux de France Limited v The Range Cooker Co. plc, SRIS 0-240-02.”

40. In my view, TILEBACKER, for goods which are closely allied to tile backers,
such as wall tiles and expansion joints, falls into the same camp as DUVET for bed
sheets and SHIRT for ties. Whilst not directly descriptive of tile backers,
TILEBACKER for these goods would be ambiguous and confusing because there is
insufficient clear blue water between goods for which the description is obvious and
those which are closely allied to those goods. For this reason, the mark would not
be able to do the job of identifying the commercial source of the goods and would
not, therefore, perform the essential function of a trade mark which is to distinguish
the applicant’'s goods from those of other traders. For wall tiles and expansion
joints, TILEBACKER is objectionable under section 3(1)(b) of the Act.

41. It follows from the fact that | have found the other goods to be objectionable
under section 3(1)(c) of the Act that they are also objectionable under section
3(1)(b). I also consider them to be devoid of any distinctive character, and therefore
objectionable under section 3(1)(b), for the same reason as | have just explained that
wall tiles and expansion joints are objectionable under section 3(1)(b). So, all the

" BL 0/266/02.
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goods of the application are objectionable under section 3(1)(b), independently of the
section 3(1)(c) objection.

42. As the application for a declaration of invalidity has been successful under
sections 3(1)(b) and (c) of the Act, for economy of process, there is no need to
examine the ground raised under section 3(1)(d).

Outcome

43. The application for a declaration of invalidity succeeds. Accordingly,
under section 47(6) the registration is deemed never to have been made.

Costs

44. The applicant has been successful and is entitled to an award as a contribution
towards its costs. Mr Evans told me that he was content for the scale to apply, which
is published in Tribunal Practice Notice 4/2007. Mr Hodgetts asked me to bear in
mind that exhibit HE1, running to 23 pages, was entirely irrelevant. | have not
included this exhibit in the evidence summary because, as Mr Hodgetts said, it was
of no relevance or assistance in making this decision. Exhibit HE1 consisted of a
report on the Saint Gobain group of companies. It did not shed any light on the term
TILEBACKER. | will reduce the amount | award for evidence accordingly.

45. Mr Hodgetts also raised the fact that the applicant gave him no warning of its
application, leaving no room for negotiations or discussion. This is regrettable;
litigation should be a last resort. Unfortunately, once a defence has been filed,
rather than the mark being surrendered and no defence being filed, lack of notice is
not something which | can take into account in assessing the contribution to the
costs of the proceedings in the Trade Mark Registry.

46. | make a reduced award for Mr Evans’ attendance at the hearing, since his
skeleton argument was late and his oral submissions were, in large part, a repeat of
the applicant’s written submissions dated 17 June 2013 and 6 December 2013.

47. | assess the costs payable to the applicant as follows:

Preparing a statement and considering

Mr Hodgetts' statement £250
Application fee £200
Preparing evidence and considering

Mr Hodgetts' evidence £500
Attendance at a hearing £150
Total £1100

48. | order Alexander Charles Hodgetts to pay BPB United Kingdom Limited the sum
of £1100. This sum is to be paid within seven days of the expiry of the appeal period
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or within seven days of the final determination of this case if any appeal against this
decision is unsuccessful.

Dated this 21st day of July 2014

Judi Pike
For the Registrar,
the Comptroller-General
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